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PART I 


NEW CONCEPTS OF UNFAIR COMPETITION UNDER THE 
LANHAM ACT* 


Edward S. Rogers} 


The term “Unfair Competition” is a comparatively recent thing. It did not 
appear in American literature until the second edition of Mr. Browne’s book on 
trade-marks, in 1885. In the first edition of this book (1873), there was a chapter 
entitled “Rights Analogous to those of Trade-Marks.” The phrase “Unfair 
Competition” was not used; but in the second edition (1885), “Unfair Compe- 
tition” appears in the index and in a separate section. Mr. Browne said “Courts 
of equity have granted full and complete redress for an improper use of labels, 
wrappers, billheads, signs or other things that are essentially publici juris. The 
difficulty is that wrong names are used. The French speaking nations have a 
standard name for this king of wrong. The term used is “concurrence deloyale.”’ 
The expression “Unfair Competition” is a rough translation of this French phrase. 

Trade-marks are very old. Indeed, few human institutions can boast greater 
antiquity. There was little litigation over them until 16th Century England. 
But when you consider that trade regulation was largely in the hands of the guilds 
of the period, it is not surprising, because the guilds disciplined their own mem- 
bers. The guild statutes required two marks to be used. First, the guild mark, 
to indicate that the product was not contraband, because a medieval guild was a 
closed shop, and, second, the guild statute required that the individual artisan use 
a mark peculiar to himself so that bad workmanship could be identified and the 
bad workman disciplined. In this way the reputation of the guild could be pre- 
served. Marks were not voluntary—their use was compulsory. Then from a 
very early date merchants used marks on goods shipped by sea so that in case of 
shipwreck the containers could be identified and the owner could claim his prop- 
erty. Curiously enough, you will notice in modern definitions of the term trade- 
mark that the phrase is used “a mark which either inherently or by association 
points to the origin or ownership of the goods to which it is applied.” The words 
“or ownership” are from a statute at least as early as Edward III, in 1343. Edward 
III reigned 600 years ago, but the language of the statute of 1343 still persists 
(F. W. Fitch Co. v. Camille, Inc., 106 Fed. (2d) 635; C. C. A. 8th, 1939), 
although its purpose is lost in the mists of antiquity. With the breakup of the 
guild system, the use of marks was no longer compulsory, but was voluntary, 
and the common law took a hand in protecting legitimate users against pirates 
who attempted to divert trade to themselves by the appropriation of the mark 
of an earlier user. These actions were usually by the purchaser defrauded by 
the false mark. Later, a person whose mark was appropriated was permitted 


* Delivered before the Practising Law Institute, New York City, December 11, 1947. 
Rogers, Hoge & Hills; Chairman of the Board of Sterling Drug Co., Member, Lawyers’ 
Advisory Committee of the United States Trade-Mark Association. 
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to sue in equity, because the conditions to equity were assumed to exist— 
property right, continuing injury, and the probability of a multiplicity of suits. 
The property right theory persisted for a long time and was a very comfort- 
able one as long it lasted, and when it protected trade-marks against appro- 
priation or imitation it did it effectively. 

In order to see what is loosely called “unfair competition” in proper per- 
spective, it is desirable briefly to trace the history of the idea from the first use 
of the phrase. 

The injury resulting from the appropriation or imitation of a trader’s mark 
was the sale of a competitor’s goods as those of the man whose goods the mark 
identified and hence to interfere with his trade expectancy or “good-will” by 
taking away his customers by deceit. The notion that there is “property” in 
trade-marks as a separate thing was once quite generally entertained and for 
a while it served well enough,* but it was very soon perceived that a trader’s 
customers might be diverted by the imitation of things which were not trade- 
marks and in which property rights could not be maintained, such as simula- 
tion of packages, the misuse of personal names, descriptive words and the like. 
The result was the same misrepresentation and the same interference with 
trade expectancy. At first the courts had difficulty in adjusting themselves to 
the situation. Law writers did not know where to classify these cases. Digest 
compilers put them under an added paragraph heading “Cases analogous to 
trade-mark cases.’”” A Chapter similarly entitled was tacked on to text books. 

I have already referred to the use of the term “unfair competition” by 
Mr. Browne. 

The phrase “unfair competition” soon became applied exclusively to cases in- 
volving what the English call passing off and the law itself was in danger of being 
crystallized by this supposed limitation of the term. Happily, unfair competition 
soon became applied to conduct which did not involve passing off and was extended 
to include misappropriation as well as misrepresentation,’ and in general to acts 
which artificially and injuriously interfere with the normal course of trade. Thus, 
reconditioning used but genuine spark plugs without adequate indication that they 
were reconditioned,’ disparagement,® molestation,* inducing breach of contract,” 
commercial bribery, false description of goods,*® misrepresentation of business status,’ 
use of lotteries as a sales stimulant,* all illustrate only a few instances which show 


* Mr. Justice Holmes in Dupont v. Masland, 244 U. S. 100-102: “The word property as ap- 
plied to trade-marks . . . . is an unanalyzed expression of certain secondary consequences of the 
primary fact, that the law makes some rudimentary requirements of good faith.” 

1. International News Service v. Associated Press, 248 U. S. 215, 241, 242; Schechter v. 
United States, 295 U. S. 495, 532. 

2. Champion v. Sanders, 331 U.S. 125. 

3. Smith, Disparagement of Property, 1913, 13 Co. Law Rev. 13; Pound, Equitable Relief 
Against Defamation, 1916, 29 Harv. Law Rev., 640, 668. 

4. Evenson v. Spaulding, 150 Fed. 517. 

5. Sayre, Inducing Breach of Contract, 1923, 36 Harv. Law Review, 663; Carpenter, Inter- 
ference with Contract Relations, 41 Harv. Law Rev. 728 

6. Federal Trade Commission v. Winsted Hosiery Co., 258 U. S. 483; Federal Trade Com- 
mission v. Algoma Lumber Co., 291 U. S. 67. 

7. Federal Trade Commission Vv. Royal Milling Co., 288 U. S. 212. 

8. Federal Trade Commission v. Keppel & Bro., 291 U. S. 304. 





38 T.-M.R. VEW CONCEPTS OF UNFAIR COMPETITION 261 


how the phrase “unfair competition” or “unfair methods of competition” has ex- 
panded from its small beginnings to its present scope.’ 

Let us trace the process by which this development proceeded. 

Under the common law as understood in the United States, a businessman has 
the right to insist that others shall not take away his customers by falsely repre- 
senting that their goods are his. This false representation is made by the applica- 
tion to the goods of one trader of a mark which customers associate with those of 
another and thus by a false representation deprive him of custom which otherwise 
he would get. 

The false representation made by the misapplication or deceptive imitation of 
trade-marks we classify as “trade-mark infringement.” 

As commerce broadened and trade piracy, which is a highly specialized pursuit 
carried on by ingenious persons, began to develop, it was apparent that if parasites 
were to be stopped additional means of combatting their activities must be found. 

Suppose that the parasite lets the trade-mark of the established businessman 
alone but imitates his label in color or arrangement, his container in appearance or 
design, or the merchandise itself so as to represent his goods as coming from the 
man whose reputation he would like to steal, or even says by word of mouth, “My 
goods are the Goods of A,” and thus by false representation deprives “A” of custom 
which otherwise he would get. The false representation when made in this way 
gave our courts a good deal of difficulty, and after judicial inertia had been over- 
come, adequate relief was granted, but the theory on which it was granted was any- 
thing but clear. 

The false representation in these cases is, however, precisely the same as in the 
cases of stealing trade-marks—merely the instrumentality by which it is made dif- 
fers. But as in the case of theft of trade-marks, the thing stolen is a symbol of 
something else—the good-will of the man who has earned it by dealing fairly with 
the public. He is believed to be entitled to realize the reasonable hope that cus- 
tomers who prefer to buy his goods will continue to do so. When another’s goods 
are falsely represented as his, he is deprived, by fraud, of this reasonable expectation 
of custom. There is thus taken away from him the probability that his business 
will continue. 

This theory is consistent with the way other unfair business practices are dealt 
with. 

Let us suppose that a man’s goods come from a famous district and his com- 
petitor’s goods do not, but, notwithstanding, the competitor marks his goods with 
a false indication of their origin, thus representing them as coming from a district 
from which they do not come and from which the other man’s goods, in fact, come. 
Or let us suppose that there is a description which one man may rightfully use upon 
his goods, because, as to them, it is truthful, but another applies it untruthfully to his 
goods, thereby enabling him to compete on an apparent equality with the products 
which are truthfully described, when, but for the false description, he would be 
unable to compete with them. It would seem that in such cases also a man is being 


9. See article “Unfair Competition” by Milton Handler, 21 Iowa Law Rev. 175, January, 
1936. 
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deprived, by misrepresentation, of trade which he, or the group to which he right- 
fully belongs, otherwise would get. 

Let us suppose another case. A man stands in front of the place of business of 
his rival with a gun and threatens to shoot customers coming there to trade. 

What is the right that is violated in such a case? Perhaps it is the right to be 
protected against being deprived of the reasonable expectation of custom by force or 
threats. 

While we are supposing, let us suppose another case. Instead of threatening 
a man’s customers with a gun, a competitor falsely or recklessly asserts that his 
rival’s goods infringe a patent owned by him and threatens to sue anyone who buys 
them. Or supposing still further, he says that the other man’s goods are poisonous 
when they are not, and thus induces people not to buy them. Or suppose that he 
says merely that his rival’s goods are no good, or compares them, to their disad- 
vantage, with his own—not to give information or to extol his own goods, but to 
keep people from buying the other fellow’s. 

Or while we are supposing, let us suppose further that a man induces another 
man’s employees to leave and come with him, either to cripple his competitor or to 
get information acquired while in his service, such as his formulas, processes, or 
methods of doing business, his prices, costs, or a list of his customers. Or suppose 
he goes to his competitor’s customers and corrupts the purchasing agents by bribes 
to deal with him and refrain from dealing with his competitor, or causes customers 
to break their contracts and buy of him instead. 

All of these acts strike the ordinary, right-minded person as unfair, unsports- 
manlike, and immoral. But what right is violated? It will not help solve the prob- 
lem to talk of property or rights or wrongs of different sorts. A business man has 
a right to the reasonable expectation of future custom without interference by fraud, 
by misrepresentation, by force, by threats, by defamation, by disparagement, by 
the enticement of his employees, the betrayal of confidential information, commercial 
bribery, and interference with his contracts. All these acts are species of the genus 
unfair trading, as the term is now understood. Under the modern law as it is now 
applied, unfair competition includes any act, not necessarily fraudulent, which 
artificially interferes with the normal course of trade to the disadvantage of another. 
There need be no competition if the artificial interference is present. It is true, of 
course, that most of the cases have arisen between competitors in business, but the 
fact of competition or its absence ought not to be controlling. It is the nature or 
the result of the act, not the occupation of the actor which should determine its char- 
acter. 

Justice Holmes used prophetic language in 1898, in Tracy v. Banker, 170 Mass. 
265; 49 N. E. 309, when he said (309): 


Finally, as the plaintiff makes out his right, it is to be protected against one form of 
swindling as well as another. 


Leaving out of account for the moment all ethical considerations, business is 
entitled as a matter of sound public policy to be protected against such acts as those 
recited. Each businessman ought to receive the custom which would reasonably 
and normally come to him without artificial interference. He should be secure 
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against any unnecessary obstruction by which others, less efficient, attempt to handi- 
cap him so as to draw him back to them and not, by independent effort, advance 
themselves to him. The businessman who is subjected to such practices is made 
unfairly to carry an unnecessary weight and as a result, he cannot travel so fast or 
so far. 

Except in commercial centers there were few conflicts between manufacturers 
over the markings on goods or unethical methods of business. In such places there 
were some decisions but in others there were hardly any. Where important ques- 
tions of wider interest were involved, there was usually the necessary amount and 
diversity of citizenship to give the Federal Courts jurisdiction. Soon there was 
built up by decisions of the Federal Courts a great body of Federal Law dealing 
with trade-marks and unfair competition. It was a great convenience to the bar 
because lawyers knew or could easily learn what the decisions were and there were 
enough of them to give a comprehensive picture. Then came Erie Railway v. Tomp- 
kins, 304 U. S. 64, which required the Federal Courts to apply the law of the 
State in which they sit, and there was chaos. There were 48 different sovereignties, 
the decisions of whose Courts were the only law. The body of Federal decisions 
which was 50 years evolving was not binding either on the State or Federal Courts. 
Nobody knew what the law was. It was frequently found that there were no ap- 
plicable State decisions or that the decisions in the States comprising the same cir- 
cuit were not uniform. 

I doubt if there has been any question that has bothered the Bar so much in the 
past several years as this one. Suppose a common case. A case of unfair com- 
petition occurred in the State of Arizona. You have to find out what is the law of 
Arizona dealing with unfair competition, and if there are no decisions in Arizona 
on the subject, you have to go back to general principles, and then suppose the 
Court of Arizona decides a case inconsistent with the ruling of the Federal Court 
in which you brought your suit. Should that Court reverse itself? Take the State 
of Illinois for example. There are a lot of old cases that held that the only kind of 
unfair competition there is the passing off variety, and that the defendant’s goods 
must be directly competitive with the plaintiff's. The convenient phrase, “There 
can be no unfair competition unless there is competition,” is used to justify the 
denial of relief. Thus placing the emphasis on the competition instead of the un- 
fairness and presupposing that unless the wrongdoer is a competitor, he can commit 
any kind of rascality. Courts which look forward instead of forward and interest 
themselves in words instead of things, seem addicted to the fallacy of considering 
competition a prerequisite to relief. 

There are also some cases which hold that a man can have only one trade-mark. 
There are indeed cases which hold that geographical names under no circumstances 
can be protected against misuse. In other cases, the decisions are as they were 75 
years ago when the refinements of modern piracy were unknown. The Federal 
Courts in the Seventh Circuit, which includes Illinois, through the years had built 
up a pretty modern system of protection of the businessman in his good-will, but 
since Eric Railway v. Tompkins, these cases are no longer law. The Circuit Court 
of Appeals holds that there is no such thing as a Federal law of unfair competition, 
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but that it is a common law matter regulated only by decisions of the State Courts 


or applicable State statutes. 
The purpose of the new Trade-Mark Act of 1946 is stated in Section 45: 


The intent of this Act is to regulate commerce within the control of Congress by mak- 
ing actionable the deceptive and misleading use of marks in such commerce; to protect 
registered works used in such commerce from interference by state, or territorial legisla- 
tion; to protect persons engaged in such commerce against unfair competition; to pre- 
vent fraud and deception in such commerce by the use of reproductions, copies, counter- 
feits, or colorable imitations of registered marks; and to provide rights and remedies 
stipulated by treaties and conventions respecting trade-marks, trade-names, and unfair 
competition entered into between the United States and foreign nations. 


I particularly call your attention to the language that “The intent of this Act 
is... . to protect persons engaged in such commerce against unfair competition.” 

With this rather long preamble which, however, I regard as necessary to an 
understanding of the subject which I have been assigned, I would like to point out 
what I think the new Trade-Mark Act has done to restore order to the chaotic condi- 
tion in which the law found itself as a result of the Tompkins case. 


Have the Industrial Property Treaties and the New Trade-Mark Act Given Us a 
National Code of Unfair Competition? 


To find specifications of unfair competition we need look no farther than various 
treaties which the United States has made with most of the nations of both hemi- 
spheres and the new Trade-Mark Act. The conventions assure, in every signatory 
country, to the nationals of every other, the protection of their trade-marks and 
“effective protection against unfair competition.” Either in the conventions or in 
a separate resolution there are specifications of acts which are to be considered acts 
of unfair competition.* 


* The International Convention of the Union for the Protection of Industrial Property, as 
amended at London, June 2, 1934, provides: (Derenberg—136, “Trade-Mark Protection and 
Unfair Trading,” pages 1035, 1045.) 

Article 10 Bis 


(1) The countries of the Union are bound to assure to nationals of countries of the Union an 
effective protection against unfair competition. 

(2) Every act of competition contrary to honest practice in industrial or commercial matters 
constitutes an act of unfair competition. 

(3) The following particularly are to be forbidden: 

1. All acts whatsoever of a nature to create confusion by no matter what means with the 
establishment, the goods, or the services of the competitor ; 

2. False allegations in the course of trade of a nature to discredit the establishment, the 
goods or the services of a competitor. 

Article 10 Ter 

(1) The countries of the Union undertake to assure to the nationals of other countries of 
the Union appropriate legal remedies to repress effectively all acts set forth in Articles 9, 10, and 
10 bis. 

(2) They undertake, moreover, to provide measures to permit syndicates and associations 
representing the manufacturers, producers or merchants interested, and of which the existence 
is not contrary to the laws of their country, to take actions in justice or before the administrative 
authorities, in view of the repression of the acts set forth in Articles 9, 10 and 10 bis, so far as 
the law of the country in which protection is claimed permits it to the syndicates and associations 
of that country. 

The Inter-American (or Pan-American) Convention signed at Washington February 11, 1929, 
provides: 380 Official Gazette, pages 245, 247 (Chapter IV). 
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Effective protection against these acts is assured to foreigners. This is a nation- 
wide right accorded to foreigners under the treaty making power which, under the 
Constitution, is given to the National Government. These treaties guarantee the 
same protection to American nationals in foreign countries. It is said that these 
rights are not conferred upon American citizens in the United States; but they are 
I submit, rights which they ought to have and I believe they do have. American 
nationals ought not, I should suppose, have less rights at home than they have 
abroad, or at home, less than foreigners. In La Republique Frangaise v. Saratoga 
Vichy Spring Company, 191 U. S. 427, Mr. Justice Brown said (438-9) : 


We do not think the position of the plaintiffs in this connection is affected or strength- 
ened by the eighth article of the treaty of June 11, 1887, with France and other nations, 
known as the Industrial Property Treaty (Comp. of Treaties, 684), which declares that 
“the commercial name shall be protected in all the countries of the Union without obligation 


Article 20 


Every act or deed contrary to commercial good faith or to the normal and honorable develop- 
ment of industrial or business activities shall be considered as unfair competition and, therefore, 
unjust and prohibited. 

Article 21 

The following are declared to be acts of unfair competition and unless otherwise effectively 
dealt with under the domestic laws of the Contracting States shall be repressed under the pro- 
visions of this Convention; 

(a) Acts calculated directly or indirectly to represent that the goods or business of a manu- 
facturer, industrialist, merchant or agriculturist are the goods or business of another manufac- 
turer, industrialist, merchant or agriculturist of any of the other Contracting States, whether such 
representation be made by the appropriation or simulation of trade-marks, symbols, distinctive 
names, the imitation of labels, wrappers, containers, commercial names, or other means of identi- 
fication ; 

(b) The use of false descriptions of goods, by words, symbols or other means, tending to 
deceive the public in the country, where the acts occur, with respect to the nature, quality, or 
utility of the goods ; 

(c) The use of false indications of geographical origin or source of goods, by words, symbols, 
or other means which tend in that respect to deceive the public in the country in which these acts 
occur ; 

(d) To sell or offer for sale to the public an article, product or merchandise of such form 
or appearance that even though it does not bear directly or indirectly an indication of origin 
or source, gives or produces, either by pictures, ornaments, or language employed in the text, 
the impression of being a product, article, or commodity originating, manufactured or produced 
in one of the other Contracting States; 

(e) Any other act or deed contrary to good faith in industrial, commercial or agricultural 
matters which, because of its nature or purpose may be considered analagous or similar to those 
above mentioned. 

Article 22 


The Contracting States which may not yet have enacted legislation repressing the acts of 
unfair competition mentioned in this chapter, shall apply to such acts the penalties contained in 
their legislation on trade-marks or in any other statutes, and shall grant relief by way of injunc- 
tion against the continuance of said acts at the request of the party injured; those causing such 
injury shall also be answerable in damages to the injured party. 

Seventh Resolution—380 Official Gazette, pages 245, 250. 

The Seventh Resolution adopted at the Washington Conference, concurrently with the Con- 
vention, was as follows: 


Declaration of Principles on Unfair Trade Practices 


Resolved, that every act inducing breach of contract without just cause or which discredits 
the products or methods of a competitor ; commercial bribery, enticing employees of a competitor 
to obtain confidential information with respect to his activities; false use of testimonials, war- 
rants, and appointments, and false statements of membership in associations ; and in general every 
act which tends to secure the patronage of a competitor through intimidation or coercion is 
declared unfair and fraudulent. 
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of deposit, whether it forms part or not of a trade or commercial mark.” (25 Stat. at L. 
p. 1376.) That article was evidently designed merely to protect the citizens of other 
countries in their right to sue in the courts of this country, as if they were citizens of the 
United States. It could never have been intended to put them on a more favorable footing 
than our own citizens, or to exempt them from the ordinary defenses that might be made 


by the party prosecuted. 
And (United States v. Steffens, decided Nov. 17, 1789, 100 U. S. 82, 99; 
Miller, J.) : 


In what we have here said, we wish to be understood as leaving the whole question of 
the treaty-making power of the General Government over trade-marks, and of the duty of 
Congress to pass any laws necessary to carry such treaties into effect, untouched. 


Any way Congress has now provided that they have—New Trade-Mark Act, 
Chapter IX, Section (i). 

But I submit these conventions are self-operating and that we have in them, 
substantive rules applicable throughout the United States. In the concluding para- 
graph of Title IX, the new Trade-Mark Act provides that the intent of this Act is: 


. to provide rights and remedies stipulated by treaties and conventions respect- 
ing trade-marks, trade-names, and unfair competition entered into between the United 
States and foreign nations. 


The Inter-American Convention was applied and trade-mark rights assured 
under it to a national of Cuba were enforced in Bacardi Corporation v. Domenech, 


311 U. S. 150. 
Chief Justice Hughes referring to this treaty said (p. 161): 


This treaty on ratification became a part of our law. No special legislation in the 
United States was necessary to make it effective. 


After holding that the Convention of its own force created substantive rights in 
trade-marks in the United States, the Chief Justice said (p. 164): 


In this view, the contention that a ratifying State, on due registration of a foreign 
mark in accordance with the treaty, is not bound to protect the owner in the use of that 
mark provided it refuses that protection to its own nations necessarily fails... . When 
protection is sought for such marks a ratifying State cannot escape the obligations of the 
treaty and deny protection by the simple device of embracing its own nationals in that 
denial. That would make a mockery of the treaty. 


There can be no valid distinction between the protection which the convention 
guarantees to trade-marks and the similar guarantee of effective protection against 


unfair competition. 
Article VI, Clause 2, of the Constitution is as follows: 


This constitution, and the Laws of the United States which shall be made in Pur- 
suance thereof; and all Treaties made, or which shall be made, under the Authority of 
the United States, shall be the Supreme Law of the Land; and the Judges in every State 
shall be bound thereby, any Thing in the Constitution or Laws of any State to the Con- 
trary notwithstanding. 


Now this is the question: are not the prohibitions of unfair competition which 
the treaties contain the supreme law of the land and are not the judges of every 
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State bound thereby, anything in the laws of any State to the contrary, notwithstand- 
ing. 

I suggest also that we have a National Code of unfair competition and that the 
Federal Courts are given jurisdiction to enforce it under the provisions of the new 
Trade-Mark Act. That Act provides, Title VI, Section 39: 




















The district and territorial courts of the United States shall have original jurisdiction, 
the circuit courts of appeals of the United States and the United States Court of Appeals 
for the District of Columbia shall have appellate jurisdiction, of all actions arising under 
this Act, without regard to the amount in controversy or to diversity or lack of diversity 
of the citizenship of the parties. 


And there are other things which seem to me to make the Federal statutory law 
apply to the redress of certain specific wrongs. It was pretty well established in the 
Federal Courts, at least, that to misrepresent the geographical origin of goods was 
actionable at the suit of anyone or a group truthfully using the geographical 
name. Mills Co. v. Eagle, 86 Fed. 608 (1898). Defendant used a brand H. R. 
Eagles Best Minnesota Patent, Minneapolis, Minnesota, on flour milled in Mil- 
waukee, Wisconsin. The Circuit Court of Appeals reversed the District Court and 
enjoined the false designation. There are some cases contra. N. Y. & R. Cement 
Co. v. Coplay Cement Co., 44 Fed. 277. 

It is doubtful if similarly to misuse a descriptive term was actionable by a pri- 
vate party. American Washboard Co. v. Saginaw Washboard Co., 103 Fed. 281 
(1900). Plaintiffs’ washboards which were made of aluminum, were branded 
Aluminum. Defendant branded its washboards Aluminum, although no part of 
them was made of aluminum. Judge Day said (285): 




























It is doubtless morally wrong and improper to impose upon the public by the sale of 
spurious goods, but this does not give rise to a private right of action unless the property 
rights of the plaintiff are thereby invaded. There are many wrongs which can only be 
righted through public prosecution, and for which the legislature, and not the courts, 
must provide a remedy. Courts of equity, in granting relief by injunction, are concerned 
with the property rights of complainant. 


if See also Mosler Safe Co. v. Ely-Norris Safe Co., 273 U. S. 132. 

In Armstrong Cork Co. v. Ringwalt, 240 Fed. 1008, defendant sold felt base 
floor covering as “new process linoleum.” Plaintiffs were a group of makers of 
genuine linoleum, who truthfully described their goods. The lower Court followed 
< the Aluminum Washboard case and dismissed the bill on motion. The Circuit 
Court of Appeals reversed. 

: The use of false descriptions is an unfair method of competition under the Fed- 
i eral Trade Commission Act. F. T. C. v. Winsted Hosiery, 258 U. S. 483; F. T. C. 
j v. Algoma Lumber Co., 290 U. S. 607; F. T. C. v. Royal Milling Co., 287 U. S. 
: 590. But it is doubtful if it was privately actionable by a truthful user. 

The Trade-Mark Act of 1905, U. S. C., Title 15, Sec. 106, provides that: 


. . no article of imported merchandise which shall copy or simulate the name of any 
domestic manufacture, or manufacturer, or trader, or of any manufacturer or trader 
located in any foreign country which, by treaty, convention, or law affords similar privi- 
leges to citizens of the United States, or which shall copy or simulate a trade-mark reg- 
istered in accordance with the provisions of this Act or shall bear a name or mark cal- 
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culated to induce the public to believe that the article is manufactured in the United States, 
or that it is manufactured in any foreign country or locality other than the country or 
locality in which it is in fact manufactured, shall be admitted to entry at any custom-house 
of the United States; and, in order to aid the officers of the customs in enforcing the 
prohibition, any domestic manufacturer or trader, and any foreign manufacturer or trader, 
who is entitled under the provisions of a treaty, convention, declaration, or agreement be- 
tween the United States and any foreign country to the advantages afforded by law to 
citizens of the United States in respect to trade-marks and commercial names, may require 
his name and residence, and the name of the locality in which his goods are manufactured, 
and a copy of the certificate or registration of his trade-mark, issued in accordance with 
the provisions of this Act, to be recorded in books which shall be kept for this purpose in 
the Department of the Treasury, under such regulations as the Secretary of the Treasury 
shall prescribe, and may furnish to the department facsimiles of his name, the name of the 
locality in which his goods are manufactured, or of his registered trade-mark, and there- 
upon the Secretary of the Treasury shall cause one or more copies of the same to be trans- 
mitted to each collector or other proper office of customs. 


The Act of 1920 


Section 3 of the Act of March, 1920, provides: 


.... that any person who shall willfully and with intent to deceive, affix, apply, or 
annex, or use in connection with any article or articles of merchandise, or any container 
or containers of the same, a false designation of origin, including words or other symbols, 
tending to falsely identify the origin of the merchandise, and shall then cause such mer- 
chandise to enter into interstate or foreign commerce, and any person who shall knowingly 
cause or procure the same to be transported in interstate or foreign commerce or commerce 
with Indians tribes, or shall knowingly deliver the same to any carrier to be so transported, 
shall be liable to an action at law for damages and to an action in equity for an injunction, 
at the suit of any person, firm, or corporation doing business in the locality falsely indi- 
cated as that of origin, or in the region in which said locality is situated, or at the suit of 
any association of such persons, firms, or corporations. 


It will be seen that merchandise bearing infringing marks is excluded from the 
country and that under the Act of 1920, the willful use in interstate or foreign com- 
merce or commerce with Indian tribes, with intent to deceive, of false designations of 
geographical origin, is actionable at the suit of any person doing business in the 


locality falsely indicated as that of origin. 
Title VII of the Lanham Act forbids the importation of goods bearing infring- 
ing marks or names. Title VIII goes further, Sec. 43 providing: 


(a) Any person who shall affix, apply or annex, or use in connection with any goods 
or services, or any container or containers for goods, a false designation of origin, or any 
false description or representation, including words or other symbols tending falsely to 
describe or represent the same, and shall cause such goods or services to enter into com- 
merce, and any person who shall with knowledge of the falsity of such designation of 
origin or description or representation cause or procure the same to be transported or used 
in commerce or deliver the same to any carrier to be transported or used, shall be liable 
to a civil action by any person doing business in the locality falsely indicated as that of 
origin or in the region in which said locality is situated, or by any person who believes that 
he is or is likely to be damaged by the use of any such false description or representa- 
tion. 


The misuse of designations of regional origin and the false descriptions or rep- 
resentations are now actionable under National Statutory Law. This, I suggest, 
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overrules the Aluminum Washboard and like cases which hold that such misdescrip- 
tions are not privately actionable. It also makes a part of Federal Statutory Law 
the rule laid down in Minneapolis Millers case. This, it seems to me, is a step in 
the right direction and removes an uncertainty which has plagued the Bar for 
years. 

Everyone knows the variance among the decisions concerning commercial names, 
such as corporate, partnership and trade-names. There is no reconciling them. 
Some cases hold that a corporate name is an incident of corporate existence and 
regardless of use or identification is protectible. (Newby v. Oregon Central Deady, 
607 Fed. Cas. 10,144.) Others hold that relief depends on principles analogous to 
the law of trade-mark and unfair competition—that the name must be used in such 
circumstances as to give it an understood meaning as an identification of a particular 
business and that to be forbidden, an adverse use must be likely to confuse the 
identity of businesses. (American Steel Foundries v. Robertson, 269 U. S. 372; 
Western Auto v. Knox, 93 Fed. (2d) 850.) 

There has never been any Federal statutory law protecting trade-names or com- 
mercial names ; the cases have applied common law principles. Their protection is 
assured by the International Conventions without the need of any registration. The 
Union Convention, in Article 8, provides : 


A trade-name shall be protected in all the countries of the union without the obligation 
of filing or registration whether or not it forms a part of a trade-mark. 


Chapter III of the Inter-American Convention deals with this subject, Article 


14 providing: 


Trade-names or commercial names of persons entitled to the benefit of this convention 
shall be protected in all the contracting states, such protection shall be enjoyed without 
necessity of deposit or registration, whether or not the name forms part of a trade-mark. 


The succeeding paragraphs of Chapter III elaborate the matter considerably but 
the essential thing is that the protection of trade and commercial names is now a 
Federal statutory right cognizable in the Federal Courts. Title IX, Section (g) pro- 
vides : 

Trade-names or commercial names of persons described in paragraph (b) of this sec- 


tion shall be protected without the obligation of filing or registration whether or not they 
form parts of marks. 


A case involving infringement of a trade or commercial name is a case “arising 
under the Act,” and hence, within Federal jurisdiction. 
In Steiff v. Bing, 215 Fed. 204, Judge Hough said: 


“Unfair competition” consists in selling goods by means which shock judicial sensi- 
bilities. 

Our courts have been feeling their way, “inching along” in this field. The recog- 
nized principles are now clear; the specific methods of doing business which are 
forbidden are not so clearly defined. However, that is as it should be. For the 
courts are dealing with shrewd and ingenious defendants—with calculating com- 
petitors—who would like nothing better than to be told “this is as far as this court 
will go. You are safe so long as you refrain from these specific practices.” 
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Experience shows that by the time the judicial machinery arrives at a place 
where the pirate was yesterday, ready to deal with him, that elusive person has 
moved forward and is still a little ahead—at a place where the courts will not reach 
until tomorrow—and is there engaged in doing something which will enable him 
to advantage himself at someone’s else expense in some manner hitherto unthought 
of. 

Justice Brandeis, conscious of the necessity of avoiding a crystallization of the 
concept of unfair competition, said: 

An enumeration, however comprehensive, of existing methods of unfair competition 
must necessarily prove incomplete, as with new conditions constantly arising novel unfair 

methods would be devised and developed. F. T. C. v. Gratz, 253 U. S. 421, at 437. 


Others have emphasized the need of elasticity, and the danger of rigidity, in this 
field. 


The more rigid the rule, the easier it is to find a loophole. Oates, 25 Ill. Law Rev. 
643 (1931). 

The inadvisability of cataloguing the prohibited methods rests in the reasoning that to 
have done so would have favored the ingenious evader. 53 Harv. Law Rev. 828 (1940). 


In International News Service v. The Associated Press, 248 U.S. 215 (1918), 
the general principles are stated : 


Is endeavoring to reap where it has not sown. (Pitney, J., p. 239.) 

Is appropriating to itself the harvest of those who have sown. (Pitney, J., p. 239-40.) 

An unauthorized interference with the normal operation of complainant’s legitimate 
business precisely at the point where the profit is to be reaped, in order to divert a material 
portion of the profit from those who have earned it to those who have not. (Pitney, J., 
p. 240.) 

It is said that the elemetns of unfair competition are lacking because there is no attempt 
by defendant to palm off its goods as those of the complainant, characteristic of the most 
familiar, if not the most typical, cases of unfair competition. But we cannot concede that 
the right to equitable relief is confined to that class of cases. (Pitney, J., p. 241-2.) 


After describing the ordinary case of palming off, Justice Holmes goes behind 
the facts of that type of case to find the reason for relief. As he puts it: 

The only reason why it is actionable to make such a representation is that it tends to 
give the defendant an advantage in his competition with the plaintiff and it is thought 
undesirable that an advantage should be gained in that way. (Holmes, J., p. 247.) 

The principle that condemns the one condemns the other. It is a question of how strong 
an infusion of fraud is necessary to turn a flavor into a poison. The dose seems to me 
strong enough here to need a remedy from the law. (Holmes, J., p. 247-8.) 


The Supreme Court, 295 U. S. 495, at 533 (1934), then, has spoken. As 
Justice Hughes said, in the Schechter case, decided 16 years later: 


Unfair competition, as known to the common law, is a limited concept. Primarily, and 
strictly, it relates to the palming off of one’s goods as those of a rival trader. In recent 
years, its scope has been extended. 


In R. C. A. Manufacturing Company v. Whiteman, 28 F. Supp. 787 (S. D. N. Y. 


1939), the court, quoting from Funk v. U. S., 290 U. S. 371, 383, says: 


The common law is not immutable but flexible, and by its own principles adapts itself 
to varying conditions. (28 F. Supp. at p. 791.) 
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and then, citing the Associated Press case, and quoting therefrom, said: 


The parties are competitors in this field; and, on fundamental principles, applicable 
here as elsewhere, when the rights or privileges of the one are liable to conflict with those 
of the other, each party is under a duty so to conduct its own business as not unnecessarily 
or unfairly to injure that of the other. (28 F. Supp. at p. 793.) 


Therefore, I submit that a code of unfair competition ought not to be too specific, 
although to implement the conventions the specifications in them should be in- 
cluded. The following is suggested as meeting these requirements : 


Federal Code of Unfair Competition 


Section 1. Unfair competition is hereby declared to be unlawful and shall be 
actionable at the suit of any person whose business is damaged or likely to be dam- 
aged thereby. 

Section 2. Without being limited to them, the following acts in trade or busi- 
ness shall be deemed to be unfair competition : 


(a) Misrepresenting, directly or indirectly, that the goods, services, or business of one 
person are those of another, including, without limitation, misrepresentation by appro- 
priation, imitation or simulation of trade-marks, symbols, distinctive names, slogans, labels, 
wrappers, containers, commercial names, or other means of identification. 

(b) The use of a false description of goods, by words, symbols or other means likely 
in any material respect to deceive the public as to the goods so described. 

(c) The use of a false indication of geographical origin or location of business, by 
words, symbols, or other means likely to deceive the public as to geographical origin or 
location. 

(d) The deceptive use of trade-names or commercial names. 

(e) Malicious disparagement of a trader or of his goods or services. 

(£) Molestation of or malicious threats against a trader or molestation of or malicious 
or unjustifiable threats against his customers. 

(zg) Inducing breach of contract, or unjustifiable interference with contract rights or 
obligations. 

(h) Bribery of employees or agents to induce a breach of duty to their employer or 
principal. 

(i) Inducing disclosure of confidential information. 

(j) False claim of membership in or approval by unions or other associations. 

(k) Any malicious act designed to injure a person in his trade or business. 

(1) Any other act or deed contrary to good faith or honorable commercial usage. 


Section 3. Absence of competition is not a defense if the acts complained of are 
unfair as herein specified. 

Section 4. All remedies both legal and equitable shall be available to redress 
and repress acts of unfair competition done or threatened, and the defendant shall 
be entitled to all legal and equitable defenses. 

Section 5. If the court shall find that a defendant acted innocently, he shall not be 
liable in damages, but injunctive or other preventive relief may be decree, as well 
as profits attributable to the wrong. 

Section 6. The word “person” as used in this Code includes natural persons, 
associations, corporations and partnerships. 
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Commentary 


Section 1 is based on Section 2 of the Illinois Fair Trade Act (S. B. 598, Laws 
of 1935, approved and effective July 8, 1935), held constitutional as a proper means 
of specifying acts of unfair competition by the Supreme Court of Illinois in Seagram- 
Distillers Corp. v. Old Dearborn Distributing Company, 363 Ill. 610; affirmed by 
the Supreme Court of the United States, 299 U. S. 183. 

Section 2 is for the purpose of specifying certain acts as acts of unfair compe- 
tition without being limited to the acts enumerated. 

Specifications (a), (b), (c), (e), (f), (g), (h), (i), (jy), (k), and (1) in 
Section 2, are rough translations of the language in two international conventions 
dealing with trade-marks and unfair competition to which the United States is a 
party, namely, the Union Convention, as revised in London June 2, 1934, Derenberg, 
1035, Art. 10 Bis. p. 1045; and the Inter-American Convention of February 20, 
1929, Ch. 4 and Seventh Resolution, 380 O. G. 245, 247, 250. Specification (e) 
of Section 2 is a paraphrase of the language of Justices Pitney and Holmes in 
International News Service v. The Associated Press, 248 U.S. 215, 239, 240-246; 
and the Chief Justice’s in A. L. A. Schechter Poultry Corp., et al. v. United States, 
295 U. S. 495, 532. Specification (d) is from the conventions and Section G of Title 
IX of the New Trade-Mark Act. 

In Section 3, the language “whether or not the actor is a competitor of the per- 
son damaged,” is to negative a fallacious idea.that some of the courts have enter- 
tained that there can be no unfair competition unless there is competition. While it 
is true, as a general thing, that acts of unfair competition are perpetrated by com- 
petitors, still the accent should be on the unfairness rather than on the competition. 
See Judge Denison’s remarks in Vogue v. Thompson-Hudson (C. C. A. 6th) 300 
F. 509-512 (2). See discussion, Sec. 36, p. 419 and following, Derenberg’s Trade- 
Mark Protection and Unfair Trading, Matthew Bender & Company (1936). 

If it should be argued that a Code, such as this, would change or extend the 
common law of the States, the answer is that the common law can always be 
changed (B. & O. Railroad v. Baugh, 149 U. S. 368, 378; Liberty Warehouse v. 
Burley Tobacco Assn., 276 U.S. 71, 89). New causes of action can be created (St. 
Louis. & S. F. Railway v. Mathews, 165 U.S. 1, 27; Chicago & Alton Railroad Co. 
v. Tranbarger, 238 U. S. 67, 76; George v. Board of Revenue, 207 Ala. 227, 92 
South. 269; Kimmish v. Ball, 129 U. S. 217, 222; New York Central Railroad v. 
White, 243 U. S. 188; Chicago Railroad Co. v. Zernecke, 183 U. S. 582). And 
naturally, since this Code is to implement conventions, the National legislature has 
plenary power. Indeed, as I see it, this Code of Unfair Competition is already the 
law of the land and needs no legislation to make it effective. 

The possible exceptions are Sections 3, 4 and 5, and these Sections seem to be 
warranted by Chapter IV, Article 22 of the Inter-American Convention: 


The Contracting States which may not yet have enacted legislation repressing the 
acts of unfair competition mentioned in this chapter, shall apply to such acts the penalties 
contained in their legislation on trade-marks or in any other statutes, and shall grant relief 
by way of injunction against the continuance of said acts at the request of any party 


eatiaii shi b eee eee. Se 





38 T.-M.R. NEI CONCEPTS OF UNFAIR COMPETITION 273 


injured; those causing such injury shall also be answerable in damages to the injured 
party. 


and Article 10 Ter of the Union Convention. 
Sections 3, 4 and 5 are proper qualifications to injunctive relief and the recovery 


of damages. 

Keeble v. Hickeringill, Easter Term 5 Queen Ann, 1688, 710; 11 Mod. 74, 3 
Salk. 9; Holt, 14, 17, 19, 11 East., 574 n.: Plaintiff declared that he was possessed 
of a close called Minott’s meadow, a decoy pond, to which wildfowl used to come. 
Plaintiff had prepared decoy ducks, nets and other apparatus and enjoyed the benefit 
of taking them. Defendant knowing this, and with intent to fright away the wild- 
fowl and deprive plaintiff of his profit did resort to the head of said pond and dis- 
charged six guns “laden with gunpowder and with the noise and stink of the gun- 
powder did they drive away the wildfowl then being in the pond.” It was alleged 
that defendant did this on three separate days. Not guilty was pleaded. Holt, C. J., 
said: 


I am of opinion that this action doth lie. It seems to be new in its influence, but is not 
new in the reason or principle of it. For, 1st, this using or making a decoy is lawful. 
2dly. This employment of his ground to that use is profitable to the plaintiff, as is the 
skill and management of that employment. As to the first, Every man that hath a property 
may employ it for his pleasure and profit, as for alluring and procuring decoy ducks to 
come to his pond. To learn the trade of seducing other ducks to come there in order to 
be taken is not prohibited either by the law of the land or the moral law; but it is as law- 
ful to use art to seduce them, to catch them, and destroy them for the use of mankind, 
as to kill and destroy wildfowl or tame cattle. Then when a man useth his art or his skill 
to take them, to fell and dispose of for his profit; this is his trade; and he that hinders 
another in his trade or livelihood is liable to an action for so hindering him. Why other- 
wise are scandalous words spoken of a man in his profession actionable, when without his 
profession they are not so? Though they do not affect and damage, yet are they mis- 
chievous in themselves, and therefore in their own nature productive of damage; and 
therefore an action lies against him. Such are all words that are spoken of a man to 
disparage him in his trade, that may bring damage to him; although they do not charge him 
with any crime that may make him obnoxious to punishment; as to say a merchant is 
broken, or that he is failing, or is not able to pay his debts. 1 Roll. 60, I; all the cases there 
put. How much more, when the defendant doth an actual and real damage to another 
man when he is in the very act of receiving profit by his employment. Now there are two 
sorts of acts for doing injury to a man’s employment, for which an action lies; the one is 
in respect of a man’s privileges ; the other is in respect of his property. In that of a man’s 
franchise or privilege whereby he hath a fair, market, or ferry, if another shall use 
the like liberty, though out of his limits, he shall be liable to an action; though by grant 
from the king. But therein is the difference to be taken between a liberty in which the 
public hath a benefit, and that wherein the public is not concerned. 22 H. 6, 14, 16. The 
other is where a violent or malicious act is done to a man’s occupation, profession or way 
of getting a livelihood; there an action lies in all cases. But if a man doth him damage 

by using the same employment; as if Mr. Hickeringill had set up another decoy on his 
own ground near the plaintiff's, and that had spoiled the custom of the plaintiff, no action 
would lie; because he had as much liberty to make and use a decoy as the plaintiff. 
This is like the case of 11 H. 4, 47. One schoolmaster sets up a new school to the damage 
of an ancient school, and thereby the scholars are allured from the old school to come to 
his new. (The action there was held not to lie.) But suppose Mr. Hickeringill should 
lie in the way with his guns, and fright the boys from going to school, and their parents 
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would not let them go thither; sure that schoolmaster might have an action for the loss 
of his scholars. 29 E. 3, 18. A man hath a market to which he hath toll for horses sold; 
a man is bringing his horse to market to sell: a stranger hinders and obstructs him from 
going thither to the market; an action lies because it imports damage. Action upon the 
case lies against one that shall by threats fright away his tenants at will. 9 H. 7.8.21 
H. 6. 31. 9 H. 7.7.14 Ed. 4.7. Vide Raftal, 662.2 Cro. 423. Trespass was brought 
for beating his servant, whereby he was hindered from taking his toll; the obstruction is 
a damage, though not the loss of his service. 


Carrington v. Taylor, 11 East., 571, was a very similar case. The Court relying 
on Keeble v. Hickeringill held that an action would lie. Plaintiff was awarded 40 s. 
damages. 

Tarleton v. M’Gawley, Peake, 205 (1793): Plaintiffs were the owners of a ship 
called the “Tarleton,” engaged in trade with the native on the coast of Africa. She 
was lying in the harbor of Calahar on the African coast. The vessel had been fitted 
out at Liverpool with goods proper for trading with the natives. Plaintiffs also 
owned a smaller vessel, the “Bannister,” which had been sent by the captain of the 
“Tarleton” loaded with proper articles for trading to another part of the coast. 
While she was lying off Cameroon for the purpose of trading with the natives there, 
a canoe with some natives on board put off from the shore and came to the “Ban- 
nister” for the purpose of trading, and went back toward the shore. Defendant, 
master of a ship called the “Othello,” fired a shot at the canoe, hitting it and killing 
one of the natives, whereby the natives on that coast were hindered and deterred 
from trading with the plaintiffs. Lord Kenyon said (273) : 

This action is brought by the Plaintiffs to recover a satisfaction for a civil injury 
which they have sustained. The injury complained of is, that by the improper conduct 
of the Defendant the natives were prevented from trading with the Plaintiffs. The whole 
of the case is stated on the record, and if the parties desire it, the opinion of the Court may 
hereafter be taken whether it will support an action. I am of opinion it will. 


The plaintiffs had a verdict, and the parties agreed to refer the damages to arbi- 
tration. 

Clifford v. Brandon, 2 Camp., 358: This was an action for assault and false im- 
prisonment. In the year 1809, Convent Garden Theatre, London, was rebuilt. 
When it was opened to the public, the proprietors increased the price of admission 
and reserved certain of the boxes for subscribers, much to the disgust of the theatre’s 
patrons. To express their disapproval of the new order of things, the audience be- 
gan hissing and yelling, springing rattles and ringing bells, so that the noise and dis- 
order completely drowned the voices of the performers on the stage. Plaintiff in 
this action attended the play on one of these uproarious nights. He did not encour- 
age the disorder, but sat quietly in his seat. His only participation in the demon- 
stration was to place in his hat, at the request of a person in the audience, a card 
bearing the letters “O. P.” signifying “Old Prices.” On his way from the theatre 
he was arrested by a constable at the instigation of the doorkeeper and taken before 
a magistrate, but as nothing was proved against him except that he wore the placard 
in his hat, he was discharged. Sir James Mansfield, C. J., in charging the jury, said 


(368) : 


The first great question for the consideration of the jury will be, whether the plaintiff 
was instigating a riot in Convent Garden Theatre on the evening in question and then 
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they must determine, whether he was arrested while the riot continued. As to the exist- 
ence of a riot in the house, no doubt can be entertained. It appears that for a great many 
nights there were riots there of such a nature as go to put an end altogether to dramatic 
representation. I cannot tell upon what grounds many people conceive they have a right, 
at a theatre, to make such a prodigious noise as to prevent others from hearing what is 
going forward on the stage. Theatres are not absolute necessaries of life, and any person 
may stay away who does not approve of the manner in which they are managed. If the 
prices of admission are unreasonable, the evil will cure itself. People will not go, and 
the proprietors will be ruined, unless they lower their demands. But the proprietors of 
a theatre have a right to manage their property in their own way, and to fix what prices of 
admission they think most for their own advantage. It is said, if the prices asked are 
considered too high, people have a right to express their disapprobation in the tumultuous 
manner they have adopted. From this doctrine I must altogether dissent. 
a ” ” 


The private boxes furnish as little ground for violence. The house is the property 
of a certain number of individuals, to be used by them according to their own discretion. I 
conceive it quite impossible that anything which has been done by the managers in raising 
the prices, or making some of the boxes private, can be any sort of justification in point 
of law for such a disgrace to the country, and which tend to bring us back to a state of 
barbarism. If questions of this sort are to be decided by multitudes of people assembling 
tumultuously, and behaving in such a manner as to frighten decent members of society 
from going to the theatre, there will be an end of the law. It is time for the public to 
understand, that the proceedings which have lately taken place at this theatre are in a 
high degree illegal, and that all those who participate in them are liable to be punished 
severely, in proportion to their offences. These premeditated and systematic tumults have 
been compared to that noise which has been at all times witnessed at theatres in the im- 
mediate expression of the feelings of the audience upon a new piece, or the merits or 
defects of a particular performer. The cases, however, are widely different. The 
audience have certainly a right to express by applause or hisses the sensations which 
naturally present themselves at the moment; and nobody has ever hindered, or would ever 
question, the exercise of that right. But if any body of men were to go to the theatre with 
the settled intention of hissing an actor, or even of damning a piece, taere can be no doubt 
that such a deliberate and pre-concerted scheme would amount to a conspiracy, and 
that the person concerned in it might be brought to punishment. 


a * * 


The Jury, after retiring some time, found a verdict for the plaintiff, with 51. damages, 
and being pressed for their reasons, the Foreman said, they thought unanimously that the 
arrest was illegal; but some of them proceeded on the ground that the riot was over, 
and others that the wearing the letters O.P. in a theatre was not any instigation to riot. 


In the note on page 372, it is said: 


In the preceding term the Court of K.B. granted leave to file a criminal information 
against Mr. Clifford and several other gentlemen who were represented as promoting the 
disturbance in Convent Garden Theatre, for a conspiracy; but before Hilary Term, the 
managers agreed, on the new price of admission to the boxes being allowed, to reduce the 
price of admission to the pit to its former standard, to throw open to the public all the 
private boxes beyond the number which had existed in the old theatre, and to drop all the 
prosecutions which they had commenced. 

* * * 


Macklin, the famous comedian, indicted several persons for a conspiracy to ruin him in 
his profession. They were tried before Lord Mansfield; and it being proved that they 
had entered into a plan to him as often as he appeared on the stage, they were found 
guilty under his Lordship’s direction; but the prosecutor declined calling upon them to 
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receive the judgment of the Court——I have not been able to find any authentic account 
of the trial. 


Gregory v. Duke of Brunswick, 6 Man. & Cr., 205: Plaintiff was an actor and 
was to perform “Hamlet” at the Covent Garden Theatre. The declaration al- 
leged that for the purpose of ruining plaintiff and making it impossible for him 
to continue in his profession, defendant hired 200 persons to attend the perform- 
ance and “to hoot, hiss, groan and yell at and against the plaintiff, and to make 
a great noise, outcry, uproar, and riot at and against the plaintiff during his perform- 
ance of the said character on the occasion aforesaid.” 

Tindal, C. J., held that an action would lie. 

Temperton v. Russell, 62 L. J. Rep. (N. S.) 412. Lord Justice Lopes said: 


The second question in the case is with regard to inducing persons not to enter into 
contracts with the plaintiff. The question left to the jury was, Did the defendant 
maliciously conspire to induce certain persons named, and others, not to enter into con- 
tracts with the plaintiff: and were such persons thereby induced not to make such con- 
tracts? The jury answered the question-in the affirmative, and, in my opinion, it is obvious 
that they answered the whole question in the affirmative. They assessed the damages at 
200 1. That being so, the question arises whether that finding of the jury constitutes an 
actionable wrong. I think it does. I will state shortly what I take to be the law on the 
subject. The result of the authorities appears to me to be this, that a combination by two 
or more persons to induce others not to deal with a particular individual or not to enter 
into contracts with him, if done with the object of injuring him, and if injury results to 
him in consequence, is an actionable wrong. 
* * * 


The evidence in support of this part of the case was perhaps not so strong as upon 
the first head of the claim, but there certainly was clear evidence that, in two cases at 
least, persons had been induced not to enter into contracts with the plaintiff, and it was 
proved that the plaintiff's business, after the action of the defendants, fell off to a con- 
siderable extent. I think there was evidence to justify the finding of the jury, and I 
cannot say that their finding was wrong. 

For these reasons, I think that the verdict of the jury should stand, and that the 
direction of the learned Judge was a right one. I think, therefore, that the judgment in 
favour of the plaintiff was right, and that the appeal must be dismissed. 


Garrett v. Taylor, Easter Term, 18 James I., 2 Cro. Jac., 567. The report is as 
follows : 


Action on the Case. Where he was a free mason, and used to sell stones, and to 
make stone-buildings, and was possessed of a lease for divers years to come of a stone-pit 
in Hedington, in the county of Oxford, and digged divers stones there, as well as sell as 
to build withal; that the defendant, to discredit and to deprive him of the commodity of 
the said mine, imposed so many and so great threats upon his workmen, and all comers 
disturbed, threatening to mayhem and vex them with suits if they bought any stones; 
whereupon they all desisted from buying, and the others from working, &c. 

After judgment by nihil dicit for the plaintiff and damages found by inquisition to 
fifteen pounds, it was moved in arrest of judgment, That this action lay not; for nothing 
is alleged but only words, and no act or insult; and causeless suits on fear are no cause 
of action. 

Sed non allocatur: for the threatening to mayhem, and suits, whereby they durst not 
work or buy, is a great damage to the plaintiff, and his losing the benefit of his quarries 
a good cause of action; and although it be not shown how he was possessed for years, 


ee 
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by what title, &c., yet that being but a conveyance to this action, was held to be well 
enough. And adjudged for the plaintiff. 


Young v. Hichens, 6 Ad. & Ell. 51 E. C. L. 605: Plaintiff was a fisherman. He 
had cast a seine for fish and was hauling it in, having the ends only seven fathoms 
or so apart. This space he was about to close with a stop net. Defendant rowed 
a boat through this opening, frightened the fish and prevented their capture. This 
was an action of trespass—it was held that no action would lie because no special 
custom of fishery was proved, and it was not found that the plaintiff had “possession 
of the fish.” 

Lord Denman said (610) : 


It does appear almost certain that the plaintiff would have had possession of the fish 
but for the act of the defendant; but it is quite certain that he had not possession. What- 
ever interpretation may be put upon such terms as “custody” and “possession,” the ques- 
tion will be whether any custody or possession has been obtained here. I think it is im- 
possible to say that it had, until the party had actual power over the fish. It may be 
that the defendant acted unjustifiably in preventing the plaintiff from obtaining such 
power: but that would only show a wrongful act, for which he might be liable in a proper 
form of action. 


The following is a list of the countries adherent to the Union Convention: 


*+ Belgium Original member of the Union 
+Brazil Original member of the Union 
** France Original member of the Union 
*+Great Britain Original member of the Union 
TItaly Original member of the Union 
+Netherlands Original member of the Union 
*Portugal with Azores and Madeira Original member Union 
+Spain Original member Union 
*+ Switzerland Original member Union 
+Tunis Original member > Union 
1885 

1885 

tas aa ced aliC heneuneisadedahh eee May 30, 1887 
+Dutch Indies October 1, 1888 
*Surinam and Curacao 1890 
Dominican Republic 1890 
EE TTA PEELS eT 
*+Denmark October 1, 1894 
*f Japan , 1899 
0 EE EE EE EET Pe SS 
DE Wits cu chanabite pdeuibantciiaandunnn +s bint as abbas dene Sept. 7, 1903 
i a I ne Ne ne a ad Nov. 17, 1904 

, 1905 

ee Cs on vcus kocdnenneéedécesecdeuneceséaeengelie i ae 
+Trinidad and Tobago , 14, 1908 
¥ Austria . 1, 1909 
1909 

*Morocco (French Zone) , 1917 
+Czecho- Slovakia 1919 
sre eels or tee Ue a oe ed ge tee Ce Nov. 10, 1919 
Roumania ; 1920 
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BNE ve ca cnsacesetes ede dubissgtpsgetacdiatctavonemeeedan Feb. 26, 1921 


DL concneubendtghdsich shdesetcetes akebeievephe cena June 13, 1921 
RE sri et ks, Sone eS od wa amet isi aaitine aig tach ane hie ea Sept. 20, 1921 
Ce vis onte Senbetseqkses che Snepebhweenscsunsens Nov. 21, 1921 
I ic ccwcnaaee sabes abesd sees edespebbcesswtesuenncseeae June 30, 1922 
CE Candie ekc wie tenes aiknbheanhsce skal theta deaeeheened Sept. 1, 1923 
I, Sa i ee ele ad ae ane Feb. 12, 1924 
Rives teen Sec cetaeuans hindsibeeesae s enemas ated Sept. 1, 1924 
cn a catia ca cachet sh tia asc SM % astra ares anew ted avn a ose Oct. 2, 1924 
NII sae clic Nig cla Seba. 4 arent atte ste ance inde aaa Rate we eee we August 20, 1925 
tie. i ideudaeiekeciteas cokes cabeiteeeianeleel October 10, 1925 
i odd csc senrenneshcetienveweeewebs eeaeh imei December 4, 1925 
Ng in csc cdhstesdsieeseaeeshede eleeneabe’ July 27, 1925 
DEY cuecbhicusesseteeetcsutredbhobeestdecdeacesvenss wen June 14, 1933 
SE chs 6k SUbNeManek be ddedet cae cbetyabeasnceueaaenn August 12, 1933 
citi eacitvns DUeedbedeeeshiwedaedesrn keUeduensueuun August 18, 1938 
NS i cc dans den bued seeeavecbuceeeheadebsa January 16, 1941 





Inter-American Convention is effective among the following countries. Ratified 





Colombia Haiti Panama Peru 
Cuba Honduras Paraguay United States 
Guatemala Nicaragua 


TRAD-MARKS AND FOREIGN TRADE 
Stephen P. Ladas§ 
With Comments by P. J. Federico] and Walter J. Derenberg|| 


One of the most interesting features of the Lanham Act as compared with our 
previous statutes is that it contains a special title, Title 9, “International Conven- 
tions.” 

This was an idea of Edward S. Rogers. In late November, 1937, he telephoned 
me and suggested that it would be a good idea to include in the new Trade-Mark 
Act a separate chapter on International Conventions. I said that would be an excel- 
lent plan and Mr. Rogers quickly suggested that I prepare this chapter. I never 
refuse Mr. Rogers anything. Besides, this was something that really interested 
me. So on December 3, 1937, I submitted draft of a chapter that contained Sec- 
tions A to I. This is what is now Section 44 and my Sections A to I are the sub- 
sections of Section 44. Aside from certain changes in literary style to make it con- 
form to the rest of the Act, the present Section 44 is practically the text Mr. Rogers 
and I prepared in 1937, with the exception of the feature that I shall mention later. 


* Has ratified the London Amendments of June 2, 1934. 
+ Has ratified The Hague Amendments of November, 1925. 
Delivered before the Practising Law Institute, New York City, December 18, 1947. 
Chairman International Committee of the United States Trade-Mark Association. 
| Member of the Board of Appeals, United States Patent Office. 
|| Trade-Mark Counsel, United States Patent Office. 
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It was indeed the intention of those who labored on this Act, as well of Con- 
gress, to do as complete a job as possible in carrying out the stipulations of the 
International Convention to which the United States has become a party. The title 
of the Act specifically provides “to carry out the provisions of certain International 
Conventions” as one of its purposes. And the last words of Section 45 state that 
the intention of the Act is “to provide rights and remedies stipulated by treaties and 
conventions respecting trade-marks, trade-names and unfair competition entered into 
between the United States and foreign nations.” 

I propose to divide my subject into two parts and to submit, first, certain com- 
ments on Section 44 of the Lanham Act in the light of the stipulations of existing 
Conventions. 


I. Special Register for International Marks 


We may dismiss sub-section (a) with a brief remark. This provides for a special 
Register which apparently is neither the Principal nor the Supplemental Register, 
of all marks communicated to the Patent Office by International Bureaus. Inasmuch 
as the United States is not a party to the Madrid Arrangement for the International 
Registration of Trade-Marks, and we have denounced the Protocol for Inter-Amer- 
ican Registration of Trade-Marks on September 29, 1945, this provision of the 
Lanham Act seems to me to look to possible future developments and it has no 
present application. 


II. General Principles of Protection of Foreigners (Section 44 (b) and (c) and 
Article 2 of the International Convention) : 


(a) Persons Entitled to Benefits—Section 44 (b) provides that certain persons 
defined therein shall be entitled to certain rights. These persons are nationals of, 
domiciled in, or having a bona fide or effective business or commercial establish- 
ment in any foreign country which is a party to the International Convention, the 
Pan-American Convention or “any other Convention or Treaty relating to trade- 
marks, etc.,” to which the United States is a party. The only question raising any 
problem of interpretation herein is—what does the word “relate” mean with respect 
to Conventions or treaties other than the International Convention and the Pan- 
American Convention? Does this include treaties which contain provisions for the 
protection of trade-marks and trade-names, and for the suppression of unfair com- 
petition, while they relate generally to other subjects? Take, for instance, the 
Treaty of Friendship, Commerce and Navigation with China signed November 4, 
1946. This includes Article IX on the Protection of Industrial Property. It stipu- 
lates that both countries shall grant effective protection to trade-marks, trade-names 
and against acts of unfair competition. I have no doubt in my own mind that this 
treaty is one “relating” to trade-marks, trade-names and unfair competition in the 
meaning of sub-section (b). Our Government is presently engaged in the con- 
clusion of similar treaties of commerce with several other countries and these may 
contain similar provisions. 

It should be noted that sub-section (b) extends the benefits of the section only 
to the persons defined therein. How about other foreigners? Suppose a national 
of Chile (which is not a party to any Convention relating to trade-marks with the 
United States) applies for registration of a trade-mark. He cannot obtain registra- 
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tion based only on his Chilean registration. He must allege use in commerce, as 
any U. S. applicant, under the general provisions of the Act, since Section 44 is 
not applicable to him. 

(b) National Treatment and Special Rights Under Convention—Sub-section 
(b) enacts the general rule that persons entitled to the benefits of certain Conven- 


tions 


shall be entitled to the benefits and subject to the provisions of the Act to the extent and 
under the conditions essential to give effect to such Conventions. 


and then follows the provision : 
except as provided in the following paragraphs of this section. 


At this point it is particularly important to recall that the International Con- 
vention, as well as the Pan-American Convention, contains two fundamental prin- 
ciples on this subject matter : 

i. The so-called “national treatment” principle under which a foreigner is en- 
titled to the same protection as a national trade-mark owner, subject to complying 
with the provisions and requirements imposed on nationals ; and 

ii. The so-called “Convention rights” principle under which a foreigner enjoys, 
in addition, certain rights or benefits specifically provided for by the Convention and 
which may involve a derogation from the national law. 

It is these Convention rights that are described as “exceptions” in the final 
sentence in sub-section (b) and are covered by the subsequent sub-sections of Sec- 
tion 44. These shall be discussed hereafter, but we should not lose sight of the fact 
that under sub-section (b) the object is to give to the persons entitled to claim under 
the Conventions all the benefits of the Lanham Act subject to its provisions, and 
also to give such benefits “to the extent and under the conditions essential to give 
effect to such Conventions.” 

This phrase means particularly two things: 

(a) If a certain Convention does not provide for a specific benefit, for instance, 
the right of priority, the foreign applicant need not be given such right. Take, for 
instance, the Treaty with China I referred to. This does not contain a provision for 
a right of priority in favor of an applicant based on his prior application in his home 
country. We are not required, it seems to me, to grant a right of priority to a 
Chinese applicant since this would be beyond the extent required to give effect to 
such Treaty. The same is true of applicants from countries party to the Inter- 
American Convention of 1929 which does not contain provisions on a right of 
priority. 

(b) In considering the position of a foreign trade-mark owner claiming the 
benefits of the International Convention or the Inter-American Convention, we 
must always lean to such interpretation of the provisions of the Act which will give 
effect to the stipulations of the Convention, since the definite object of the Act is to 
give effect to the Conventions. 

(c) Requirement of Foreign Registration—Sub-section (c) of the Act provides 
that no registration of a mark in the United States by a person described in sub- 
section (b) shall be granted if such mark has not been registered in the country of 
origin of the applicant unless the applicant alleges use in commerce. Thus, while 
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of all United States applicants the Act requires use in commerce before an applica- 
tion may be filed, foreign applicants may register without alleging use in commerce, 
but in such case they must produce a certified copy of registration in their home 
country. The production of a home certificate is not a requirement under the Con- 
vention, but such interpretation has been given to the Convention by a number of 
foreign countries, and in any case, in several foreign countries, particularly most of 
Europe, Americans are required to produce a certified copy of home registration. 
Generally this is not a requirement for all foreign applicants, but a requirement of 
reciprocity—in other words, it is because we require foreign applicants to show that 
they have a home registration, that these countries require the same of American 
applicants. I had argued for relieving foreign applicants from this requirement so 
that our own nationals, in going to register in foreign countries, may not be re- 
quired to produce a certified copy of U. S. registration, but I was overruled. This 
is the feature of the Act which differs from my original draft of 1937. 


III. Right of Priority (Section 44 (d) and Article 4 of the International Con- 
vention ) : 

This is one of the special rights provided by the Convention and which is being 
given effect to by sub-section (d) of Section 44. A foreign applicant who files in 
his country of origin, may, within six months, file for the same mark in the United 
States and shall be given the benefit of his foreign filing date. ( I perceive no dif- 
ference between the Convention stipulation and the provision of sub-section (d). 
The sub-section does not explicitly require the filing of a certified copy of the for- 
eign application, but in view of sub-section (c) this is certainly to be filed, Rule 7 
(9) of the Patent Office provides that the certified copy must be filed before registra- 
tion is granted in the United States and, so long as it is not filed, registration will 
not be granted. 

Suppose the foreign application, on which the right of priority is based, is ulti- 
mately rejected. What becomes of the U. S. application? In view of sub-section 
(c), the mark cannot be registered in the U.S. The only course of action possible 
for such applicant is to abandon the application and file a new one alleging use in 
commerce, in which case he may register without the benefit of home registration. 


IV. Registrability of Foreign Marks in Principal or Supplemental Register: 


Article 6 of the International Convention provides for the so-called “validation” 
of trade-marks registered in the country of origin. That is, a mark which is reg- 
istered in the country of origin, the article says, must be accepted for registration 
in the other countries party thereto as is (telle quelle), subject to the exceptions 
enumerated in Article 6. Sub-section (e) of Section 44 purports to carry out this 
stipulation of Article 6. It provides that a mark, duly registered in the country of 
origin of the foreign applicant, may be registered on the Principal Register, if 
eligible, otherwise on the Supplemental Register. Sub-section (e) does not deal 
with the exceptions of Article 6 of the International Convention. What are these 
exceptions? Registration may be denied of the following : 

(i) Marks which infringe rights of third parties. 

(ii) Marks contrary to morality or public order. 
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(iii) Marks having no distinctive character and which are deemed to be of two 
kinds: (a) descriptive or geographical terms; (b) terms which have become com- 
mon in the current language or trade. 

Exception (i) is provided for in sub-section (d) of Section 2 of the Act. Excep- 
tion (11) is covered in sub-section (a) of Section 2 of the Act. Exception (iii) 
is covered by sub-section (e of Section 2. 

It will be noted, however, that surnames are not excluded by Article 6 of the 
Convention, but they are unregistrable under Section 2, sub-section (e) of the Act. 
Also, it will be recalled the registration in the Principal Register under Section 2, 
is limited to a “trade-mark,” and under the definition of Section 45, a trade-mark 
includes ‘‘any word, name, symbol or device of any combination thereof.” The ques- 
tion was discussed in previous lectures here whether a distinctive bottle used to 
identify and distinguish the goods of a manufacturer from those of others is a 
“device” under this definition and therefore registrable on the Principal Register. 
Opinion appears to be divided on this point. My own submission would be, a device 
should be broadly construed as including, as Webster’s says: “anything ingeniously 
and fancifully designed” to identify and distinguish the product of a manufacturer, 
and an original or distinctive bottle may be that. If the opposite should be main- 
tained, then we have another case, in addition to surnames, where a foreign appli- 
cant may have a registration of a distinctive bottle in his own country and requires 
a registration in the U. S. Patent Office. 

In this connection, I wish first to point out the following. If it is a question of 
carrying out a stipulation of the Convention, the answer is not whether or not our 
Act prohibits such registration. The precise issue came up a few years ago in 
Austria where under the law bottles are not registrable as trade-marks and the 
Patent Office refused registration of a French trade-mark consisting in a distinctive 
liquor bottle on this ground. On appeal, the Supreme Administrative Tribunal of 
Austria had this to say: 


It is a juridical error to ask, in considering whether a mark or sign registered as a 
trade-mark in a country of the Union should be protected in Austria, whether such mark 
or sign may be a trade-mark according to the Austrian law and to permit international 
law to interfere only if the answer is in the affirmative. It is one of the bases of the 
International regulation not to let each state examiner, according to its own law, the 
character of a trade-mark. The Convention of Union contains an international regula- 
tion of trade-marks complete in itself, forming an independent whole, to which the national 
law of each country of the Union must yield, and according to which the law of the 
country of origin is decisive on the question of the things which may be used as trade- 
marks. 


The theory of the above Austrian decision does not express our constitutional 
theory which I shall discuss a little later here. I mention the decision merely to 
indicate what the effect of the stipulation of Article 6 of the Convention is: the 
object was to internationalize, so-to-speak, the status of a trade-mark, to validate 
such marks throughout the Union, subject to the three exceptions I mentioned 
previously. In other words, it is stipulated in the Convention that when a foreign 
trade-mark owner comes to another country with a registration in his home country for 
his trade-mark and such mark is not contrary to morality and public order ; if it does 
not infringe prior rights in the country where he seeks registration and protection; 
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if it is not descriptive or geographical and is not common to the trade—then the 
foreign trade-mark must be granted registration and protection although it is a 
trade-mark that by virtue of a certain definition of marks in the country in question, 
such a mark would not be ordinarily registered and protected. There is an abund- 
ance of decisions in countries party to the Convention enforcing this stipulation of 
the Convention. And what is the reason for this stipulation? Simply a recognition 
of the international character of a trade-mark. It was thought that once a person 
had adopted and registered a trade-mark in his home country and built up his good- 
will around such mark, and carries on international trade under such mark, he 
should not be compelled to adopt a different mark for each country to comply with 
such country’s conception of what a trade-mark is so long as third parties’ rights 
therein are not infringed, so long as its public order is not affected, and so long as 
the freedom of trade and industry is not restrained by monopolizing something which 
is commonly used in such trade or industry. 

The Lanham Act, recognizing the fact that the United States is required under 
Article 6 of the Convention to admit to registration and protection marks registered 
in other countries of the Union, provides that such marks may be registered in the 
Principal Register, if eligible, otherwise on the Supplemental Register. If we 
should lean to a narrow interpretation of the definition of trade-marks registrable in 
the Principal Register so that the words “symbol or device” may not include a dis- 
tinctive package or bottle, we must then consider whether the stipulation of the 
Convention is carried out when such marks, surnames, bottles, etc., are refused 
registration on the Principal Register but are granted registration on the Supple- 
mental Register. Before answering this question, let us remember that Article 6 
of the Convention stipulates that a mark duly registered in the country of origin of 
the applicant shall (a) be admitted to registration; and (b) protected in the other 
countries. This raises immediately the question: Is a trade-mark registered on the 
Supplemental Register protected in the United States in the meaning of the Con- 
vention? 

In this connection, it will be recalled that marks on the Supplemental Register 
are deprived of important attributes of a trade-mark on the Principal Register : 

(a) They do not become incontestable under Section 15. 

(b) They are not constructive notice under Section 22. 

(c) They do not create a presumption of validity or ownership under Sec- 
tion 33. 

(d) They may not, of themselves, form the basis of an opposition or cancella- 
tion under Sections 13 and 14. 

(e) They may not be used to stop importation of infringing merchandise under 
Section 28. 

However; marks on the Supplemental Register enjoy the following attributes : 

(a) They may not cited by the Patent Office, I assume, as registered trade-marks 
under Section 2 (d) (since this refers to a “mark” registered in the Patent Office 
and not a “trade-mark”). However, no interference is declared under Section 16. 

(b) They enjoy the remedies against infringements under Section 32. 

(c) They may be licensed under Section 5 and assigned under Section 10. 

(d) They can use the notice of registration provided for in Section 29, at least 
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as | interpret this section. In other words, marking is not mandatory but is per- 
missive. 

(e) And particularly they may, as I shall attempt to argue later here, be re- 
registered subsequently on the Principal Register. 

Does this condition indicate that the marks are protected when registered on the 
Supplemental Register ? 

In an address in Canada, my very good friend, Dr. Derenberg, has done his 
best to minimize the value of registration on the Supplemental Register. He calls 
such marks “pseudo trade-marks.’’ He advised Canadian applicants not to be satis- 
fied with registration on the Supplemental Register and that they “should not be 
lulled into a false sense of actual trade-mark protection in the United States.” He 
characterized registration on the Supplemental Register as being “really hybrid 
registration” from the point of view of trade-mark protection. He lauded a Canadian 
decision which held, a few years ago, that a 1920 Act registration of the trade-mark 
“Tenderized” was not acceptable as sufficient evidence of registration in the country 
of origin under the International Convention (Albany Packing Co. v. Registrar of 
Trade-Marks, 1940, 30 T.-M. R. 605), and concluded that registration on the 
Supplemental Register ‘should not lead any foreign applicant to the erroneous 
conclusion that through such registration he will be granted effective trade-mark 
protection.” 

If the above statements are correct, two conclusions may have to follow : 

(a) Foreign countries may refuse to register American trade-marks based on 
registrations in the United States obtained on the Supplemental Register, on the 
ground that Article 6 of the Convention does not apply to such “pseudo registra- 
tions.” 

(b) Foreign applicants, coming to the United States with a registration in their 
own country, may refuse to accept registration on the Supplemental Register and 
insist on registration on the Principal Register, since under Article 6 of the Conven- 
tion the foreign registered trade-mark must not only be admitted to registration, 
but also protected in the United States. 

But are the above strictures on registration on the Supplemental Register really 
correct? I submit that they are not, or at least, that they need not be if the Patent 
Office and the Courts will so interpret the Act that registration on the Supplemental 
Register will be granted sparingly and conservatively, rather than liberally. I think 
the Lanham Act provides the tools for such interpretation. 

Section 23 specifically provides for registration on the Supplemental Register of 
marks which are “capable of distinguishing the applicant’s goods or services.” 
Please note that under the Act of 1920 there was no requirement that the mark 
must be capable of distinguishing ; all marks not registrable under the Act of 1905 
and in bona fide use for not less than a year, could be registered under the Act of 
1920. Indeed, the notion of “capable of distinguishing” is a new notion under our 
law. And we may wish to explore it somewhat by referring to the British law. 
Indeed, this is an expression used in the British Trade-Mark Act as a requirement 
for registration in Part B of the Register in Great Britain where the same words 
“it must be capable, in relation to the goods in respect of which it is proposed to be 
registered, of distinguishing ... .’” Section 10 of the British Act of 1938 further pro- 
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vides “in determining whether a trade-mark is capable of distinguishing, as aforesaid, 
the Tribunal may have regard to the extent to which: 

(a) a trade-mark is inherently capable of distinguishing ; and 

(b) by reason of the use of the trade-mark, or of any other circumstances, the 

trade-mark is, in fact, capable of distinguishing.” 

The Patent Office and the Courts in England have developed quite definite 
standards of registrability in Part B, and a mark descriptive or geographical, or a 
surname, is not admitted to registration in Part B without some persuasive showing 
that the mark is capable of distinguishing the goods of the applicant. 

It is true that we cannot be guided by these standards generally because the 
English statute does not contain a separate definition of trade-marks registrable in 
Part B as our Act does for registrations on the Supplemental Register, but it is also 
true that registrations in Part B of the Register do not become incontestable in 
England the same as registrations on the Supplemental Register nor does a registra- 
tion in Part B grant a prima facie exclusive right to use, and it is always open to 
a defendant to establish that the use of which the plaintiff complains is not likely to 
deceive the public as to origin—which is similar to the position in a passing-off 
action. 

Yet, because of the conservative attitude of British Tribunals in granting reg- 
istrations in Part B of the Register, registrations are protected fairly well against 
infringements. 

I wish to refer, for instance, to the decision of the High Court of Justice in the case 
Bale & Church Ltd. v. Sutton, Parsons & Sutton (1934, 51 R. P. C. 129). The 
plaintiff in that case had registered the trade-mark “Kleenoff” in Part B of the 
Register in respect of a cleaning compound and the defendant began using the 
trade-mark “Kleenup.”” The lower Court and the Court of Appeals found for the 
plaintiff. It was conceded that registration in Part B of the Register did not prevent 
the defendant from challenging the validity of the registration, but the Court held 
that unless the exclusive right of the plaintiff in the Part B registration is chal- 
lenged, the test of infringement is the same and that, under the circumstances, the 
defendant in this case had not established that the use of his mark was not such 
as to lead to the belief that his goods were not goods manufactured or selected 
by the proprietors of the registered mark. 

I wish further to submit that we may argue that the real meaning of registration 
on the Supplemental Register is this: 

(A) To place on record marks of category (e) of Section 2. It will be recalled, 
indeed, that Section 23 excludes from registration on the Supplemental Register 
marks of sub-sections (a), (b), (e) and (d) of Section 2. In other words, reg- 
istration will be granted on the Supplemental Register of marks which may be 
merely descriptive; words which are primarily geographical terms; and words 
which are primarily merely surnames. These three categories of marks may be 
admitted to-registration on the Supplemental Register if they are capable of dis- 
tinguishing the applicant’s goods. I would urge in this connection an interpreta- 
tion which is essentially this: the definition of trade-mark registrability on the Prin- 
cipal Register is that it must “identify the applicant’s goods and distinguish them 
from those manufactured by others.” The definition of a mark registrable on the 
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Supplemental Register is that it must be “capable of distinguishing the applicant’s 
goods.” The difference is that marks registrable on the Supplemental Register are 
not capable, per se, of identifying the goods of the applicant because the mark, for 
instance, is primarily descriptive, or primarily geographical, or primarily a sur- 
name. But if such mark is used exclusively by the applicant, it may be capable of 
distinguishing his goods. The Declaration, called for by the Rules, to be filed by an 
applicant for registration on the Supplemental Register is identical with the Dec- 
laration for registration on the Principal Register in this: the applicant must state 
that ‘‘no other person to the best of his knowledge and belief has the right to use 
such mark in commerce.” Thus, although Section 23 does not in terms speak of 
exclusive use by the applicant (the words used are: “which have been in lawful 
use in commerce by the proprietor thereof”), this is doubtless the meaning of the 
Act. 

(B) To place on record marks which do not fit the definition of a trade-mark 
under Section 45, i.e., which are not a word, name, symbol or device or com- 
bination thereof. This definition is merely our traditional conception of a technical 
trade-mark under our common law. The Act provides for registration on the Sup- 
plemental Register of such marks as labels, packages, slogans, numerals and com- 
binations thereof. Our common law theory is that these marks were protected 
under the law of unfair competition wherever it could be shown that they have 
acquired a secondary meaning, /.e., they have come to identify the claimant’s goods. 
The intention of the legislature was to place these marks on the Register in advance 
of their having achieved the status of secondary meaning marks and with the expec- 
tation that if their use is continued, they may achieve such status. 

(C) It follows from the above that if this status has in fact been reached, such 
marks may be placed on the Principal Register under Section 2 (f). 

I respectfully disagree with the interpretation that Section 2 (f) must be deemed 
to apply only to “trade-marks” as defined in Section 45 and not to marks as defined 
in Section 23, for the following two reasons, one of technical interpretation and one 
of general legislative intent: 

(1) While it is true that Section 2 begins with the words “No trade-mark by 
the goods of the applicant may be distinguished . . . .,” the provisions of the 
section are made equally applicable to service marks, collective marks and certifica- 
tion marks by the language of Sections 3 and 4. Furthermore, it is not only sub- 
section (f) of Section 2 that uses the word “mark.” “Mark” rather than “trade- 
mark” is also used in sub-sections (d) and (e). “Mark” is defined in Section 
45 as including, but not limited to any trade-mark, service mark, collective 
mark or certification mark whether registered or not. Thus, a package, even though 
it may not be a “device” within the meaning of the definition of “trade-mark,” if 
it is capable of distinguishing, it is a “mark’”’ registrable under Section 23. Now the 
rule of Section 27 is absolute, general and without limitation : “registration of a mark 
on the Supplemental Register shall not preclude registration by the registrant on 
the Principal Register.” I do not think that we are warranted in reading any 
limitation to this general rule of the Act. In other words, I maintain that Section 
2 (f) must be read in the light of the general rule of Section 27. 

(2) It is clearly apparent from the legislative theory of the Act that one of 
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the underlying purposes was to make registrable all marks protectable at common 
law. If the intent of the Act is to be realized, marks of the category we are dis- 
cussing must be registrable in the same manner and with the same effect as are 
words, symbols, pictures, etc. 

I can see no justifiable policy to be served by a different interpretation. There 
is no reason why a mark which has reached the status of a secondary meaning 
mark should not go on the Principal Register, whether such mark is a trade-mark in 
the narrow technical sense, or in the broad unfair competition law sense. This is 
precisely what the British law is; any mark registered in Part B of the Register 
may be re-registered in Part A, if it has, in fact, become distinctive of the goods of 
the applicant. 

While I urge the above submissions as a proper interpretation of Supplemental 
Register registrations, I also trust that this may be a way of properly complying 
with the stipulation of Article 6 of the Convention. Indeed, we may thus enable 
an American applicant in a foreign country who seeks to register there a trade-mark 
based on registration in the Supplemental Register to say that his mark is not a 
“pseudo mark” but merely a mark of a special category under the law of the United 
States which is only provisionally on the Supplemental Register. Likewise, to a 
French applicant who protests that his bottle, if admitted to registration only on 
the Supplemental Register, is not duly protected, we may state that such registra- 
tion gives it the status of a registered trade-mark. 


V. Protection of Prior User Rights 


Article 6 bis of the Convention provides that a foreign trade-mark owner's 
trade-mark, well known in the country, shall be protected against registration of an 
infringing mark provided cancellation proceedings are filed within three years from 
the date of the infringing registration, or at any time in case of fraud. The stipu- 
lation is carried out by Section 14 of our Act. 


VI. User of Foreign Trade-Marks 


Article 5 of the International Convention provides that, if in a certain country 
the use of a registered trade-mark is compulsory, the registration cannot be can- 
celled except after an equitable term and provided the interested party does not 
justify his non-user. This stipulation is carried out by the Act, insofar as Section 
8 is concerned, which requires an affidavit of use or justifiable non-use next preced- 
ing the expiration of six years from registration or publication under Section 12 (c). 
I have some difficulty with Section 9, because the provisions for the filing of an 
affidavit under this section do not allow excuse of non-user as Section 8 does. In 
other words, when a foreign applicant files an application for renewal he must neces- 
sarily show by an affidavit that his mark is still in use in commerce. He cannot 
submit an affidavit excusing his non-user. Yet Article 5 of the International Con- 
vention says that the owner of a mark may always justify his non-user, in the case 
of action for cancellation. 

I suppose “‘still in use” means use at the time of making the affidavit. The for- 
eign applicant may well have been prevented for some time from using his mark 
in commerce with the United States, for instance, because of prohibition of exports 
of the particular products from the foreign country. Article 5 of the Convention 
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purports to protect the registrant particularly in such cases. Foreign laws provide 
in such cases for an excuse of “force majeur.” If such excuse is not to be read in 
the provision of Section 9, the foreign trade-mark owner’s only way out is to make 
a nominal shipment to the United States in order to be able to make the affidavit. 


VII. Independence of Trade-Mark Rights 


Sub-section (f) carries out the stipulation of Article 6 (D) of the International 
Convention which provides that when a mark has been duly registered in the country 
of origin and then in other countries, it shall be independent of the mark in the 
country of origin, provided it conforms to the national law of the particular country. 
This is precisely what sub-section (f) provides. 


VIII. Assignments and Licenses 


The Convention contains provisions on assignment of trade-marks and use by 
related companies. Article 6 quarter has a limited effect only. It provides that the 
transfer of the trade-mark with the good-will in the particular country will suffice 
and it is not necessary to transfer the good-will in the country of origin or other 
countries. This has always been so under our law and certainly Section 10 of the 
Lanham Act removes any doubt as to the position. The provisions of the Con- 
vention on use of trade-marks by related persons in Article 5 (C) (3) authorizes the 
simultaneous use of trade-marks by related establishments provided such use does 
not result in misleading the public and is not contrary to public interest. Section 5 
of the Lanham Act is thoroughly in agreement with this stipulation. 

I need barely mention other stipulations of the Convention which are carried 
out by the Lanham Act, such as Article 7 bis providing for the registration of asso- 
ciation trade-marks, Article 8 for the protection of trade or commercial names, 
and Article 10 bis for protection against acts of unfair competition. Sub-sections 
(g) and (h) of Section 44 carry out the provisions of the Convention on trade- 
names and unfair competition. Also, I may mention here that Articles 42 and 43 
of the Lanham Act carry out the provisions of Articles 9 and 10 of the Conven- 
tion for prohibition of importation of goods bearing infringing marks or names, or 
false designations of origin. 

Mr. Rogers in his last lecture indicated the significance of sub-sections (h) and 
(i) of Section 44 from the point of view of unfair competition law enforceable by 
the Federal Courts. I fully share his views that the Lanham Act, by virtue of these 
provisions, has changed the situation created by the Erie Railroad v. Tompkins 
case. I may be permitted to quote what I wrote to Mr. Rogers on December 3, 
1937, in submitting the draft which became Section 44: 


These provisions have the effect of placing trade-names and unfair competition under 
Federal control when in commerce within the control of Congress. I submit that this 
could be done directly insofar as interstate commerce is concerned, and it may be done 
thus indirectly in a provision extending rights to foreigners and then securing the same 
benefits to American citizens and residents as to foreigners. 


I shall conclude with one final remark on the relations between the Lanham Act 
and International Conventions. Our constitutional rule is clear that treaties and 
Acts of Congress (made in pursuance to the Constitution) are equally the supreme 
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law of the land and the Courts are bound to enforce them, and that as between a 
treaty and an Act of Congress the later in time prevails. 

Accordingly, if there is a clear conflict between an earlier treaty and a subsequent 
statute, it is the statute that prevails. However, the Courts have said that a clear 
intent of Congress to “abrogate” the treaty is required for the Courts to disregard 
a treaty stipulation. There is otherwise a presumption against the existence of a 
conflict between provisions of a statute and stipulations of a treaty. 

In the case of the Lanham Act, the evidence is overwhelming that the object of 
Congress was to effectuate the stipulations of the Conventions. Under the circum- 
stances, it seems to me that whenever we are confronted with two possible interpreta- 
tions of a provision of the Lanham Act, we must choose the one which will give 
effect to the International Convention rather than that which contravenes its stipu- 
lations. 

On the other hand, should the United States adhere to future treaties or should 
the existing Conventions be revised as to incorporate stipulations which are not in 
agreement with the Lanham Act, the conclusion must be, under the same principle 
alluded to above, that the Convention must prevail so far as its provisions are such 
that they contain a rule of law enforceable by the Courts. Any doubt as to this 
may now be deemed to have been set at rest by the decision of the Supreme Court 
in Bacardi v. Domenesh in 1940 (311 U. S. 150). 


American Trade-Marks Abroad 


No Trade-Mark Infringement in Foreign Countries Without Registration 


At the outset of any discussion of problems confronting American trade-marks 
in foreign trade, we may as well start from one basic consideration: there is no pro- 
tection for unregistered trade-marks abroad as we know it under our common law. 
It is true that our own law, under the Lanham Act, has undergone certain changes, 
particularly in view of the constructive notice provision of Section 22 and the incon- 
testability provisions. Subject, however, to these limitations and to the procedural 
advantages granted by registration under the Act, the basic fact is that you can go 
before a Court in the United States and seek the same protection for an unregistered 
trade-mark as you do for a registered trade-mark, since substantive rights in trade- 
marks are derived from common law. 

Outside the United States and its territories and possessions the position is dif- 
ferent. The American owner of a trade-mark who has not registered such mark 
cannot go before the Courts in a foreign country to sue for infringement of his 
unregistered trade-mark. Trade-mark infringement exists only with respect to reg- 
istered trade-marks. If the American trade-mark owner is confronted with an in- 
fringement, he must first proceed to register his trade-mark and then sue for in- 
fringement. 

This does not mean, of course, that the owner of an unregistered trade-mark 
has no protection at all. He may sue for “passing-off” in a British country, or he 
may sue for unfair competition in those non-British countries where the law pro- 
vides for such action. In any case he has no locus standi in any country where 
there is no law of unfair competition—for instance, in most of the Latin American 
Republics, in China, Persia, Turkey, Liberia, and a number of other countries. 
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Perhaps we should say a word on the “passing-off” action in British countries 
and on the unfair competition law in other countries. 

(1) In British countries unregistered-trade-marks are protected only by a passing- 
off action. The principle of the law of passing-off is that no person can misrepresent 
that his goods and his business are the same as the goods and the business of an- 
other. The issue, then, is whether the defendant’s misrepresentation is such as is 
likely to deceive or mislead the public into believing that his goods and his busi- 
ness are those of the plaintiff's when they are not. The plaintiff not only must 
establish his title to the trade-mark by adducing evidence of prior use, but he must 
also show public use of the mark for such time and in such manner that the goods 
have become known in the market by such mark. The onus is also on him to prove 
that the use by the defendant is likely to enable him to pass off his goods as those 
of the plaintiff. In other words, it is not enough for the plaintiff to show unauthor- 
ized use of his mark by the defendant because such use, per se, does not prove that 
the defendant is passing off. British Courts may find in a case where the mark of 
the plaintiff is not well known in the market and where the defendant has clearly 
shown his own origin of the products by affixing on the goods his name, that there 
is no likelihood of passing off. 

(2) In civil law countries, particularly in Europe, there is available unfair com- 
petition law protection. However, we must distinguish between two groups of 
such countries: those which have a broad law of unfair competition like our own 
and those which have special legislation on the suppression of certain acts of unfair 
competition. In the first category belongs particularly France, where the Courts 
have built up with remarkable adaptability through the years a full body of unfair 
competition law which is case law like ours, based on a single Article of the Civil 
Code, Article 1382, which provides that a person shall be liable for all damage 
caused to another by his acts, or his negligence or imprudence. Equivalent pro- 
visions exist in the Belgian, Italian, Dutch and Swiss Civil Codes and a body of case 
law on unfair competition has been developed, although not complete in some of 
these countries, particularly in Italy. 

Germany and other countries in Europe, such as Austria, Hungary, Greece, 
Czechoslovakia, Denmark, Sweden, Norway and Spain, have adopted special leg- 
islative acts for the suppression of unfair competition. In many of these acts there 
is no general rule such as exists, for instance, in the German unfair competition law 
of 1909 prohibiting any acts of competition contrary to honest practices. The act 
enumerates specific acts of deceptive or unfair conduct, such as unfair advertising, 
interference with contracts, discrediting the goods or business of a competitor, acts 
causing confusion with the name of another, copying of labels or packages, etc., 
which are specifically prohibited. 

In other words, in these countries there are in effect two different compart- 
ments of law—one for trade-marks and another for unfair competition—which is 
contrary to our conception of the trade-mark law as being part of the broader unfair 
competition law. The result is that trade-marks themselves are only protected 
against infringement or misappropriation under the trade-mark Registration Act, 
while other acts of unfair competition are protected by the special Acts. 
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Protection of Prior User Against Infringing Registration 


Heretofore we considered the position of the owner of an unregistered trade- 
mark seeking protection against infringement of such trade-mark by another. Sup- 
pose, however, the second person not only uses or imitates the unregistered trade- 
mark of the prior user, but he also applies for registration of such mark in his own 
. name, or obtains such registration. What are the rights of the prior user who may 
wish to oppose such application or to cancel the registration of the infringing mark? 

On this point we have a great variety of foreign laws, but we can conveniently 
group them as follows: 

(A) In British countries generally, prior use enables cancellation of an infring- 
ing registration or opposition against an application for an infringing mark. It 
should be noted, however, that a registration in such countries becomes conclusive 
after five to seven years (depending on the country) so that if no action is taken to 
cancel such an infringing registration within this term, the prior user is ordinarily 
without remedy. 

(B) In the following countries, there is no opposition procedure so that prior 
use, though recognized, cannot be availed of before the Patent Office, and the prior 
user must bring Court proceedings, which may be costly and lengthy proceedings, 
if the defendant puts up a defense : 
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Austria Dutch East Indies Jugoslavia Roumania 
Belgium Dutch West Indies Lebanon Sweden 
Czechoslovakia France Tunis Switzerland 
Denmark Holland Morocco Syria 
Dominican Republic Hungary Norway Turkey 
Dutch Guiana Italy Poland 





(C) In the following countries, opposition procedure is available, but the law 
makes special requirements of the prior user in order to succeed in an opposition : 


Brazil—The mark of the prior user must be well known to the trade. 

Chile—Prior use of more than a year is required of the opposer. Prior user has no 
right of cancellation. 

Colombia—Prior use of three years is required. 

Cuba—A prior user cannot oppose under the law. However, he can cancel an infring- 
ing registration within the term of four years by a Patent Office proceeding. 

Japan—Opposer must show that the mark has been extensively used in the country 
and is well known to the trade. 

Mexico—There is no opposition procedure. The prior user may institute cancellation 
before the Patent Office within three years from date of infringing registration. 

Portugal—lf prior use has continued for more than six months, and the prior user 
failed to apply for registration, he is disqualified from opposing. 
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((D) In Spain a recent degree required that all trade-marks used to distinguish 
products of any nature should be registered before July 1, 1947. 

(E) In Canada, the position is peculiar. The person who first used or made 
known the mark in Canada is fequired to register within six months. If he fails to 
do so, and another person with less than six months’ use applied for registration, 
registration will be granted to him, rather than to the prior user, although he was 
the first applicant. 
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It was held in Canada Crayon Co. Ltd. v. Peacock Products, Ltd. (1932) Exch. 
C. R. 178, that in view of the prior user’s failure to register, his prior use of the 
trade-mark was immaterial and the subsequent user’s registration could not be dis- 
turbed on this ground. The case was followed recently in Fine Foods of Canada 
Ltd. v. Metcalfe Foods Ltd. (1942) 2 Fox Pat. C. 113, 202. The Supreme Court 
of Canada has not yet passed on this question. 

(F) In the following countries the prior user may oppose pretty much the same 
as in the United States: 


China Nicaragua Philippines Uruguay 
Egypt Panama Puerto Rico Venezuela 
Guatemala 


(G) In the following countries prior use gives no rights against a prior appli- 
cant or registrant : 


Argentina Ecuador Haiti Peru 
Bolivia Finland Paraguay Salvador 
Bulgaria Germany Iran (Persia) ou. a & Mm 
Costa Rica Liberia 


Dependence of Foreign Registration on United States Registration 


When the American trade-mark owner has obtained registration for his trade- 
mark in foreign countries, certain problems arise particularly under the new Lan- 
ham Act, in view of the dependence of the foreign registration on the U. S. Patent 
Office registration. This arises from the fact that in many foreign countries an 
American trade-mark owner cannot obtain a registration for his trade-mark unless he 
files a certified copy of his U. S. registration. May I refer to the following problems : 

(a) Many American trade-marks are registered in foreign countries based on 
registrations obtained in the United States under the 1920 Act. Section 46 (b) 
of the Lanham Act provides that registrations now existing under the Act of 1920 
shall expire on January 5, 1948, if they are more than 20 years old on that day, 
or at the end of 20 years. Owners of registrations under the Act of 1920, taking 
advantage of the provisions of the Lanham Act, are now seeking to register such 
marks on the Principal Register of such Act and are disposed not to renew the old 
registrations under the Act of 1920. Will the new registration of the marks in 
question on the Principal Register of the Lanham Act, be sufficient to prevent the 
expiration or lapse of foreign registrations based on such 1920 Act registrations? 
The answer to this question is “No.” The continued existence and/or renewal of 
the foreign registration is dependent upon the continued existence of the basic 
U. S. registration under the Act of 1920. Therefore, it is essential for such trade- 
mark owners, while seeking to re-register their trade-marks on the Principal Register 
of the Lanham Act, to also renew on the Supplemental Register their registrations 
under the Act of 1920 by alleging that renewal of the registration under the Act of 
1920 is necessary for the purpose of maintaining foreign registrations, as Section 
46 (b) permits. I wish to refer to a few countries where the problem is definiely 
important. In Cuba, the Act provides that where the Cuban registration is based 
on a U. S. registration, it is necessary to deposit in the Cuban Patent Office proof 
of the renewal of the basic U. S. registration within one year from the date on 
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which the basic registration was due for renewal. This has nothing to do with, 
and is separate from, the necessity of renewing the Cuban registration itself. 
Failure to renew the 1920 Act registration in the United States may cause the 
lapse of the Cuban registration. 

In Greece, Honduras and Panama the law is the same as in Cuba, except that 
you do not even have the term of one year within which to deposit proof of the 
renewal of the U. S. registration. 

On the other hand, in Haiti and the U. S. S. R. the local registrations are due 
for renewal each time the U. S. registration is renewed. I have recently cir- 
cularized many of our foreign associates on the effects of not renewing an Act 
of 1920 registration, and our associates in many foreign countries advise that the 
local registration of the American mark may be attacked and may be declared 
lapsed if it is shown that the basic U. S. registration has expired. 

(b) Whenever foreign registrations are based on registration in the U. S. 
Patent Office under the Act of 1905, the following things may occur: 

(i) A re-registration of such trade-mark may be obtained on the Principal Reg- 
ister under the Lanham Act to replace an old registration under the Act of 1905, 
or the Act of 1881, because the old registration contained a disclaimer and it is 
desired to obtain a new one without such disclaimer. In such cases, trade-mark 
owners must, nevertheless, renew the old registration, if such registration has 
formed the basis of foreign registrations for the reasons indicated above. 

(ii) Registration under the Acts of 1881 or 1905 may be republished under 
Section 12 (c) of the Lanham Act. Republication preserves the old number and 
date of registration, and therefore no problem arises in foreign countries. However, 
under Section 12 (c) the application for republication must be accompanied by an 
affidavit setting forth the goods stated in the registration for which the mark is in 
use in commerce. Suppose the affidavit alleges use of the mark only on some of the 
goods covered by the registration? I do not understand that republication means 
that.the mark ceases to be protected with respect to the goods not covered by the 
affidavit, but when the republished mark comes up for renewal it will be renewed 
only for the limited description of goods. The question arises what is the effect of 
this on the foreign registrations based on such republished marks. 

I am inclined to think that, so long as the registration number and date remain 
unchanged, the foreign registration is not affected, but possibly if the renewal is 
granted for a limited description of goods, then in the foreign country where the 
renewal certificate will be filed, the renewal may likewise be limited as to goods. 

(iii) Renewal of a registration under Section 9 requires the filing of an affidavit 
that the mark is still in use. Suppose the mark as used in commerce at the time of 
renewal, varies from the mark as registered, so that, for instance, certain elements 
of a label or carton are not used any longer: I do not know whether the Patent 
Office will hold that a certificate of “still in use” is acceptable if the mark, as used, 
is substantially the mark as registered. But suppose the office will not so hold 
and will require the registrant to re-register for the new form of mark: Will the 
registrant nevertheless be permitted to renew the old registration because it serves 
as a basis for maintaining foreign registration? If not, we will have the curious 
situation where the owner of a registration under the 1920 Act may renew his reg- 
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istration for the purpose of maintaining foreign registrations, but the owner of a 
registration under the 1905 Act may not do so. 

It is possible to suggest that Section 9 permits the interpretation that when the 
essential distinctive elements of a trade-mark are still in use, renewal should be 
granted, although the mark in actual use is varied. Unless this position is accepted 
the applicant for renewal would have to re-register the trade-mark and, in such case, 
the foreign registrations, in a number of countries, may lapse. 


Registrability in Foreign Countries 


In a very large number of foreign countries, the trade-mark laws are more liberal 
than our own as to what may be validly registered as a trade-mark. On the other 
hand, in a number of countries, particularly British, the requirements of registrabil- 
ity are much stricter than ours. The Lanham Act has adopted certain elements of 
British Law which tend to modify the strictness of the law on registrability. 

(a) If the mark has been extensively and long enough used, so that the trade 
comes to recognize such trade-mark as identifying the goods of the trade-mark 
owner, registration will be granted in British countries for an otherwise unreg- 
istrable trade-mark. We have adopted this in Section 2 (f) of the Lanham Act. 

(b) The principal British countries have two parts of the Register of Trade- 
Marks: Part A and Part B. You can get a registration in Part B if you cannot 
register in Part A, and this will not prevent you later from applying in Part A. This 
is equivalent to the Lanham Act’s provisions on the Principal and Supplemental 
Register, but I have pointed out the difference from our Act earlier here. 

(c) If you are compelled to enter a disclaimer for a portion of your trade-mark 
in British countries, this disclaimer does not act as an estoppel, and when that por- 
tion of your mark has acquired distinctiveness, you may obtain a new registration 
without a disclaimer. This is also provided in our present law. 

(d) The British law has long provided for concurrent registrations in the case 
of honest concurrent user. And we have now incorporated this system in our 
Trade-Mark Act. 

If you have obtained a registration in Part A of the Register in England without 
evidence of distinctiveness, it is pretty sure that you may obtain a similar reg- 
istration in other British countries, in the sense that the decision of the British 
Registrar has a great persuasive effect on the Registrars in other British countries. 

This brings me to the question of anticipation. We must bear in mind today 
that adoption of a new mark which can be used in all foreign countries, or registered 
in all such countries, without trouble on account of previous use or registration of 
a similar mark by another person, has become exceedingly difficult. The fact is that 
by reason of the multiplication of business enterprises and of products, the available 
stock of words or symbols which can be used and registered as a trade-mark has 
greatly diminished. In the most important industrial countries, it is now a rare 
instance where you can go and register a trade-mark without meeting with an antici- 
pation. An additional important reason for this condition of things is the fact that for- 
eign Registers are encumbered with dead marks. In many countries the registra- 
tions are granted for 15 or 20 years, and there is no requirement for user of a reg- 
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istered trade-mark, so that such marks may remain on the Register although they 
are not alive. 

Some countries are now trying to alleviate this condition. The British Act of 
1938 grants an original registration only for a term of seven years, with a renewal 
granted for 14 years. Our own Lanham Act and the recent Philippine Act of June 
20, 1847, require the filing of an affidavit of use within the sixth year of a trade- 
mark registration. This provision is probably the best method of clearing up the 
record of marks which are not really in use, and it is hoped that other countries may 
adopt this procedure. 


Classification 


There are few foreign countries which have a classification of goods in the Patent 
Office, for purposes of trade-mark registration, similar to ours. These are: Costa 
Rica, Cuba, Mexico, the Philippines and Venezuela. ° 

The new British classification of 1938, which has been adopted by a number of 
British and other countries, is probably the most scientific classification today. It is 
based on the nature of the industry to which the products belong, and it includes a 
smaller number of classes than in any other country. Many foreign countries have 
no classification at all. 

In dealing with proper coverage of trade-marks in foreign countries, these 
points should be kept in mind: 

(1) In foreign countries where a certified copy of home registration must be 
filed, we cannot cover for more goods than are included in the United States reg- 
istration. 

(2) In foreign countries which have no classification of goods, it is wise to 
cover as broadly as possible, and not to be limited to the special goods on which 
the trade-mark is used. It will be found that in these countries there is usually no 
law of unfair competition, and it is advisable to protect by registration against an- 
other person’s attempting to use the same trade-mark on related goods. 

(3) In British countries the mark should be registered for the goods on which it 
is used and for such additional goods on which there is bona fide intention to use 
the mark in the future. If the applicant goes beyond this in the main British coun- 
tries, he may be exposed to the danger of having his trade-mark expunged in part 
from the Register by an interested party. 

(4) In other countries, where there is a classification, and it is possible to cover 
for the entire class, it is advisable to apply for the entire class, in order to be pro- 
tected against imitation. 


Scope of Protection 


Unless in a particular country it is absolutely required to file a certified copy of 
home registration, in registering a trade-mark it is not necessary to follow the form 
of the United States registration. I say “absolutely required,” because in several coun- 
tries today there are alternative procedures available where we may register without 
producing, a certified copy of the United States registration. Generally, in such 
cases, if the trade-mark is a word-mark, it is preferable to register for plain block 
type, and not for any special form in which the mark is used, except in countries 
where the law requires that the mark must be used in the form in which it is reg- 
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istered, such as Brazil, Chile, Cuba, Mexico and Panama. The point is that a plain 
block type of registration gives a broader protection. 

If the mark is a word and design or label or wrapper, then different considera- 
tions apply. In a number of countries, particularly in Latin America and China, 
there is no unfair competition law, so that if the design, label or wrapper is a dis- 
tinctive element or identifies and sells the goods, then it is important in such coun- 
tries to also register for the same, in order to avoid two dangers: That it may be 
imitated by another person, and we have no remedy against such infringement; or 
that it may be registered by an infringer who may then prevent the true owner from 
continuing to use such design, label or wrapper. 

On the other hand, the registration of a combined mark, consisting of a word 
and a design, label, or wrapper, does not give as broad protection for the word as a 
registration of the word per se. It is necessary in each case to weigh and balance 
thes considerations, and adopt the decision which may be the wise one for the par- 
ticular country or countries. 


Proper Use of the Trade-Mark 

Under this heading I wish to discuss four specific points : 

(1) Only in the Philippines, Puerto Rico and Burma is use of the trade-mark in 
the country prior to filing required. In British countries, intention to use is suf- 
ficient. 

(2) Under the laws of several foreign countries, if the use of the mark in the 
particular country is not begun within a certain time from registration, or is discon- 
tinued for a certain period of time, an interested party may apply for a declaration 
that the registration of such mark is forfeited. The countries where the law is 
quite strict on this point are Brazil and Venezuela, where a two-year non-user of the 
trade-mark exposes to this danger. Similar provisions, however, exist in the law 
of several other countries. It is wise to be informed about these countries, and 
to make at least a small technical shipment within the defined period, in order to 
eliminate any attack on the registration. 

(3) There are three countries where the owner of a registered trade-mark is 
required to use a marking giving notice to the public that his mark is registered. If 
he fails to do so, his registration is not afforded, but he cannot sue infringers. These 
countries are Chile, Mexico and Guatemala. In the first two countries, the marking 
“Marca Registrada” should be used. In Guatemala the marking used in the United 
States, “Reg. U. S. Pat. Off.” or, as permitted under the new Lanham Act, the 
letter “R” within a circle, is sufficient. It is advisable, however, even in the coun- 
tries where no marking is required, to use proper notice, so as to warn eventual 
infringers. 

(4) A trade-mark purports generally to indicate origin, and therefore there 
must be actual identity of owner and user of the trade-mark. This is particularly 
the law in many British countries which have not yet adopted the amendments of 
the British Act of 1938. It is necessary to be extremely careful not to violate this 
principle in the use of the trade-mark in these British countries; otherwise, the 
mark may be lost. 

For instance, if the American Company has registered its trade-mark in Jamaica, 
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it cannot ship there goods made by its subsidiary in Canada. If the American 
Company has registered the trade-mark in Australia, it cannot license a local 
Australian Company to make goods and use the trade-mark. It will be deemed 
to have abandoned the trade-mark, or that it has permitted the trade-mark to be 
used in deception of the public, with the result that not only the registration becomes 
invalid, but the common law rights in the trade-mark may likewise be destroyed. 

In Great Britain, India, New Zealand, South Africa and the Colony of Singapore, 
the law has been amended, and now permits the registrant to apply to register a 
licensee as the Registered User of his mark. If the Trade-Mark Registrar finds 
that the agreement between the registered owner and the licensee is such that no 
deception of the public is involved (that is, the owner supervises and controls the 
quality of the goods made by the licensee), he will register the licensee as a Reg- 
istered User of the trade-mark. 

It may be added here that there are now bills pending in the Parliaments of 
Australia, Malaya and Egypt for similar amendment of the law. 

Please note, however, that the Registered User procedure refers only to reg- 
istered trade-marks. A licensed use of an unregistered trade-mark may still be 
dangerous in Great Britain and the other British countries where the law has been 
amended. It follows that if it is intended to license the use of the trade-mark in 
such countries, the mark should first be registered so that it may be possible to enter 
the licensee as a Registered User. 

Analogous provisions, for recordal of licenses for trade-marks, exist today in 
Brazil and Mexico, under recent amendments of the law. 

On the other hand, in a large number of non-British countries, notably in Latin 
America and Europe, a license by the trade-mark owner to another party, whether 
a related company or not, is permitted. It is advisable, however, even in such coun- 
tries, to make sure that the trade-mark owner has control over the licenses, so that 
no attack may be made that the mark has in fact been used to pass on to the public 
inferior goods with the consent of the trade-mark owner. 

A license agreement, containing appropriate covenants by the licensee, is always 
a good plan. 


International Conventions 


The above exposition of the problems with which the American trade-mark 
owner is confronted in foreign countries proceeds on the basis of foreign domestic 
law. This is not the entire picture in all cases, because the American trade-mark 
owner may often find protection in the provisions of the International Union Con- 
vention of Paris dating from 1883 and revised subsequently, at last in London 
in 1934, and under the General Inter-American Convention for Trade-Mark 
and Commercial Protection signed in Washington in 1929.. These Conventions 
seek first to protect the rights of the prior user of the trade-mark. Their provisions 
proceed from the thought that from the nature of foreign commerce, the prior user 
of a trade-mark must be given some time within which to register his mark. He 
should not be required to go to the trouble and expense of obtaining a foreign reg- 
istration of his trade-mark until he has had time to try the foreign market and he 
has found that he can sell or distribute his goods in the market. The International 
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Convention gives to the prior user the right of priority of six months and the right 
to cancel an infringing registration within three years—which we discussed in 
analyzing the corresponding provisions of Section 44 of the Lanham Act. The Con- 
vention also provides for the protection of trade-names and for protection against 
unfair competition, all of which has been previously discussed. 

It should be borne in mind, however, that many countries have not yet ratified 
the latest revised texts of the Convention. Cuba, Bulgaria, Dominican Republic, 
Finland, Ceylon, Greece, Eire and Roumania are still bound by the Convention as 
revised in Washington in 1911. In view of this, the Convention priority for these 
countries is still of four months; and Article 6 bis of the Convention which gives 
the right of cancellation of an infringing mark within three years was not included 
in the Washington text of 1911. 

Further, many countries are still bound by the text of The Hague Convention of 
1925, such as Australia, Brazil, Canada, Spain, Palestine, Trinidad, Hungary, Italy, 
Mexico, Netherlands, Poland, Portugal, Sweden, Syria, Czechoslovakia, Turkey, 
and Jugoslavia. The text of The Hague does not contain the provision on inde- 
pendence of trade-mark rights; nor the provision on assignment of the registration 
in a country independently of the registration and the good-will in other countries ; 
nor the provision on simultaneous use of a trade-mark by related persons. 

On the other hand, the Inter-American Convention of 1929 does contain excel- 
lent provisions for the protection of the prior user ; for the protection of trade-names ; 
for the suppression of unfair competition, etc. But it has been ratified so far only by 
10 American Republics: Colombia, Cuba, Guatemala, Haiti, Honduras, Nicaragua, 
Panama, Paraguay, Peru and the United States. The most important Latin Amer- 
ican countries, Argentina, Brazil, Chile and Mexico are not yet parties to this 
Convention. 

The most unsatisfactory part of the foreign trade-mark situation even with the 
excellent stipulations contained in the Conventions is that in a very large portion of 
the world, and particularly in most of the countries in Europe, there is no opposition 
procedure before the Patent Office so that the protection of the prior user can only 
be enforced by a Court action. On the other hand, the remedy of injunction is 
unknown in all of these countries, with the result that the Court action is usually 
a lengthy and costly proceeding. So that while, theoretically, the position looks 
satisfactory from the point of view of statutory provisions or treaty engagements, 
as a matter of practical consideration the enforcement of rights leaves much to be 
desired. 


Mr. Derenberg: Before introducing Mr. Federico, I would like to take just 
a few minutes of your time to “rebut” my friend Dr. Ladas’ observations with 
regard to the effect of registrations on the supplemental register. It is true that in 
a paper which I read before the Canadian Patent Law Institute I referred to reg- 
istrations under the 1920 Act as “hybrid” registrations. If you study the provisions 
of the new Act with regard to the supplemental register, you will find that in some 
respects a registration on the supplemental register will have even less legal sig- 
nificance than a registration under the 1920 Act had. For instance, the new Act 
specifically provides that registrations on the supplemental register cannot be used 
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to stop importation of merchandise bearing the infringing mark. Only a few weeks 
ago, the Customs Regulations of the Treasury Department were changed so as to 
provide that from now on neither a certificate of registration on the supplemental 
Register nor one issued under the Act of 1920 may be used for the purpose of 
preventing importation of infringing merchandise. Instead of attempting to empha- 
size the few affirmative advantages which a registration on the supplemental register 
may confer, I think I should perhaps concentrate on the much more obvious negative 
aspects of such registrations in evaluating their legal significance. It then becomes 
apparent, as Dr. Ladas pointed out, that a registration on the supplemental regis- 
ter lacks the following basic elements of protection: It is not constructive notice ; 
it is not subject to incontestability ; it does not even create a prima facie right of 
ownership; as already indicated, it cannot be used to stop importations. Under 
the new Act, a registration may be obtained even without showing a minimum 
exclusive use of one year, if the registration is sought only as a basis for foreign 
protection. No wonder then that there was considerable sentiment during the hear- 
ings to do away altogether with the supplemental register and it was only retained 
because of the necessity to create a public record in the United States in anticipation 
of registration abroad. Let me quote just a few sentences from the testimony of 
Mr. Robert W. Byerly who is undoubtedly known to you as one of the most dis- 
tinguished experts in this field. Mr. Byerly testified in 1939 on H. R. 4744 as fol- 


lows: 


I think the supplemental register should go out. There is no need of it, with this 
broadened interpretation given in Section 2, and if you pass the act without the supple- 
mental register, then, for the first time in our iaw, the businessman’s viewpoint of a trade- 
mark certificate will be the right view and what he now thinks it means will become what 
it does mean and all of this bluffing about enforcing rights that do not exist will be put 
an end to. It seems to me that is a very valuable service to the public which this act will 
accomplish if you take the supplemental register out of it alotgether. (pp. 129-130.) 


It is true that a registration in Part B in England has more significance than 
registrations under the 1920 Act have had in this country. I also agree with Dr. 
Ladas that the reason for this must be found in the fact that under the Act of 1920 
hundreds of marks have been registered which were not even “capable of distin- 
guishing.” 

Only in the middle 30’s did the Patent Office read that language into the Act of 
1920 and the new Act will not accept marks for the supplemental register unless 
they are capable of distinguishing. But if you look through the files of the Office in 
past years, you will find that registrations have been granted for such things as, 
for instance the words “American Handbags” for handbags. It is not surprising 
that no court in the United States would accept such registrations as evidence of 
any valid rights here at home. If the future practice of the Patent Office would be 
such as to grant registrations on the supplemental register only to marks which are 
potential principal register material, i.e., marks which may become distinctive over 
the course of years, then perhaps we would eventually reach the point where some 
minimum degree of legal dignity should be accorded such registrations. I do not 
deny on the other hand that the very fact that under the new Act such marks may 
become registrable on the principal register gives them a sort of provisional protec- 
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tion which will probably be found a satisfactory basis for a finding of “legal protec- 
tion” which this country is obligated to afford foreign registrations under Article 6 of 
the Paris Convention. I thought it may not have been amiss to offer these few com- 
ments here tonight. 

And now, ladies and gentlemen, we are highly honored tonight to have with us 
our guest Mr. P. J. Federico of the United States Patent Office who has offered 
to supplement Dr. Ladas’ observations by pointing out a few special problems in the 
international field with which the Patent Office is currently confronted. Mr. 
Federico, who is probably known to the vast majority of those present here tonight. 
is not only a member of the Board of Appeals at the Patent Office, but has also 
come to be recognized as an outstanding expert on matters dealing with interna- 
tional relations in the patent and trade-mark field. Mr. Federico for many years 
has served as the liaison between the State Department, the Department of Justice, 
and numerous other government agencies on the one hand, and the Patent Office on 
the other. In connection with the enactment of the new Act and the new trade-mark 
rules, Mr. Federico has given thorough study to that part of the new Act which 
deals with international conventions and is currently devoting a good part of his 
time toward finding a solution for the many difficult problems which the World War 
has created for patent and trade-mark owners. No one in the Patent Office has 
given more thought to international patent and trade-mark problems and other mat- 
ters as has my close friend and associate, Pat Federico. 

It gives me great pleasure to present Mr. P. J. Federico. 


Mr. P. J. Federico: 1 did not think I was supposed to speak. I thought I was 
coming along to enjoy the talk and to answer any questions which might be asked 
concerning the operations of the Patent Office with connection with foreign appli- 
cants. May I start by asking Dr. Ladas a question? He spoke of this problem 
of re-registration, dropping the first registration after it has been re-registered, and 
the effect in the foreign country which requires the maintenance of the United 
States registration? I would like to ask if, in the re-registration the certificate 
actually stated ‘This is a re-registration of trade-mark registration No. so and so,” 
that would help the situation. Perhaps, Dr. Ladas, you could suggest some such 
procedure. 


Dr. Ladas: \t may be that in some countries it might help but in the countries 
where they have a specific provision that you have to produce a certified copy of the 
renewal of your current registration, I doubt it very much. 


Mr. Federico: On the question of renewals, I am afraid that a good many people 
failed to appreciate the character of the renewal, that is the statute about renewal. 
The registration in the Patent Office is not renewed for anything, it is not renewed 
on anything, and it is not renewed to anybody. The certificate merely says, in effect, 
“Trade-mark registration No. so and so is hereby renewed.” It does not say to 
whom and does not say what for. It merely renews registration No. so and so. 
And you have the identical registration that you had before it was renewed, only it 
is renewed for an additional period. There is no change of name. Of course, the 
certificate says that so and so applied for the renewal, but it isn’t renewed to him. 
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It is just simply renewed. So I don’t see how the question about goods or anything 
like that may arise in connection with renewals, in using it on various goods, and so 
forth, because the certificate merely says that registration is hereby renewed. That 
may avoid that question. 


Dr. Ladas: What about the problem of the affidavit of still-in-use for the pur- 
pose of renewal, when the trade-mark as now used is somewhat different from the 
previous mark? 


Mr. Federico: That is on the attorney’s own conscience because all the statutes 
require is an affidavit stating that the trade-mark is still in use. 


Dr. Ladas: Assuming the attorney is a fair person. 


Mr. Federico: The only question to arise would be in a later proceeding, some- 
one may raise the question of a fraudulent affidavit for renewal. The affidavit is 
presented alleging that the registration is still in use. If the applicant for renewal 
has made a false statement, he presumably is subject to cancellation for fraud at 
any time. 


Dr. Ladas: The point is this. Would you grant a renewal in a case where the 
label as now used according to the attorney’s affidavit is somewhat different ? 


Mr. Federico: He is not required to present a copy of the label. 


Dr. Ladas: 1 think he must in order to be secure with himself and in order to 


prove that he was not fraudulent. 1 think in a case where the label is different he 
should make his affidavit of still-in-use but say that it is used in such a form. Would 
you in such case accept that on those grounds of renewal or would you say that is a 


different mark? 


Mr. Federico: You are in effect asking if the office will accept a qualified 
affidavit when the statute calls for an absolute statement. How that would be 
handled, I think, will wait until an occasion arises, because the renewals considered 
so far have not presented that problem. The new law permits some amendment of 
a registration and in some cases an amendment before the renewal might be made. 

I want to mention that next week the new pamphlet edition of the trade-mark 
rules, with the statute and forms in the same pamphlet, will be ready. Anyone that 
wants a copy may write for it as they wrote for rules in the past. We hope that the 
new form will be more convenient to use and easier to read than the previous pub- 
lications. 

Perhaps all that I can add to this discussion are a few statements as to the prob- 
lems that the Patent Office met in organizing itself under the new law. In prepar- 
ing the rules, the statute had to be studied very carefully. In working on the rules, 
a number of the questions relating to Section 44 on international matters, insofar 
as they affect the operations in the Patent Office, had ta.be decided, or at least 
tentatively decided, because something had to be written down. 

One early question was the decision as to whether Section 1 of the law applied 
te everybody or did it apply only to United States citizens and persons in the United 
States. That was not a very simple question because of the peculiar wording in Sec- 
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tion 44. If a special section was made to apply the law to foreigners, now could 
you say that Section 1 applied to foreigners? But in any event, it was decided to 
consider Section 1 as applying to foreign proprietors, assuming they used the trade- 
mark in commerce with the United States. 

That decision eliminated a great deal of difficulty on other matters, and the 
surprising result is that after all the consideration that was given to those matters, 
except for the requirement for a domestic representative, which appears in several 
places, only one rule in the set of rules relates to foreign registrations. One rule 
and one form. The rule is rule 7.9 which states the circumstances under which a 
foreign applicant need not allege use in commerce and the requirements. One para- 
graph of 7.9 relates to applications for registration based on a prior foreign registra- 
tion and another paragraph relates to applications filed with a claim to priority of a 
previous foreign application filed within six months. You will note in this particular 
rule that we still require of foreign applicants the allegation that the trade-mark 
is in use, not that it is in use in Federal commerce, and the requirement for labels. 

The other part of the rules relating to the foreign applicants is the form where 
everything relating to a foreign applicant has been consolidated into one form. Form 
19, for an application for registration based on a foreign registration or for right 
of priority, either on the principal register or on the supplemental register. On 
the supplemental register there is no requirement for one year’s use in Federal 
commerce as there is for United States applicants, because the statute dispenses 
with the necessity for alleging use in Federal commerce. If you need not allege 
use in Federal commerce, obviously you can’t be made to allege a date when you 
used it in Federal commerce. In the application on the principal register there is no 
requirement for use in Federal commerce stated at all, and hence no requirement 
for the date of first use in Federal commerce. Neither is there a requirement for 
the date of first use, although the general requirement that the trade-mark is being 
used is retained. 

That briefly summarizes what is in the rules relating to foreign applicants. 

I wanted to mention a question about treaties that Dr. Ladas brought up. He 
mentioned that a treaty on a parity with the statute is the supreem law of the land. 
The portion of the Constitution relating to treaties states that “the laws of the 
United States which shall be made in pursuance thereof,” in pursuance of the Con- 
stitution, “and all treaties made, or which shall be made, under the authority of the 
United States, shall be the supreme law of the land,” so Federal statutes and treaties 
are placed on a par as the supreme law of the land, “and the judges in every state 
shall be bound thereby, anything in the constitution or laws of any state to the con- 
trary notwithstanding.” 

That last phrase makes the provision appear to be addressed to the states, 
telling them that the Constitution and the Federal statutes and treaties are the 
supreme law and the states must observe them. This does not solve the problem if 
there is a conflict between a Federal statute and a treaty. In the Bacardi case a 
local law enacted by the legislature of Puerto Rico was in conflict with the treaty. 
It was decided that the treaty bound Puerto Rico and could not be overridden by 
the Puerto Rican legislature. That is all that was decided in the case, and the 
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question of the conflict between a Federal statute and a treaty is not discussed or 
even mentioned. 

Independence of registrations came into existence in the London (1934) re- 
vision of the International Convention which came into effect in 1938. From 
1938 until 1947 our statute stated that a United States registration based on a 
foreign registration expired when the foreign registration did, which was in appar- 
ent conflict with the treaty. Of course the Lanham Act corrects that by making the 
registrations totally independent, but what is the status during his period when there 
was a conflict ? 

That question came up in the case of a renewal of an old registration where the 
applicant refused to show that his British registration was still in force. (Ex parte 
The Apollinaris Company Ltd., 73 U.S. P. A. 64.) 

The situation may be split into three parts. Taking 1938 as the date when the 
treaty came into effect, if a United States trade-mark expired before that date, 
due to the expiration of the foreign registration, how could the treaty in 1938 revive 
it? It was already expired. So that particular case appears clear. 

Now suppose the trade-mark expired a few years after 1938 due to the expira- 
tion of the foreign registration. Did the coming into force of the treaty in 1938 
change the duration of that registration to make it 20 years, instead of the time that 
it would have expired under the statute? In this particular case the facts were not 
known because the refusal to produce the facts caused the renewal to be refused. But 
there is a Supreme Court decision (Lameson Septic Tank Co. v. City of Knoxville, 
227 U. S. 39) on a directly analogous situation where a patent was involved in con- 
nection with a similar clause in the treaty relating to independence of patents. 

The treaty as amended in 1901 provided that patents should be independent and 
our statute at that time provided that a United States patent expired when the 
foreign patent did. In the particular case a United States patent had been 
granted in 1899, and the corresponding foreign patent expired in 1909. The de- 
fendant argued that the U. S. patent had expired in 1909. The question arose 
whether the treaty as amended in 1900 applied. The Supreme Court decided that 
the term of the patent was fixed when it was granted, by law, and that the subse- 
quent treaty did not change the term of that patent. 

Following that decision, the term of the trade-mark registration obtained before 
1938 was fixed when it was granted and cannot be subsequently changed unless 
there was a specific statute changing the term. 

Following that theory of trade-marks granted up to 1938, which would take them 
up to 1958, applicants for renewal would have to show that their foreign registra- 
tion is still in force when renewed. So it may be that all renewals on registra- 
tions obtained up to 1938, based on foreign registrations, must show that there is a 
foreign registration still in force. 

The third group of registrations, the ones obtained after 1938 and under the old 
law, were obtained after the treaty. That is the only group where the question of 
any conflict between the statute and the treaty comes clearly into the picture un- 
troubled by other considerations. When the first foreign registrant applies to renew 
a registration obtained after August, 1938, which would be in 1958, the question of 
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any conflict existing from 1938 to 1946 will have to be decided. Until then we 
need only talk about it and perhaps some solution will be found. 


THE "SUNKIST” DECISION: TRADE-MARKS AT THE CROSSROADS 
By Rudolf Callmann* 


Property is oftentimes theoretically defined as that which the courts recognize 
and protect as such. Although that definition is conveniently elliptical, in that it is 
merely the statement of a résult, it cannot be gainsaid that for all practical pur- 
poses, property values are meaningless unless they are judicially protected. The 
denial of such protection spells destruction. A decision like the “Sunkist” decision 
of the Circuit Court of Appeals for the Seventh Circuit’ is especially significant, for 
it deals a death blow to the property value of even the strongest trade-mark. 

The California Fruit Growers Exchange and the California Packing Corpora- 
tion, having built up and fortified the “Sunkist” mark for fruits and vegetables, were 
denied an injunction against the use of the “Sunkist’’ mark in connection with 
bread. We need not here pause over the question whether bread is so related to 
fruits and vegetables that the purchasing public could reasonably be misled into 
believing that the same mark imports a common source. Nor should we be side- 
tracked by such seductive stereotypes and frozen phrases as “merchandise of the 
same descriptive properties.” Such an approach may well be justified when the 
plaintiff's mark is but one of several thousand others. But that approach is 
basically erroneous when the mark in question belongs to that every exclusive and 
very select fraternity of trade-marks known and accepted by every housewife as the 
distinctive symbol of certain merchandise. When such a mark is the subject of 
litigation the normally acceptable doctrine of confusion should bow to the doctrine 
of dilution.’ 

In the instant case, the Court seemingly conjures up a distinction between 
“confusion” within the meaning of the Trade-Mark Act of 1905 and “confusion” 
within the meaning of the Act of 1946. The Court makes much of the fact that, in 
determining infringement under Section 32 (1) (a) of the 1946 Act, “it is confusion 
of origin or sponsorship and not confusion of goods which controls.’’ But the dis- 
tinction was not sired by the 1946 Act, because the above quotation, which the 
Court acknowledges it borrowed from the plaintiff’s brief, appears in a 1925 opinion 
in Vick Chemical Co. v. Vick Medicine Co.,3 which, of course, treated only of the 
concept of confusion under the 1905 Act. 

There is, however, another more basic difference in the concepts of confusion 
under both acts. It must be remembered that the Lanham Act jettisons the con- 


* Member of the New York Bar. 

1. California Fruit Growers Exchange v. Sunkist Baking Co.—F. 2d—(C. C. A. 7th, 1947). 

2. See Callman, Unfair Competition and Trade-Marks, Vol. 2, $ 84.2, and with respect to 
a recent Massachusetts law 1947 Cumulative Supplement, p. 68. 

3. 8. F. 2d 49 (D.C. S. D. Ga. 1925), aff'd 11 F. 2d 33 (1926). 









as alka wee Pati Sisk eA 


on seen SF ia NNN 





38 T.-M. R. TRADE-MARKS AT THE CROSSROADS 





305 


cept of confusion attributable to the use of similar marks “appropriated to mer- 
chandise of the same descriptive properties’* or “affixed to merchandise of sub- 
stantially the same descriptive properties.”” Those phrases should now be relegated 
to limbo, and any kind of confusion, mistake or deception of the public should give 
rise to a cause of action against he who caused it. Confusion no longer relates 
solely to the confusion of origin or ownership or sponsorship or to the confusion of 
goods or businesses. We may now refer not only to this “relative” confusion, but 
to a concept of absolute confusion, one that arises out of the concurrent use of an 
established mark by another in connection with a business entirely alien to that of 
the first trade-mark owner. In such a case public confusion with respect to the 
nature of a mark is a very real likelihood ; if others may use the mark with impunity, 
then the public will quite properly question the validity of the mark, its distinctive- 
ness as such, and will thus be led to believe that the mark has started on the fate- 
ful path becoming generic or meaningless, as witness the fate of such once well 
established, now generic or meaningless marks as “Acme,” “Anchor,” “Champion,” 
“Eureka,” “Excelsior,” “Ideal,” “Jewel,” “Liberty,” “National,” “Pride,” 
“Premier,” “Queen,” “Royal,” “Star,” “Sunlight,” “Triumph,” “Victory,” etc. It 
should be apparent that one who starts the mark on that fateful journey, unless he him- 
self owns the mark, should be subject to restraint if his action will provoke such con- 
fusion. Bear in mind that such confusion will not be apparent at the beginning ; 
the crucial fact is that such freedom of use necessarily exposes the mark to certain 
destructive forces. If the attrition through use by others succeeds, the once valuable 
mark is transmuted into a valueless word open to all and of little use to anyone. 
The confusion to which I advert will be most evident during the transition period, 
for during that critical period litigation is likely and no one can yet fully appreciate 
how effectively the destructive forces have already detracted from the drawing 
power of the once unique symbol of a single business. - Under the new Act, the 
owner of such a mark should be in a position to sterilize such a development in its 
incipiency. And this is only logical. The law presently threatens the trade-mark 
owner with cancellation of his registration if he allows the mark to lose its dis- 
tinctiveness.’ Conversely, he should be armed with a weapon which will enable 
him to combat that debilitating development. 

The only effective weapon yet designed to combat that attrition is the doctrine of 
dilution which for the first time in this country found judicial expression in the 
Tiffany case.° The Court there endorsed the doctrine by recognizing that the 
real injury was not the confusion of goods or businesses but “the gradual whittling 
away of the identity and hold upon the public mind of plaintiff's name.” I believe 
that this doctrine is a vital one and that it is the only refuge for the well-known 


« 4. Compare the language of Section 5 (b), proviso 1, of the Act of 1905 with Section 2 (d) 
of the Lanham Act. 

5. Compare Section 16 of the Act of 1905 with Section 32 (1) of the Lanham Acts. 

6. The aforementioned words are taken from American Steel Foundries v. Robertson, 269 
U. S. 372, 384, 70 L. Ed. 317, 46 Sup. Ct. 160 (1926). 

7. See Section 8 of the Acts of 1946 in connection with its Section 42, definition of abandon- 
ment, sub-division (b). 

8. Tiffany & Co. v. Tiffany Productions, 147 Misc. 679, 264 N. Y. S. 459 (1932), aff’d 237 
App. Div. 801, 260 N. Y. S. 821 (1932), aff'd 262 N. Y. 482, 188 N. E. 30 (1933). 
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trade-mark.’ The general reluctance of the courts to accept it as a full-blown con- 
cept in the field of unfair competition is perhaps attributable to a subconscious aver- 
sion of modern advertising and its excesses, thus rationalizing a prejudice that 
goes hand in glove with the widespread hostility toward “Big Business.” Con- 
fusion of goods or businesses, which I have characterized as “relative” confusion, 
does, of course, endanger a trade-mark to the extent that it functions as an indica- 
tion of origin and ownership, and in this respect the judiciary proceeds cautiously 
upon the well worn treads of respectable legal phraseology. But I believe that the 
advertising value of the trade-mark is equally, if not more, important than its other 
functions, and that modern business methods have served to focus upon this vital 
trade-mark function. The doctrine of, dilution proceeds upon this trade-mark func- 
tion of advertisement which still awaits full recognition. and an adequate place in 
the law. It must be remembered that the trade-mark thrives on advertising and 
that such publicity gives it uniqueness. The first defendant is only a herald and an 
augury of litigations to come. The first law suit decided in the defendant’s favor 
will point the path to others, who will swoop down upon the popular mark as un- 
erringly as the hawk seeks its prey. The famous mark will thus become a thing of 
the past, for if one can use the plaintiff's trade-mark with impunity, a thousand 
more may follow, and thus the public will soon forget who first gave the mark the 
meaning from which its fame derives. Indeed, the picture is further confounded 
by a very irrational factor not only on the part of the courts but also on the part 
of the public. The average buyer has neither the time nor the desire to ponder over 
his purchase ; he oftentimes acts unconsciously. He will not probe his inner recesses 
to recall who gave the mark its popularity or in what connection he saw or heard 
the famous trade-mark; he simply recognizes the mark and accepts its presence. 
Because of the many confusing influences to which the buyer is presently subject— 
sound effects, pictorial effects, newspaper and radio advertisements—which are 
further confounded by the ingenuity of shrewd ‘competitors, he is often the hapless 
victim of any attempt to deceive. 

It is respectfully submitted that the Circuit Court of Appeals failed to give 
proper consideration to the importance of the doctrine of dilution; moreover, it 
appears that even the District Court’s findings of fact were ignored. As I under- 
stand it, the lower court did find that there was likelihood of confusion with 
respect to the origin of the defendant’s products. I do not know whether it is 
true that this finding was not supported by substantial evidence. The Circuit 
Court was apparently adversely influenced by what it calls the hocus-pocus prac- 
ticed by the plaintiffs. The two plaintiffs had, by contract, sanctioned their con- 
current use of the same trade-mark for their closely related products, fruits and 
vegetables. I will readily. concede that because the two plaintiffs used the same 
mark, the credulous customer might be led to believe that the fruits he bfiys 
under the “Sunkist” mark come from the California Packing Corporation, while in 
fact they come from the California Fruit Growers Exchange, and vice versa; but 
is he hurt by that? No. The fact is that he is insured against any detriment by 
virtue of that very contract between the two plaintiffs which the Court characterizes 


9. See supra note 2. 
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as hocus-pocus. (Parenthetically, it is somewhat anomalous that in 1941 the very 

same Court’ recognized as proper and lawful the very same contract it now 

belabors.) The contract to which the Court refers does not provoke any con- 

fusion as to sponsorship, because there is every indication of sponsorship, or at 

least of willingness on the part of both plaintiffs to assume the risk that each 

will be able to satisfy customer demand. This insurance for the benefit of the 
public derives considerable strength from the very nature of the trade-mark, as the 
symbol of the product it sells. The trade-mark is just as perfidious and pernicious 
to the seller of a bad product as it is benevolent and beneficial to the seller of 
the satisfactory product. 

The Court, however, held that “the unconscionable effort of the plaintiffs to 
monopolize the food market by the monopoly of the word ‘Sunkist’ on all manner 
of goods sold in the usual food stores should not be sanctioned by the courts. The 
trade-mark should be confined substantially to the article for which they author- 
ized, otherwise, why limit the marks at all?” This strikes me as an argument 
singularly without merit, and as a bald statement of a proposition at war with 
the fundamental premises of trade-mark law. Basically, consider the latter argu- 
ment first, the merchandise classification prescribed by the Patent Office is merely 
an administrative device for the convenience of the registration procedure which 
has no substantive relation with or effect upon the scope of a trade-mark’s advertis- 
ing power. The Trade-Mark Acts, which set the procedure for the registration 
of trade-marks irrespective of their common-law nature, are not designed to pre- 

P vent the protection of a particularly valuable trade-mark under the doctrine of 
unfair competition or unfair trading. With respect to the monopoly issue, here 1 
must respectfully confess that I cannot conceive of the situation in which a trade- 
mark owner, by the use of his trade-mark alone effectively monopolizes the mar- 
ket. One may, of course, pause over the monopoly aspects of a trade-mark, and 
distinguish between such extreme views as Chamberlin’s theory of monopolistic 
competition, under which every use of a trade-mark as such is monopolistic in 
that it introduces a variable that disturbs the complete standardization required 
for “pure competition,” and the view that there can be no monopolistic issue aris- 
ing purely out of trade-mark usage. I concede the possibility that there may 
well be a misuse of the trade-mark device for the purpose of restraining trade 
and creating or maintaining a monopolistic position in the market as was recently 
‘ recognized in the consent decree in the Eride case. There is, moreover, the over- 
riding possibility that the business itself enjoys a monopolistic position, irrespective 
of any trade-mark usage. If the Court entertained the view that the plaintiffs in 
the Sunkist case enjoyed a monopolistic market position, apart from the con- 
tested trade-mark, I fail to see how the denial of trade-mark protection will disturb 
or impair that undesirable monopoly. If the Court is shocked by the concept 
that the plaintiffs are entitled to relief against any unauthorized use of the “Sun- 
kist” mark in the food market then I must respectfully submit that it has no com- 





10. California Fruit Growers Exchange v. Windsor Beverages, 118 F. 2d 149 (C. C. A. 7th, 





, United States v. The Electric Storage Battery Co. & Willard Storage Battery Co. (of 
Cleveland), Civil Action No. 31-225 D. C. S. D. N. Y. November 24, 1947. 
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prehension of the importance of the trade-mark in our economy. That a trade- 
mark owner is entitled to such protection, without any imputation of monopoly, 
is the logical and natural consequence of any law that recognizes the tremendous 
good-will symbolized by that trade-mark. Before a trade-mark is tagged as a 
monopoly, the nature of the trade-mark as such should be thoroughly explored. 
The use of a particular word, picture or sound, or a combination thereof as a 
trade-mark does not result in such a monopoly that its general use is thereby pro- 
hibited. The exclusive appropriation of the particular trade-mark by one does 
not restrain the free and “fair” use of the language or any other means of expres- 
sion.” The trade-mark, it must be remembered, is the symbol of a specific prod- 
uct or business and a guide to its source. Denying this symbol protection, because 
of an animadversion toward monopoly is, I submit, as legally unsound as sanction- , 
ing a disparaging statement that destroys reputation because of an animadversion 
toward denial of freedom of speech! Trade-marks are basically symbols of repu- 
tation. But they are more. As devices of modern advertising they are also the 
symbols of an economic system. The destruction of such a symbol is always rel- 
atively easy. Because they are so readily destructible our courts should be alert 
to protect them, for their destruction also spells the destruction of the economic 
system they symbolize and represent. When a thing becomes a symbol it is be- 
cause the community, the public itself, is ready to recognize and accept it as such; 
the public, therefore, gives the mark its meaning as a mark even though it first 
originated with an individual. By destroying the symbol and public confidence in 
it the public is betrayed and not protected. 


12. See Callmann, op. cit. supra note 2, § 85.1 (b). 
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EXTENSION OF TIME FOR RENEWING TRADE-MARK REGISTRA- 
TIONS: DENMARK 


By the President of the U. S. of America 
A Proclamation 


TITLE 3—THE PRESIDENT 


PROCLAMATION 2768 


Whereas by the act of Congress approved July 17, 1946, 60 Stat. 568, the 
President is authorized, under the conditions prescribed in that act, to grant an 
extension of time for the fulfillment of the conditions and formalities for the renewal 
of trade-mark registrations prescribed by Section 12 of the act authorizing the reg- 
istration of trade-marks used in commerce with foreign nations or among the sev- 
eral States or with Indian tribes, and protecting the same, approved February 20, 
1905, as amended (15 U. S. C. 92), by nationals of countries which accord sub- 
stantially equal treatment in this respect to citizens of the United States of America: 


Now, Therefore, 1, Harry S. Truman, President of the United States of Amer- 
ica, under and by virtue of the authority vested in me by the aforesaid act of July 
17, 1946, do find and proclaim that with respect to trade-marks of nationals of Den- 
mark registered in the United States Patent Office which have been subject to 
renewal on or after September 3, 1939, there has existed during several years since 
that date, because of conditions growing out of World War II, such disruption or 
suspension of facilities essential to compliance with the conditions and formalities 
prescribed with respect to renewal of such registrations by Section 12 of the afore- 
said act of February 20, 1905, as amended, as to bring such registrations within 
the terms of the aforesaid act of July 17, 1946; that Denmark accords substantially 
equal treatment in this respect to trade-mark proprietors who are citizens of the 
United States; and that accordingly the time within which compliance with condi- 
tions and formalities prescribed with respect to renewal of registrations under Sec- 
tion 12 of the aforesaid act of February 20, 1905, as amended, may take place is 
hereby extended with respect to such registrations which expired after September 
3, 1939, and before June 30, 1947, until and including June 30, 1948. 


In Witness Whereof I have hereunto set my hand and caused the Seal of the 
United States of America to be affixed. 


Done at the City of Washington this 30th day of January, in the year of our 
Lord nineteen hundred and forty-eight and of the Independence of the United States 
of America the one hundred and seventy-second. 

(SEAL) Harry S. TRUMAN. 
By the President: 
G. C. MaRsHALL, 
Secretary of State. 


Editor’s Note: The President has previously issued proclamations under Public Law 517, 
60 Stat. 568, to the following countries: Great Britain, Northern Ireland, Switzerland, France, 
The Netherlands, Finland and Luxenbourg. 
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F. T. C. MODIFIES ORDER IN “RED CROSS” CASE 
DiIGEst OF CEASE AND Desist OrpDERS* 


A. P. W. Paper Co., Inc. 


§ 3.6 (j 10) Advertising falsely or misleadingly—History of product or offer- 
ing: § 3.6 (1) Advertising falsely or misleadingly—Indorsements, approval and 
testimonials: § 3.6 (dd 10) Advertising falsely or misleadingly—Success, use or 
standing: § 3.66 (b 10) Misbranding or mislabeling—History: § 3.66 (c) Mis- 
branding or mislabeling—Indorsements, approvals or awards: § 3.66 (k 1) Mis- 
branding or mislabeling—Success, use or standing: § 3.96 (a) Using misleading 
name—G oods—History: § 3.96 (a) Using misleading name—Goods—Indorse- 
ments, approvals and testimonials: § 3.96 (a) Using misleading name—Goods— 
Success, use or standing. In connection with the offering for sale, sale and distri- 
bution of respondent’s toilet tissues and paper towels in commerce using (subject 
to the permissible limits prescribed by the act of January 5, 1905, as amended by 
Section 4 of the act of June 23, 1910) the words “Red Cross” or any abbreviation 
or simulation thereof, or the mark of a Greek red cross or any other mark, emblem, 
sign or insignia simulating a Greek red cross, on respondent’s products, or using 
said words or said mark in selling or advertising the same; prohibited, (a) unless 
respondent uses upon the label, whether on the wrapper or the carton, and with 
equal clearness and conspicuousness in immediate conjunction with said words or 
said mark, the legend, “This product has no connection whatsoever with American 
National Red Cross”; (and subject to the further provision that if said words or 
said mark appear on more than one side of respondent’s wrapper or carton, re- 
spondent shall use said legend, as aforesaid, on each such side, as illustrated in the 
forms of labels shown in Exhibits A and B,* annexed to the order and approved as 
illustrative thereof and as complying with its provisions) ; and (b) unless respond- 
ent, in each of its written advertisements containing said words or said mark uses 
the said legend with equal clearness and conspicuousness; (and subject to the 
further provision that if an advertisement covers more than one page respondent 
shall use said legend as aforesaid on each and every page on which said words or 
said mark shall appear) ; and (c) unless respondent, in each of its radio advertise- 
ments containing said words or said mark, makes the statement contained in said 
legend with equal clearness and conspicuousness; and subject to the further pro- 
vision that anything in the order to the contrary notwithstanding, respondent may 
continue to use the labels for paper towels that were already printed on August 12, 
1946, as compliance with the provisions of the aforesaid matter (a), until such 
labels are exhausted. (Sec. 5, 38 Stat. 719, as amended by Sec. 3, 52 Stat. 112; 
15 U.S. C., Sec. 45) [Modified cease and desist order, A. P. W. Paper Company, 
Inc., Docket 4747, December 18, 1947] : 


*F. T. C. Docket No. 4747 [36 T.-M. R. 2]. 
1 Filed as part of the original document. 
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At a regular session of the Federal Trade Commission held at its offices in the 
city of Washington, D. C., on the 18th day of December A.D. 1947. 

This matter having been remanded to the Federal Trade Commission by the 
Circuit Court of Appeals for the Second Circuit on April 16, 1947, to consider the 
desirability of modifying the modified order entered by the Commission herein on 
August 12, 1946; and a stipulation having been entered into by and between Walter 
B. Wooden, Associate General Counsel of the Federal Trade Commission and the 
respondent A. P. W. Paper Company, Inc., providing that subject to the approval of 
the Federal Trade Commission, the following modified order, prepared and agreed 
upon with due notice to and in pursuance of conferences and collaboration had with 
respondent herein may be entered and issued by the Commission in this proceeding 
and be thereafter duly served upon respondents and the Commission also having 
taken into account all the proceedings had in the matter preceding its remand as 
above stated: 

It is ordered, That the said stipulation be approved, accepted and filed. 

It is further ordered, That the respondent, A. P. W. Paper Company, Inc., a 
corporation, and its officers, representatives and employees, directly or through any 
corporate device, in connection with the offering for sale, sale and distribution of 
respondent’s toilet tissties and paper towels in commerce as “commerce” is defined 
in Federal Trade Commission Act, do forthwith cease and desist from: 

Using (subject to the permissible limits prescribed by the act of January 5, 
1905, as amended by Section 4 of the act of June 23, 1910) the words “Red Cross” 
or any abbreviation or simulation thereof, or the mark of a Greek red cross or any 
other mark, emblem, sign or insignia simulating a Greek red cross, on respondent's 
products, or using said words or said mark in selling or advertising the same. 

(a) Unless respondent uses upon the label, whether on the wrapper or the 
carton, and wth equal clearness and conspicuousness in immediate conjunction 
with said words or said mark, the legend, ““This product has no connection whatso- 
ever with American National Red Cross”; Provided, That if said words or said 
mark appear on more than one side of respondent’s wrapper or carton, respondent 
shall use said legend, as aforesaid, on each such side, and the forms of labels shown 
in Exhibits A and B hereto annexed are approved as illustrative of this order and 
as complying with its provisions, and 

(2) Unless respondent, in each of its written advertisements containing said 
words or said mark uses the said legend with equal clearness and conspicuousness : 
Provided, That if an advertisement covers more than one page, respondent shall 
use said legend as aforesaid on each and every page on which said words or said 
mark shall appear, and 

(c) Unless respondent, in each of its radio advertisements containing said words 
or said mark, makes the statement contained in said legend with equal clearness and 
conspicuousness. 

It is further ordered, That anything herein to the contrary notwithstanding, 
respondent may continue to use the labels for paper towels that were already printed 
on August 12, 1946, as compliance with the provisions of the aforesaid paragraph 
(a), until such labels are exhausted. 

It is further ordered, That the respondent shall, within sixty (60) days after 
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service upon it of this order, file with the Commission a report in writing setting 
forth in detail the manner and form in which it is complying with this order. 
By the Commission. 


Otis B. JOHNSON, 
Secretary. 


BOOK REVIEW 


TEXTILE BRAND NAMEs Dictionary, Textile Book Publishers, Inc., New York, 
1947 ; Price $6.00 in U. S. and Canada, $7.00 in other countries. 


The purpose of this book is to serve as a handy compendium of all important 
trade-marks presently used in the textile industry. The main part of the book 
begins with an alphabetical listing of “Brand Names and Their Trade-Marks.” This 
title is, perhaps, somewhat misleading inasmuch as brand names and trade-marks 
are usually considered synonymous. A study of this part of the book reveals that 
the notation “brand name” is used for the actual wording or letters of all textile 
marks which consist exclusively or predominantly of letters or words. There is no 
question that this alphabetical listing of registered textile trade-marks, including 
their serial numbers, disclaimers, classes and the dates of use will be of considerable 
help not only to the trade but to the legal profession in making trade-mark searches. 

Following this alphabetical index of registered marks is an additional catalog of 
what is perhaps unfortunately called “Unnamed Trade-Marks” (p. 318). This list, 
which is rather brief, consists of picture and design trade-marks used in the textile 
trade which are arranged according to serial number since no alphabetical arrange- 
ment of such marks is possible. All these so-called “unnamed trade-marks” con- 
sist merely of designs or pictures without any supporting language. 

Part II of the book consists of a classified list of brand names. The names here 
listed are the same brand names which are described and listed in the first part of 
the book but are here regrouped in accordance with the fields which they specify in 
their patent applications. This regrouping will undoubtedly greatly facilitate the 
use of the book since a person interested, for instance, in looking up only certain 
trade-marks for cotton piece goods would find a convenient and expeditious way 
here to check existing trade-marks in that particular category. The same would be 
true in such classes as woolen goods, yarns, silks, etc. 

This classified list is followed by an index of companies (p. 363) whose trade- 
marks are listed in the volume. 

The value of this important publication would perhaps have been even greater 
if the introduction prepared by Mr. V. A. Scher of the law firm of Richards & Geier 
had been a little bit more informative as to the registration of trade-marks under the 
new Act of 1946. Indeed, some of the brief remarks made in the introduction may 
possibly lead to a misunderstanding of the scope of the new Act. It is stated, for 
instance, that the principal register is generally for the registration of trade-marks 
“consisting of coined word, designs, slogans, or the like.” It is very doubtful, how- 
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ever, whether slogans, particularly lengthy slogans, are registrable on this register 
since the definition of the word “trade-mark” deliberately excludes slogans and pro- 
vides for their registrability only as service marks or on the supplemental register. 
The phrase “combination of words” in Section 45 was apparently intended to cover 
such phrases as “Coca-Cola” or “Bromo-Seltzer” and the like, but was not intended 
to include ordinary advertising slogans even though some of those may have been 
registered under the old Act of 1905. 

With regard to the supplemental register, the introduction merely states that it 
is “available for the registration of trade-marks consisting of geographic terms and 
proper names which have been in use for a comparatively short time.” This is a 
somewhat misleading statement since this register is likewise available for descrip- 
tive terms and under the new Act also for packages, designs, labels, configurations 
of goods, etc. It is suggested that in the next edition of the compendium a few 
sentences be added which would clarify the actual significance and scope of the two 
registers available under the new Act. 

As a whole, this compendium may well be recommended to the members of the 
Association and to the legal profession and will be a valuable tool in the examina- 
tion and adoption of trade-marks in the textile industry. 

W. J 


D. 


TRADE SLOGANS 


We publish below trade slogans in use by one of our members with a view to placing on 
record our member’s claim thereto. This service is rendered without charge to all members of 
the Association. 


“The Music America Loves Best” Radio Corp. of America 
“The Music You Want” Radio Corp. of America 
“The Music You Want When You Want It” Radio-Corp. of America 
“The Gift That Keeps On Going” Radio Corp. of America 
“The Fountain Head of Modern Tube Development Is RCA” Radio Corp. of America 
“The World’s Greatest Artists Are on RCA Victor Records” Radio Corp. of America 
“Parade of Stars” National Broadcasting Company 








THE TRADE-MARK REPORTER 


PART ITI 


APOLLO SHIRT COMPANY v. THE ENRO SHIRT COMPANY, INC. 
No. 5372—C. C. P. A——January 6, 1948 








TRADE-MarKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Sport,” held merely descriptive of men’s shirts. 
CourTs—PLEADING AND PracticeE—Jupic1AL NoTIce 
Court takes judicial notice of fact, well known in the commerce of the United States, 
that so-called “sport shirts,” “undershirts,” “work shirts,” and “dress shirts” are sold in the 
same stores to the general public. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Sportmaster,” held confusingly similar to “Sporster,” used on similar goods, under the 
1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
While neither party is entitled to exclusive use of the word “Sport,” which is merely 
descriptive of the goods of both, the trade-marks should be considered in their entireties ; 
and the public should not be required to dissect or analyze the marks in order to avoid con- 
fusion as to the origin of goods. 







” 46 ” 44 











Appeal from Commissioner’s decision sustaining petition to cancel trade-mark 


registration. 
Apollo Shirt Company appeals from cancellation of its trade-mark registra- 


tion. Affirmed. 


Mock & Blum (Asher Blum and Charles R. Allen of counsel) for appellant. 
Edward A. Brand for appellee. 


Before Garrett, Presiding Judge, and BLAND, HATFIELD, JACKSON, and 
O’ConNELL, Associate Judges. 


















HATFIELD, J.: . 


This is an appeal in a trade-mark cancellation proceeding from the decision of 
the Commissioner of Patents, 69 U. S. P. Q. 443, affirming the decision of the 
Examiner of Interferences sustaining appellee’s petition for the cancellation of 
appellant’s registered trade-mark “Sportmaster’’ for use on “Men’s Dress, Work, 
and Under Shirts.” 

Appellant’s mark, registration No. 336,803, was registered July 21, 1936, under 
the Trade-Mark Act of February 20, 1905, on an application filed March 9, 1936. 

Appellee’s petition for cancellation of appellant’s registered trade-mark was filed 
March 22, 1944, and was based upon the use of the trade-mark “Sportster,” reg- 
istered June 15, 1926, on an application filed April 1, 1925, registration No. 214,199, 
for use on sport shirts. 

No testimony was introduced by either of the parties, and the only evidence in 
the case consists of the trade-mark registrations of the parties. Although counsel 
for appellant gave notice under Rule 154(e) of the Rules of Practice in the United 
States Patent Office that they would rely at final hearing in the Patent Office on 
various trade-mark registrations, they are not in the record before us and no reason 
is given in the brief of counsel for appellant as to the purpose of introducing them. 
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It is not questioned here by counsel for appellant that the goods of the parties 
possess the same descriptive properties, and the sole issue in the case is whether 
the respective marks of the parties are confusingly similar, within the purview of 
Section 5 of the Trade-Mark Act of February 20, 1905. 

The petition for cancellation of appellant’s mark was filed by appellee under 
Section 13 of the Trade-Mark Act of February 20, 1905, and it is not claimed here 
by counsel for either of the parties that the Trade-Mark Act of July 5, 1946 
(effective July 5, 1947), has any application to the issues here involved, although 
the appeal was pending in this court on the effective date of that act. 

The Examiner of Trade-Mark Interferences and the Commissioner of Patents 
concurred in holding that the registered marks of the parties were confusingly 
similar ; that appellant was not entitled to use its mark on its goods on the date of 
its application for registration; and that, therefore, its registration should be can- 
celed. 

It is contended here by counsel for appellant that the cumulative differences in 
the respective marks of the parties and of the goods upon which they are used are 
such that the concurrent use of the respective marks by the parties would not be 
likely to cause confusion in trade, and that appellee is not injured by appellant’s reg- 
istration of its mark. In support of that statement, it is argued by counsel for 
appellant that the dominant feature of appellant’s registered mark “Sportmaster”’ 
is the suffix “Master”; that the dominant feature of appellee’s mark is the suffix 
“Ter”; that the prefix “Sports” in appellee’s mark is merely the plural of the prefix 
“Sport” in appellant’s mark; that the prefix “Sport” or “Sports” is merely 
descriptive of the goods of each of the parties; that the suffix “Master” in appel- 
lant’s mark and the suffix “Ter” in appellee’s mark being the dominant features 
of the respective marks, are the only portions of the involved marks which indicate 
origin of the respective goods of the parties ; and that the suffix “Master” in appel- 
lant’s mark is sufficiently distinguishable from the suffix “Ter” in appellee’s mark 
so that confusion as to the origin of the respective goods of the parties would not 
be likely to occur. 

Counsel for appellant quoted, evidently with approval, the following statement 
from the decision of the commission, which reads: 


I agree with respondent [appellant] that the word “sport,” as applied to wearing 
apparel generally, and to shirts particularly, is descriptive. The dictionaries so indicate. 
In consequence, neither of the marks in question is dominated thereby. 


It would seem to be evident, from the argument of counsel for appellant that 
although appellant’s registered mark “Sportmaster” is for use on “Men’s Dress, 
Work, and Under Shirts,” the prefix “Sport” in appellant’s trade-mark” is merely 
descriptive of the goods upon which its mark is used, and that, therefore, the 
trade-mark “Sportmaster” on the goods upon which the mark is used, includes 
sport shirts, or that in the natural extension of its business, appellant contemplates 
the use of the trade-mark “Sportmaster” on sport shirts. 

As hereinbefore noted, each of the tribunals of the Patent Office concluded 
that consjdering the marks in their entireties, and the goods upon which they were 
used, the marks were confusingly similar and that appellee would be injured by the 
use of appellant’s mark on its goods. 
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It is well known in the commerce of the United States, of which the court may 
take judicial notice, that so-called “sport shirts,” “undershirts,” “work shirts,” and 
“dress shirts” are sold in the same stores to the general public, so the question pre- 
sented is whether, considering the goods of the parties and their respective marks, 
confusion in trade would be likely to occur by the concurrent use of the marks of 
the parties on their goods. 

We are of opinion, as were the tribunals of the Patent Office, that the marks are 
confusingly similar and that appellee would likely be injured by the use of the 
registered mark “Sportmaster” on shirts possessing the same descriptive properties 
as those on which appellee uses its mark “Sportster.” It clearly appears that the 
last four letters of the marks end in the letters “ster” and that the only differ- 
ence is that appellant’s mark has the letters “ma’’ which do not appear in appellee’s 
mark. It is true that neither of the parties is entitled to the exclusive use of the 
word “‘sport” as a trade-mark, as i tis merely descriptive of the goods upon which the 
mark is used by each of the parties. 

We have given careful consideration to the arguments presented here by counsel 
for appellant, and the cases cited upon which they rely, but are unable to hold that 
the trade-mark ‘“‘Sportmaster” for use on appellant’s goods is not confusingly 
similar to the trade-mark “Sportster” as used by appellee on its goods, and that 
appellee would not likely be injured by the use of the trade-mark “Sportmaster.”’ 

We have frequently held in opposition and cancellation proceedings that trade- 
marks should be considered in their entireties, and that the public should not be 
required to dissect or analyze trade-marks in order to avoid confusion as to the 
origin of goods. It is unnecessary that we cite decisions in support of these state- 
ments. 

After careful consideration we are of opinion that the tribunals of the Patent 
Office reached the right conclusion. Accordingly, the decision of the Commissioner 
of Patents is affirmed. 
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BLAND, J., sat during the argument of this case, but resigned before the opinion 
was prepared. 
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APOLLO SHIRT COMPANY v. THE ENRO SHIRT COMPANY, INC. 
No. 5374—C. C. P. A.—January 6, 1948 


TRADE- MARKS—REGISTRABILITY—SUGGESTIVENESS 
“Sportster,” while highly suggestive, held not merely descriptive of sport shirts, under 
1905 Act. 
Appeal from Commissioner of Patents in cancellation proceeding. 
Apollo Shirt Company appeals from Commissioner’s refusal to cancel registra- 
tion of The Enro Shirt Company, Inc. Affirmed. 


Mock & Blum (Asher Blum and Charles R. Allen of counsel) for appellant. 
Edward A. Brand for appellee. 


Before Garrett, Presiding Judge, and BLanp, HatTFIELD, JACKSON, and 
O’ConneELL, Associate Judges. 


Jackson, J.: 


This is an appeal, in a trade-mark cancellation proceeding, from a decision of 
the Commissioner of Patents, 69 U. S. P. Q. 444, affirming that of the Examiner 
of Interferences dismissing appellant’s petition to cancel the registration of appellee’s 
mark, “Sportster” dated June 15, 1926, on an application filed April 1, 1925, claim- 
ing use of the mark since August, 1924, on the ground that the said mark as applied 


to sport shirts is descriptive. 

Appellant is the owner of the registered mark “Sportmaster” as used on “Men’s 
Dress, Work, and Undershirts.” The mark was registered July 21, 1936, on an 
appplication filed March 9, 1936, and is said to have been in use since February 
24, 1936. 

In its petition, filed under Section 15 of the Trade-Mark Act of 1905, appellant 
invoked the descriptiveness clause of Section 5 of the Act as the statutory ground 
for cancellation. Appellant alleged that appellee had previously filed a petition to 
cancel the mark “Sportmaster’” on the ground of confusing similarity between the 
marks “Sportster” and “Sportmaster” and that it was damaged by such petition; 
and that it will be further damaged if its registration for the word “Sportmaster” 
were canceled, and that such damage could only be mitigated by the cancellation 
of appellee’s mark in this proceeding. 

The cancellation proceeding initiated by appellee’s petition, as aforesaid, was 
finally determined in Appeal No. 5372, entitled Apollo Shirt Company v. The 
Enro Shirt Company, Inc., in favor of appellee and decided concurrently here- 
with. 

There is no contention by the parties that the Trade-Mark Act of 1946 has any 
application to the present proceeding and the sole question to be decided is whether 
or not appellee’s mark “Sportster” is descriptive of the goods to which it is applied. 

Only the petitioner has taken testimony. 

It is contended by appellant that the word “Sportster” has a similar meaning 
and is equivalent to the word “sporter.” That word is defined in Webster’s new 
International Dictionary, Second Edition, Unabridged, as ‘‘one who sports ; a sports- 
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man; also, Colloq., one who wears sport clothes, or who spends lavishly and 
ostentatiously.” While appellee contends “Sportster” is a natural word properly 
used to describe a sportsman who ostensibly would be clad in sports attire, it bases 
its reasoning on such contention by the meanings attached to such common words 
as “gamester,” “‘songster,” “funster,” “trickster,” “teamster,” etc. It endeavors 
to invariably attach the same meaning to the suffixes “ster” and “er.” It apparently 
invokes the law of usage by which coined words by reason of long general use 
become fixed in the English vocabulary, arguing that one who would use the 
word “sporter’” would probably be a person of erudition, but that the public in 
general would say and would refer to a sportsman as a “sportster.” 

That the term “sportster” has not up to the present time been embodied in the 
English vocabulary under the law of usage is clear. It does not appear in any dic- 
tionary that has been called to our attention or to which we have access. 

Furthermore, appellant has not by its evidence satisfied the tribunals of the 
Patent Office nor this court that appellee’s mark is descriptive of sport shirts, and, 
therefore, we must conclude, as did the Examiner of Interferences and the commis- 
sioner, that, since no use has been shown of such word in a descriptive sense, the 
decision appealed from should be affirmed. The term is probably highly suggestive, 
but, in our opinion, it cannot properly be held as merely descriptive of the goods 
to which it is applied as required by the statute. 

We find no error in the decision appealed from, and it is accordingly affirmed. 


BLAND, J., sat during the arguments of this case, but resigned before the opinion 
was prepared. 


WEST DISINFECTING COMPANY v. CLIFF C. OWEN 
No. 5367—C. C. P. A.—January 6, 1948 


TrapE-Marks—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Preparation used internally for coughs due to colds, held goods of the same descriptive 
properties as drugs and chemicals having antiseptic properties, used for gargle and mouth- 
wash or externally, and air purifying preparations, animal dips, deodorants, disinfectants 
and germicides. 
Trape-MArRKsS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“O-N” on a black background, held confusingly similar to “CN,” on a black back- 
ground, used on similar goods, under the 1905 Act. 
TrapE-Mark Acr oF 1946—AppLICABILITY TO PENDING APPEALS—SECTION 19 
Before the doctrine of laches may be applied, something more than mere lapse of time 
must exist. 
Edward A. Willson (Grafo Colloids Corp. joined) v. Graphol Products Co., Inc., 
distinguished. 
CANCELLATION—DEFENSES—LACHES AND ESTOPPEL 
Laches and estoppel held not applicable on the facts affirmatively appearing of record. 
CANCELLATION—DEFENSES—“I NCONTESTABILITY” 
“Incontestability” of appellee’s mark, held not a proper issue herein; appellee’s mark being 
registered under 1905 Act and not under 1946 Act, appellee’s use for more than five years is 
immaterial. 


Appeal from Commissioner’s decision dismissing petition to cancel trade-mark 
registration. 
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West Disinfecting Company appeals from Commissioner’s decision dismissing 
petition to cancel trade-mark registration. Reversed. 


Harvey B. Jacosson (J. Edward Burch of counsel) for appellant. 
Lester L. SARGENT (Charles R. Allen of counsel) for appellee. 


Before Garrett, Presiding Judge, and BLAND, HATFIELD, JACKSON, and O’Con- 
NELL, Associate Judges. 


HATFIELD, J.: 


This is an appeal in a trade-mark cancellation proceeding from the decision of 
the Commissioner of Patents, 69 U. S. P. Q. 439, reversing the decision of the 
Examiner of Interferences sustaining appellant’s petition for the cancellation of 
appellee’s registered mark “O-N,” on a black background, for use on preparations 
for colds. 

Appellee’s mark, registration No. 377,500, was registered May 7, 1940, under 
the Trade-Mark Act of February 20, 1905, on an application filed November 4, 
1939. 

Appellant’s petition for cancellation was filed April 13, 1944, pursuant to Sec- 
tion 13 of the Trade-Mark Act of February 20, 1905, and involves the confusion 
in trade clause of Section 5 of that act. 

In its petition for cancellation, appellant alleged that it had used the trade-mark 
“CN,” on a black background, since about July 15, 1899; that its mark was reg- 
istered July 21, 1903, registration No. 40,795, on an application filed June 10, 1903, 
for use on drugs and chemicals, which registration was renewed August 8, 1905, 
registration No. 45,143, on an application filed April 26, 1905, for use on similar 
goods; and that its trade-mark was also registered August 2, 1932, on an applica- 
tion filed March 2, 1931, registration No. 296,198, for use on 


Air-purifying preparations, antiseptics, antiseptic preparations, animal dips, deodorants, 
deodorizing preparations, disinfectants, liquid disinfectants, disinfecting preparations, 
germicides ; insecticides in liquid, powder, and solid form; chemical preparations for use 
in disinfecting and cleaning bowls, pipes, etc.; chemical preparations for air-purifying 
purposes... . 


It is further alleged in appellant’s application for cancellation that the goods of 
the parties possess the same descriptive properties; that the marks of the parties 
are confusingly similar; and that appellant deems itself injured by the registration 
of appellee’s trade-mark. 

In answer to appellant’s petition for cancellation, appellee stated that he was 
not informed as to many of the allegations contained in appellant’s petition for 
cancellation, and denied that appellant was entitled to the exclusive use of its mark 
“CN” for use on drugs and chemical preparations and goods of like character. 

It may be stated at this point that the only issue raised in the Patent Office and 
in the briefs of counsel for appellee, prior to the oral arguments in this court, was 
whether the trade-marks of the parties were confusingly similar when used on their 
respective goods. At the time of the oral arguments in this court, the question was 
raised from the bench as to whether the Trade-Mark Act of July 5, 1946 (effective 
July 5, 1947), was applicable to the issues here involved, and specifically whether 
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Section 47(b) and Section 19 of that act should be considered by this court, in 
view of the record here presented. Counsel for appellee were in disagreement as to 
the application of that act to the issues here involved. A supplemental brief was 
filed by counsel for appellee in which it was stated by Mr. Lester L. Sargent, one 
of counsel for appellee, that the new Trade-Mark Act had application to the 
issues here involved, particularly Section 19 of that act relating to laches; whereas 
Mr. Charles R. Allen, according to the supplemental brief of counsel for appellee, 
disagreed with Mr. Sargent as to the application of the provisions of that section. 

The first question for our consideration is whether the marks of the parties 
are confusingly similar as used on their respective goods. 

It appears from the record that at the time appellee filed his application for reg- 
istration he, in accordance with Rule 31 of the Rules of Practice in the United 
States Patent Office, filed a specimen, or facsimile, of the mark as actually used on 
his goods. It appears, therefrom, that appellee’s mark “O-N” was used on a 
medicinal preparation for coughs due to colds, which preparation included a variety 
of ingredients, such as beachwood creosote, an oily antiseptic liquid used both 
externally and internally as an antiseptic. See Webster’s New International Dic- 
tionary, 2nd Edition, 1939, and United States Dispensatory, 23rd Edition, 1943, 
page 352. It also appears from the specimen that appellee’s cold preparation is 
‘““Mentholated-Creosoted.”’ 

It further appears from the record that appellant’s mark “CN” has been con- 
tinuously used by appellant since about July 15, 1899, on drugs and chemicals and, 
as hereinbefore stated, its mark was registered July 21, 1903, which registration 
was renewed August 8, 1905, for use on drugs and chemicals, and that appellant’s 
trade-mark was also registered August 2, 1932, for use on various preparations here- 
inbefore set forth. 

The term “drugs” is defined by lexicographers as “Any substance used as a 
medicine, or in the composition of medicine (Webster’s New International Diction- 
ary, 1932), or in making medicines (Webster’s New International Dictionary, 2nd 
Edition, 1939), for internal or external use: .... (Italics ours.) 

The Examiner of Interferences was of opinion that the goods of the parties 
belonged to the “class of medicinal or pharmaceutical preparations which would be 
reasonably likely to have a common source of personal origin,” and that the goods 
possessed the same descriptive properties. In support of that conclusion, the 
examiner cited the case of Campbell Products, Inc. v. John Wyeth & Bro., Inc., 
31 C. C. P. A. (Patents) 1217, 143 F. (2d) 977, 62 U. S. P. Q. 302, where it 
was held that a non-poisonous collodial aluminum-hydroxide fortified with ‘“‘Nova- 
tropine” (homatropinemethylbromide), used internally for the treatment of peptic 
ulcers and gastric hyperacidity on the one hand, and poisonous externally-applied 
lotion for treatment of skin-disease impetigo on the other hand, possessed the 
same descriptive properties. The examiner further held that the trade-marks were 
confusingly similar, and, accordingly, sustained appellant’s petition for cancellation 
of appellee’s trade-mark. 

The Commissioner of Patents, on appeal, stated that in view of our decision in 
the case of Mulhens & Kropff, Inc. v. Adolph C. Onnen, 17 C. C. P. A. (Patents) 
831, 37 F. (2d) 435, 4 U. S. Pat. Q. 150, it might be properly held that the goods 
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of the parties did not possess the same descriptive properties. He further stated, 
however, that in the decision in the case of Vick Chemical Co. v. Central City Chem- 
ical Co., 22 C. C. P. A. (Patents) 996, 75 F. (2d) 517, 24 U. S. Pat. Q. 386, it 
was held that medicated salve, nose and throat drops, and medicated cough drops on 
which appellant there used the trade-mark “Vicks” possessed the same descriptive 
properties as insecticides on which appellee used the trade-mark “Lix,” but that 
as the court in that case held that considering the difference in the goods and the 
difference in the marks, the marks were not confusingly similar, he was of opinion 
that considering the difference in the goods of the respective parties in the instant 
case, and the difference in the involved marks, there was no likelihood of confusion 
by the concurrent use of the parties of their respective marks on their goods. The 
comunissioner further stated that appellee had used his mark on his goods for “‘nearly 
twenty years,” that there was no evidence of actual confusion between the marks of 
the parties; that appellee’s mark is a ‘“‘valuable business asset’’ and that his reg- 
istration should not be lightly canceled and, accordingly, reversed the decision of 
the Examiner of Interferences. 

It is true, as argued by counsel for appellee, and as held by the commissioner, 
that there is a difference in the goods of the parties and that there is also a difference, 
although slight, in the marks of the parties. However, we are of opinion, as was 
the court in the case of Vick Chemical Co. v. Central City Chemical Co., supra, 
that the goods of the parties possesges the same descriptive properties. 

Drugs are substances used as a medicine, although appellee’s goods are used 
internally, whereas appellant’s goods are used externally. Each, however, as here- 
inbefore observed, has antiseptic properties. 

It appears from the record that appellant’s product was advertised for use as a 
gargle and mouthwash (see exhibit 14) for at least ten years prior to the taking 
of the testimony in this case—August, 1944. It further appears from the evidence 
that the goods of the parties are advertised in various magazines and over the radio, 
although apparently their advertisements over the radio are somewhat limited in 
scope ; that appellant’s sales in 1943 amounted to $368,354; that appellant’s goods 
were sold throughout the United States; that from 1939 to the time of the taking 
of the testimony, appellant expended approximately $356,422 in advertising its 
goods and its trade-mark, and that during the same period its sales amounted to 
approximately $1,774,000; that appellee sold his goods, including his antiseptic, 
throughout the southeastern part of the United States only ; that his sales amounted 
to $82,000 during the year 1943; and that his sales during 1944 increased about 
fifteen per centum over his sales in 1943. 

It is evident that the goods of the parties are used as a medicine and that they 
are drugs within the meaning of that term, as defined by the lexicographers. Further- 
more, it appears from the record that appellee, in the natural course of his busi- 
ness, extended the use of his trade-mark “O-N” to an antiseptic for external use 
and, as is stated in the record, his antiseptic will usually relieve ‘discomfort due to 
athletes foot, poison oak, mosquito bites . . . . and other simple skin irritation in a 
few minutes.” Accordingly, appellee was of opinion that an antiseptic for external 
use possessed the same descriptive properties as a preparation for colds, upon 
which he used his trade-mark “O-N.” Furthermore, as we interpret appellee's 
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testimony, it would be a natural thing for one engaged in the manufacture of anti- 
septics to produce a medicinal preparation for coughs due to colds. 

It further appears from the record that for twenty-eight years prior to appellee’s 
adoption and use of the trade-mark “O-N” on his product, appellant had used its 
mark “CN” on drugs and chemicals, including antiseptics for external use, and 
had registered its mark twenty-four years prior to appellee’s adoption and use of 
his mark, and thirty-seven years prior to the date of appellee’s registration. We are 
of opinion, therefore, for the reasons hereinbefore stated, that the goods of the 
parties possess the same descriptive properties, and that the marks “O-N” and 
“CN” are so similar as, in our opinion, to cause confusion in the mind of the pub- 
lic as to the origin of the goods of the respective parties. 

We come now to a consideration of whether the application of Section 19 of 
the Trade-Mark Act of July 5, 1946 (effective July 5, 1947), Chap. 540, 60 Stat. 
L. 427 et seq., is applicable to the issues here involved. It is argued in the supple- 
mental brief filed by counsel for appellee, Lester L. Sargent, in which his associate 
counsel, Charles R. Allen disagrees, that as appellee’s trade-mark was used for more 
than five years prior to the petition for cancellation, the registration was incontest- 
able under that act, and that laches on the part of appellant should be taken into 
consideration. 

It affirmatively appears from the record that appellee had no knowledge, actual 
or implied, of the use of appellant’s trade-mark on its goods until April 1944, sub- 
stantially four years after appellee’s trade-mark was registered, and many years 
subsequent to the registrations, as hereinbefore noted, of appellant’s trade-mark, at 
which time appellee received a letter notifying him of appellant’s trade-mark for 
use on its goods, although appellee’s trade-mark was registered May 7, 1940. It is 
obvious, therefore, that the element of estoppel whereby appellee might have been 
injured or caused to believe that he had a right to use his registered mark because of 
the delay on the part of appellant in filing its cancellation proceeding or otherwise 
objecting to the use of appellee’s mark, is not present in the instant case. Further- 
more, the elements of estoppel whereby appellee may have been injured through the 
delay by the proceedings here involved, are wholly absent in this case. It is well 
settled that before the doctrine of laches may be applied, something more than a 
mere lapse of time must exist. See Menendez v. Holt, 128 U.S. 514, 523; Johnston 
v. Standard Mining Co., 148 U. S. 360, 370; and Standard Oil Co. v. Michie, 34 
F. (2d) 802, 804. It should be recalled that the cancellation proceeding here 
involved was filed under the provisions of Section 13 of the Trade-Mark Act of 
February 20, 1905. 

One of counsel for appellee, as hereinbefore noted, argues that as appellee’s mark 
has been used for more than five years, it is incontestable under Section 15 of the 
Trade-Mark Act of July 5, 1946 (effective July 5, 1947). It may be observed in 
this connection that appellee’s trade-mark has not been registered under that act 
and, therefore, the provisions as to the incontestability of appellee’s mark is not a 
proper issue in this case. 

The issues in the instant case are clearly distinguishable from our decision in 
the case of Edward A. Willson (Grafo Colloids Corp., Joined) v. Graphol Prod- 
ucts Co., Inc., Patent Appeal No. 5363, decided concurrently herewith, where it 
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was held that, owing to the state of the record there presented, the question of laches, 
as provided in Section 19 of the Trade-Mark Act of July 5, 1946 (effective July 5, 
1947), was a proper issue in the case and, for that reason, the case was reversed 
and remanded. 

Although counsel for appellee suggest that Section 19, supra, relating to laches, 
has application to the issues here involved, they do not suggest that should the case 
be remanded to the Patent Office they might introduce evidence relating to that 
issue. 

For that reasons stated, the decision of the Commissioner of Patents is reversed. 


BLAND, J., sat during the argument of this case, but resigned before the opinion 
was prepared. 


EDWARD A. WILLSON (GRAPHO COLLOIDS CORP., Jornep) v. 
GRAPHOL PRODUCTS CO., INC. 


No. 5363—C. C. P. A.—January 6, 1948 


TrADE-MarkK Act oF 1946—AppPLICABILITY TO PENDING ApPEALS—LACHES 
Permission granted to parties to file supplemental briefs on question as to whether or not 
Section 19, of 1946 Act, is applicable to cancellation proceedings filed under 1905 Act, prior 
to effective date of 1946 Act, and in which appeal is now pending from Commissioner’s 
decision. 
CANCELLATION—PLEADING AND PRACTICE—REMAND OF PROCEEDINGS 
Because of state of the record and fact that defense of laches is now cognizable, proceed- 
ings remanded for taking evidence on the question of laches raised by the pleadings but not 
determined by the tribunals of the Patent Office, which decided the proceedings on the basis 
of the 1905 Act then in force. 


Appeal from Commissioner of Patents, on consolidated record, in cancellation 
proceedings. 

Edward A. Willson (Grafo Colloids Corp., Joined) appeals from Commis- 
sioner’s affirmance of decisions cancelling registrations on petitions by Graphol 
Products Co., Inc. Remanded. 


William B. Jaspert for appellant. 
Cushman, Darby & Cushman (John J. Darby and William M. Cushman of counsel) 


for appellee. 


Before GarrETT, Presiding Judge, and BLAND, HATFIELD, JACKSON, and O’Con- 
NELL, Associate Judges. 


Jackson, J.: 


This appeal is from a decision of the Commissioner of Patents, 60 U. S. P. Q. 
18, affirming decisions of the Examiner of Interferences in two cancellation pro- 
ceedings. The cases were submitted on a single record and were consolidated for 
appeal to the commissioner. They are before us as a single case and will be so 
decided. 

On September 4, 1934, registration No. 316,676 of the trade-mark “Grafo” as 
applied to “Lubricating Oil Compound” was granted appellant, Edward A. Will- 
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son, doing business under the trade-name of Grafo Lubricating Company. Contin- 
uous use of the mark was stated to have begun August 9, 1933. Doing business 
under the same name, he was granted registration No. 310,077 for the mark 
“Grafolube” as applied to “Lubricating Oil Compounds” on February 13, 1934, stat- 
ing the mark had been continuously used since August 9, 1933. Subsequently, the 
two marks were assigned by him to the Grafo Lubricants Corporation, the name of 
which was later changed to Grafo Colloids Corporation. After the taking of testi- 
mony, and prior to the decisions of the Examiner of Interferences, it was agreed 
by stipulation that Grafo Colloids Corporation should be considered as a party- 
respondent. 

Appellee is the owner of registration No. 194,841 for the mark “Graphol.” The 
mark was registered January 27, 1925, as applied to “Rust Solvent and Penetrat- 
ing Lubricant.” Continuous use was stated to be since January, 1922. 

On May 4, 1944, about ten years subsequent to the dates of appellants’ reg- 
istrations, appellee filed petitions to cancel them pursuant to Section 13 of the 
Trade-Mark Act of 1905 (U. S. C., title 15, Section 95). 

The allegations in the petitions relate to the confusion in trade clause of Sec- 
tion 5 of the Act as the statutory ground for negativing appellants’ right to reg- 
istration, and there is the further allegation that the marks had been abandoned. 

In answers to the petitions, it is admitted that the goods of the parties are of the 
same descriptive properties, but in all other respects the allegations of appellee are 
denied. In one of the affirmative defenses, appearing in the answers, it is alleged 
that appellee is barred by laches, and, therefore, has lost the right to institute can- 
cellation proceedings, and that appellants would be injured if deprived of the use 
of their marks. The affirmative defenses were not traversed by appellee who, 
relying upon its registration date to establish priority of use of its mark, took no testi- 
mony. Appellant took testimony. 

Appellant Willson, the only witness, testified that the marks of appellants have 
been in continuous use since August 9, 1933, and have not been abandoned; that 
he knew of no actual confusion between appellants’ marks and other marks applied 
to lubricating oils and greases; that he knew of no instance where a purchaser of 
lubricating oils and greases had mistaken appellants’ trade-marked product for that 
of another manufacturer ; that appellants’ products, bearing their trade-marks, have 
never been confused with the product to which appellee’s mark is applied. 

It was shown that the marks of appellants have been nationally advertised in 
the Thomas Register of American Manufacturers, a trade journal entitled Jobber 
Topics and a magazine entitled Purchasing since 1935; that the products bearing 
its said marks are sold in 55 cities and 10 states of this country and in Spain, 
Australia and Canada; that the dollar volume of sales for the year 1944 was 
$55,000.00; that the average sales prior to the recent war amounted to approxi- 
mately $30,000.00 per year; and the witness stated that it would cost appellants 
many thousands of dollars and cause irreparable loss to their business if they 
were forced to change their marks. 

The tribunals of the Patent Office held that the marks of appellants so 
closely resemble the mark of appellee that, when used on goods of admittedly the 
same descriptive properties, they would be likely to cause confusion in trade and 
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deception of purchasers, and, therefore, concluded that appellee was entitled to have 
its petitions for cancellation granted. 

In its appeal to the commissioner, appellants not only predicated error in the 
examiner’s holding on the merits, but also on the ground that the examiner did 
not hold appellee to have been barred by laches. 

While neither the Examiner of Interferences nor the commissioner gave any 
consideration to appellants’ affirmative defense of laches, and while no allegation of 
error in that respect appears in the reasons of appeal to this court, appellants in 
their main brief citing Section 47(b), title XX of the Trade-Mark Act of 1946 
(effective July 5, 1947), assert that we should apply the provisions of that Act and 
remand the case to the commissioner for the taking of additional evidence, or for a 
new trial, or for reconsideration of the decision appealed from on the present rec- 
ord by application of Section 19 of the Act. 

Appellee in its main brief asserts that since there is no evidence of its knowledge 
of the use of appellents’ marks, that laches cannot apply; and that even if such 
evidence were established it would be no bar to appellee’s right to cancellation, cit- 
ing the case of White House Milk Products Co. v. Dwinell-Wright Co., 27 
C. C. P. A. (Patents) 1194, 111 F. (2d) 490, 495, 45 U. S. P. Q. 444. It con- 
tends that the Trade-Mark Act of 1946 can have no application here because the 
proceedings were instituted pursuant to the Trade-Mark Act of 1905, and were 
decided by both the examiner and commissioner accordingly. It pointed out that 
appellants’ registrations were granted under the former Act and admittedly had 
not been transferred to the principal register provided for in the Act of 1946, nor 
had they applied for transfer to that register. 

At the time of argument, we granted the parties permission to file supplemental 
briefs on the question of whether or not Section 19 of the Trade-Mark Act of 1946 
is applicable. Such briefs were filed and they amplify the arguments of the parties 
appearing in their main briefs with respect to laches. 

Section 19 reads as follows: 


Section 19. In all inter partes proceedings equitable principle of laches, estoppel, 
and acquiescence, where applicable may be considered and applied. The provisions of this 
section shall also govern proceedings heretofore begun in the Patent Office and not finally 
determined. (Italics ours.) 


The application of that section, we think, is controlled by Sections 46 (a) 
and 47 (b). The part of Section 46 (a) that we deem material here reads as fol- 
lows: 


Sec. 46 (a). This Act shall be in force and take effect one year from its enactment, 
but except as otherwise herein specifically provided shall not affect any suit, proceeding, 
or appeal then pending. (Italics ours.) 


Section 47 (b) reads as follows: 


Sec. 47 (b). In any case in which an appeal is pending before the United States 
Court of Customs and Patent Appeals or any United States Circuit Court of Appeals or 
the United States Court of Appeals for the District of Columbia or the United States 
Supreme Court at the effective date of this Act [July 5, 1947], the court, if it be of the 
opinion that the provisions of this Act are applicable to the subject matter of the appeal, 
may apply such provision or may remand the case to the Commissioner or to the district 
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court for the taking of additional evidence or a new trial or for reconsideration of the 
decision on the record as made as the appellate court may deem proper. (J/talics ours.) 


It appeals to us that the expression in Section 46 (a), supra, “. . . . except as 
otherwise herein specifically provided . . . . limits the language appearing in Section 
47 (b), supra, .... if it be of the opinion that the provisions of this Act are 
applicable to the subject matter of the appeal,....” Therefore, the appellate courts 
must first be convinced that the applicability of any section of the new Act to a 
pending appeal is specifically provided for in the statute before they may properly 
make such application. That specific authorization is contained in Section 19, 
supra, ‘providing for the consideration and applicability of equitable principles in 
proceedings .... heretofore begun in the Patent Office and not finally determined.” 

In the present inter partes proceedings, it is clear that they were begun in the 
Patent Office prior to the effective date of the new Trade-Mark Act, July 5, 1947, 
and have not been finally determined because of the appeal to this court. There- 
fore, if, in our opinion, the provisions of the new Act are applicable to the subject 
matter of the appeal herein, we may apply Section 19 in the light of Section 47 (b), 
supra. 

The petitions herein were not filed until about ten years subsequent to the dates 
of appellants’ registrations. If registrations in the Patent Office are to be considered 
as public records, it would appear that appellee might be deemed to have had con- 
structive notice of them as of the dates thereon. If knowledge is to be presumed 
by reason of such notice, and appellee knowingly stood idly by for about ten years 
during which time appellants innocently conducted, developed, and advertised their 
business, it would seem that the doctrine of laches could apply. Appellants alleged 
such delay and damage to them as constituting a bar to the prosecution of the can- 
cellation proceedings. That allegation was not denied by appellee. Ordinarily, 
affirmative allegations in a pleading not traversed by the adverse party are con- 
sidered as admitted. 

Under the Rules of Practice in Trade-Mark Cases adopted and promulgated 
under the authority of the Trade-Mark Act of 1946, rule 23 specifically states that 
the petition to cancel and the answer thereto correspond to the complaint and 
answer such as under the Federal Rules of Civil Procedure apply to the District 
Courts of the United States. The petition constitutes a complaint, and the answer 
to the petition may not only traverse the averments therein, but also set up affirm- 
ative defenses. We see no reason why, even before the promulgation of the said 
Rules of Practice in Trade-Mark Cases, the same analogy does not obtain. Here 
appellants intended to avail themselves of the equitable defense of laches and pleaded 
such defense in the answers. Such affirmative pleading would seem to be necessary 
to secure relief thereunder. See Rule 8 (c), Federal Rules of Civil Procedure. 

Prior to the effective date of the Trade-Mark Act of 1946, the defense of laches 
per se was not available either in the Patent Office or in this court. See White 
House Milk Products Co. v. Dwinell-Wright Co., supra. 

The present proceedings were initiated and completed, as far as the Patent 
Office was concerned, before the effective date of the new Act. Therefore, it is 
clear why the equitable defense pleaded by appellants was not determined by either 
the examiner or the commissioner, and perhaps was the reason why appellee did 
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not traverse such defense. Probably if that defense had been proper under the old 
Act, the allegation of laches would have been traversed by appellee and the issue 
raised thereon would have been tried and decided by the tribunals of the Patent 
Office on a more extended record. 

Appellants’ allegation of damage coupled with the alleged unreasonable delay 
which might constitute laches is, in our opinion, a proper subject matter in this 
appeal and should, for reasons heretofore given, invoke the application of the new 
Act. We think that, given the opportunity, the parties may by evidence support 
their contentions for and against the alleged laches. 

Accordingly, because of the state of the record, we deem it proper to remand 
the causes to the commissioner for the purpose of taking such additional evidence as 
counsel for the parties may desire. 

The causes remanded with directions as hereinbefore indicated. 


BLAND, J., sat during the arguments of this case, but resigned before the opinion 
was prepared. 


HUNTINGTON LABORATORIES, INC. v. ONYX OIL AND CHEMICAL 
COMPANY 


No. 5369—C. C. P. A.—January 6, 1948 


TRADE-MARKS—Marks Nor CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Onyxsan” held not confusingly similar to “‘Derma-San,” used on similar goods, under 
the 1905 Act. 
OPpposITION—PLEADING AND PRACTICE—PROOF OF USE 
Where statement in oath accompanying application giving date of first use was not 
challenged in notice of opposition and nothing occurred to make it incumbent upon appli- 
cant to furnish further evidence of use, lack of statement as to applicant’s use in stipulated 
facts held immaterial. 
TRADE- MARKS—SECONDARY MEANING—PARTICULAR INSTANCES 
Opposer held to have failed to establish secondary meaning in “San.” 
“San” held suggestive and secondary meaning not required to establish its validity. 
TRADE-MARKS—DOMINANT FEATURE—GENERAL 
A word of syllable may constitute dominant portion of a mark without having acquired 
secondary meaning; and a word or syllable having acquired secondary meaning does not 
thereby necessarily become dominant portion of a mark. 


Appeal from Commissioner of Patents. 
Opposer appeals from dismissal of notice of opposition. Affirmed. 


Ralph G. Lockwood, Dwight B. Galt, and Elmer L. Goldsmith for appellant. 
Kenneth H. Murray, Murray and Parker, and Albert M. Parker for appellee. 


Before Garrett, Presiding Judge, and BLANp, HATFIELD, JACKSON, and 
O’ConNELL, Associate Judges. 


GARRETT, P. J.: 


This is an appeal from the decision rendered by the First Assistant Commis- 
sioner of Patents, the late Hon. Leslie M. Frazer, affirming the decision of the 
Examiner of Interferences in a trade-mark registration opposition proceeding, 
Huntington Laboratories, Inc. v. Onyx Oil and Chemical Co., 69 U.S. P. Q. 440. 





328 THE TRADE-MARK REPORTER 38 T.-M. R. 


On January 4, 1944, appellee filed its application for registration under the 
Trade-Mark Registration Act of February 20, 1905, of the word “Onyxsan” for 
use as a trade-mark for “a quarternary ammonium antiseptic compound for pharma- 
ceutical purposes.” The application alleged continuous use “since March 1938,” 
and was verified by oath of the president of the company. 

On April 12, 1944, appellant filed notice of opposition, the notice being in con- 
ventional form and embracing the customary allegation respecting appellant’s belief 
that it would be damaged by the registration sought by appellee, and, as stated by 
the assistant commissioner, relied “upon one registered mark and three that are 
unregistered. The registered mark is ‘Derma-San’ for ‘disinfectant.’ The unreg- 
istered marks are ‘Deo-San,’ applied to an ‘odorless defactor’; ‘Minto-San,’ 
applied to a ‘mint formaldehyde spray’; and ‘Cabinet-San,’ applied to a ‘bedside 
cabinet deodorant.’’’ The Derma-San mark was registered September 13, 1932, 
upon an application filed May 16, 1932. Use of the mark was alleged “since Jan- 
uary 2, 1932.” “Deo-San” is alleged to have been used “since 1938” ; ““Minto- San 

. since 1930”; and “Cabinet-San ... . since 1936.” 

Neither party took depositions, but both introduced stipulated evidence. In 
that on behalf of appellant there is included a list of 29 hyphenated marks stated to 
have been used by it on different of its products. In 26 of these “San” constitutes 
the suffix ; in one the prefix ; and two have the prefix “Sana.” Ten of those having 
the suffix “San” are stated to have been registered. Those hereinbefore named 
relied upon by appellant are included in the list. 

In the brief before us appellant devotes considerable space to two allegations 
which were not referred to in either the decision of the Examiner of Interferences or 
that of the First Assistant Commissioner, and only one of them is mentioned in 
the reasons of appeal to us. 

The allegation not covered by the reasons of appeal is to the effect that appellee’s 
use of Onyxsan was not established by the stimpulated statement of facts introduced 
for appellee, nor otherwise than by the allegation of use as stated in appellee’s appli- 
cation. Since there is no allegation of error on this point, it is not incumbent upon 
us to consider it simply upon the brief, but it is not amiss to say that the statement 
in the oath accompanying appellee’s application as to use “since March 1938” was 
not challenged in appellant’s notice of opposition, and, so far as the record here shows 
nothing occurred which made it incumbent upon appellee to furnish any further 
evidence of use than was furnished in the oath to the application. 

The second allegation which was not discussed by either of the tribunals of the 
Patent Office is that the term “San” has acquired a secondary meaning. The failure 
of the Examiner of Interferences to find this was assigned as error in the appeal 
to the commissioner, but, as has been indicated, the First Assistant Commissioner did 
not discuss it nor pass upon it. In the first of the reasons of appeal to us it is 
alleged : 


The Commissioner erred in not holding that, as to the particular goods, opposer’s 
extensive use of the suffix San for many years in association with prefixes descriptive of 
the goods, has established in “San” a secondary meaning wherein it constitutes the pre- 
dominant part of opposer’s trade-marks as opposer’s family name denoting source of origin, 
.... (Italics supplied.) 
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We not that the allegation of error by the Examiner of Interferences did not 
embrace any statement that appellant’s prefixes used with “San” are “descriptive 
of the goods,” such as is embraced in the reasons of appeal to us. Other than as 
there suggested, there is nothing in the record to indicate that appellant’s prefixes 
have been regarded as being other than suggestive. 

It will be noted that the allegation in the reason of appeal quoted, to the effect 
that appellant’s use of the syllable “San” has established a secondary meaning for 
it, is coupled with the clause reading “wherein it constitutes the predominant part 
of opposer’s trade-marks... .” 

It is not altogether clear to us whether it was the intention of counsel for appel- 
lant to express the view that in order to be held the dominant part of appellant’s 
mark “San” must be held to have acquired a secondary meaning. The brief is not 
as definite upon that point as could be wished, but upon the whole we think it was 
probably not so intended. However, lest we may have misunderstood counsel's 
argument in this regard, we may say that we do not think a secondary meaning 
for “San” has been established by appellant’s use of it, or otherwise. There was 
included in the stipulated evidence on behalf of appellee a list of 45 marks (taken 
from the records of the Patent Office) registered to others than appellant consisting 
of words having the suffix “San,” several of these being hyphenated. A number of 
them bear registration dates prior to the first use of “San’’ shown by appellant, and 
others indicate concurrent use. The products for which they are registered are 
not named on the list, but the prefixes of many of them suggest goods of the same 
general class as the products of appellant. The registrations were not introduced 
for the purpose of questioning the validity or scope of appellant’s registration, but 
for the sole purpose of showing that appellant had not established a secondary mean- 
ing for the term, and we think they properly may be looked to upon that point, 
although they could not be considered on the question of validity. 

Aside from this, we think it would not be a matter of any consequence upon 
the question of what constitutes the dominant part of appellant’s mark if it were 
established that “San” has a secondary meaning as applied to appellant’s goods. A 
word of syllable may constitute the dominant part of a trade-mark without having 
acquired a secondary meaning and a word or syllable which has acquired a secondary 
meaning does not thereby necessarily become the dominant part of a mark. 

So far as we know, the notation “San” has never been regarded as a descriptive 
term. Evidently it bears some relation to the word “sanitary” and like words. As 
such, it is admittedly suggestive when applied to appellant’s products, and it may 
be said that, so far as we are advised, it has never been deemed necessary in order to 
establish the validity of a suggestive mark to show that it had a secondary meaning. 
Indeed, an effort to show that a word has acquired a secondary meaning carries with 
it an implication that such a word is regarded by its proponent as being either 
descriptive or geographic or as having some quality which would normally preclude 
its registration as a trade-mark. 

The brief on behalf of appellant asserts : 


The Commissioner and Court have heretofore held that “San” [“a” and “n” printed 
with small capitals in text] comprises the predominant part of said trade-marks, indicating 
the source of origin. 
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It is pointed out that the Assistant Commissioner in the case of Huntington 
Laboratories, Inc. v. Mathieson Alkali Works, 517 O. G. 823, 46 U. S. P. Q. 388, 
held that ‘““Aqua-San” and “Lustra-San” were likely to be confused with appellant’s 
marks “Liqua-San,” ‘“Auto-San,” and “Derma-San.” It will be noted that the latter 
is one of the marks which appellant pleads in its notice of opposition here. The 
Assistant Commissioner there indicated a belief that “San’’ predominated. 

In his decision in the instant case the Assistant Commissioner referred to his 
decision in the case so cited and stated his reasons for differentiating the two, say- 
ing : 

But the present applicant’s mark, ‘“Onyxsan,” is not hyphenated; nor is it in any sense 
suggestive of applicant’s goods. It differs in appearance from each opposer’s marks, and 
when considered as a whole does not resemble either of them in sound or significance. 
Cf. Syncromatic Air Conditioning Corporation v. Williams Oil-O-Matic Heating Cor- 
poration, 27 C. C. P. A. 1010, 109 Fed. (2d) 784. 


In this case he expressed no view as to “San” predominating. 

Appellant also cites the case of The Hygienic Products Company v. Huntington 
Laboratories, Inc., 54 U. S. P. Q. 111, wherein Assistant Commissioner of Patents 
Van Arsdale affirmed the decision of the Examiner of Interferences holding the 
notation “Sana-Porce” (mark of the Huntington Laboratories, Inc.) for a porce- 
lain cleaner in powder form used on porcelain coated sinks, wash basins, and the 
like, to be unregistrable over the Hygienic Products Company’s mark “Sani-Flush,” 
used upon a cleanser for the same kind of articles. No question as to descriptiveness 
of the respective marks taken as a whole, or of any portion of them, was there 
raised, nor was there any finding as to what was regarded as the dominant part of 
the mark. It was simply held that, notwithstanding the difference in the prefixes, 
the suffixes “Sana” and “Sani” were so similar that their concurrent use upon goods 
of the same descriptive properties would be likely to result in confusion. 

Another case (seemingly a proceeding to cancel) referred to in appellant’s 
brief, styled Huntington Laboratories, Inc. (appellant in the instant case) v. Hill- 
yard Chemical Company, apparently involved “Velva-San” and appellants’ regis- 
tered mark “Liqua-San.” The brief states that “Velva-San” was cancelled. There 
is, however, no citation of any publication in which the decision may be found. We 
assume that it was a manuscript decision of some tribunal of the Patent Office which 
has not been printed. There is nothing said of it in the brief which indicates that 
it would be helpful in the decision of the instant case. 

The decision most emphasized by appellant before us is that of this court in the 
case of Hygienic Products Co. v. Huntington Laboratories, Inc. (appellant here 
and hereinafter so referred to), 31 C. C. P. A. (Patents) 773, 139 F. (2d) 508, 
60 U. S. P. Q. 205. 

There appellant made application for registration of the notation “Toilet-San” 
as a trade-mark for a preparation designed for use as a cleansing powder for water- 
closet bowls and the like, the prefix “Toilet” being disclaimed in the application. 
Hygienic Products Company opposed the registration, alleging ownership of the 
registered trade-mark “Sani-Flush” for goods of the same descriptive properties. 
The Examiner of Interferences dismissed the notice of opposition and the commis- 
sioner (speaking through Assistant Commissioner Van Arsdale) affirmed his deci- 
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sion. 54 U.S. P.Q. 112. Upon appeal we reversed the commissioner’s decision (a 
comprehensive opinion being written by Lenroot, J., and Bland, J., dissenting) and 
denied the registration sought. 

Nothing was there said as to appellant’s suffix, “San,” having acquired a sec- 
ondary meaning, but it was held to be the dominant portion of the particular mark 
of appellant—‘‘Toilet-San’’—there involved. A careful study of our decision in that 
case will, we think, convince the reader that our holding as to the dominance of the 
suffix, grew out of the fact that the prefix “Toilet” was admittedly descriptive 
with respect to the goods there involved. In that particular instance, as is asserted 
in substance in the brief for appellee, the suffix actually was the only registrable por- 
tion of the mark. 

Of course, there was no holding in that case to the effect that “San” constituted 
the dominant part of any mark of appellant other than the one there involved, and 
we do not regard that case as being controlling in the instant case. 

For the purpose of this case we may disregard the three unregistered marks 
specified in appellant’s notice of opposition and compare only ‘‘Derma-San” 
with appellee’s mark “Onyxsan.” 

Derma is a word found in the lexicographies, the meaning of which, according 
to Webster’s New International Dictionary, is “The sensitive layer of the skin 
beneath the epidermis.” ‘“‘San” relates to “sanitary” which is defined by the same 
authority: “.... Of or pertaining to health; designed to secure or preserve health 

.’ So, “Derma-San” applied to a disinfectant implies or suggests that the 
preparation is suitable for use in preserving or restoring the health of the skin. The 
definitions given by other lexicographers examined are the same in purport and 
need not be quoted. 

The term “Onyx,” comprising the first two syllables of appellee’s mark is appar- 
ently purely arbitrary as applied to appellee’s product. Funk & Wagnalls Standard 
Dictionary defines it as a particular variety of quartz consisting of layers of differ- 
ent colors, etc. Webster’s New International Dictionary gives as definitions: ‘a 
claw, finger nail, a veined gem... .” It also gives: “3. Med. A collection of pus in 
the anterior chamber of the eye, resembling a finger nail.” There is nothing in the 
record which indicates that appellee’s quarternary ammonium antiseptic compound 
is used in the treatment of such eye infection. The stipulated evidence on appellee’s 
behalf shows that appellee has used quite a number of trade-marks embracing 
“onyx,” in some as a prefix and in others as a suffix, presumably for a variety of 
products. 

We take it that the suffix “san” has the same meaning in the marks of both 
parties. So, in appellee’s case it suggests that the preparation on which “Onyxsan”’ 
is used is sanitary—that is suitable for use in preserving or restoring health. 

It is obvious that except for the suffix there is not the remotest resemblance 
between the marks here placed in issue. Furthermore, both the prefix and the suffix 
of appellant’s pieaded marks are suggestive (indeed in the case of “Darma-flan”’ it 
might be argued that the prefix is descriptive) while the prefix of appellee’s mark 
is arbitrary and apparently without suggestiveness as to the goods upon which it is 
used. It would be difficult to find marks, the prefixes of which differ more widely 
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in appearance, pronunciation, spelling, and meaning than those of appellant and 
that of appellee. 

We are convinced that there is no likelihood of confusion growing out of the 
concurrent use of the contesting marks, nor do we think appellant has acquired 
rights in the suffix “San” which places him in position to prevent its use by others 
with suffixes which do not render the marks as a whole confusing. 

The decision appealed frem is affirmed. 


BLAND, J., sat during the argument of this case, but resigned before the opinion 
was prepared. 


PILGRIM COAT, APRON AND LINEN SERVICE, INCORPORATED v. 
KRZYWULAK, Et AL. 


Chan. Ct. N. J.—January 20, 1948 


CoNTRACTS—RESTRICTIVE COVENANTS—V ALIDITY 
Covenant in employment contract, prohibiting employee, for three-year period after 
termination of employment, from soliciting, supplying, serving or catering to customers 
served by him during his employment, in particular area, held valid and enforced. 


Suit for injunction by Pilgrim Coat, Apron and Linen Service, Incorporated, 
against Raymond Krzywulak, et al. Decree for complainant. 


M. Lester Lynch for complainant. 
George Pellettieri for defendant. 


Jayne, V.C.: 


Neither modern public policy nor the judicial decisions of recent years have 
proscribed contracts in restraint of trade between employer and employee where 
the restraint is reasonably necessary for the protection of the business of the em- 
ployer and not unreasonably restrictive in point of time or territory upon the normal 
rights of the employee. Silbros, Inc. v. Solomon, 139 N. J. Eq. 528, and cases 
therein collated. 

The primary factors to be considered in testing the validity and efficacy of 
such a covenant are whether the covenant ancillary to the contract has a greater 
amplitude than reasonably required to afford a fair protection in favor of the em- 
ployer or whether it is unreasonably restrictive of the rights and opportunities of 
the employee, or whether it is prejudicial to the public interests. Original New 
York Furriers Co. v. Williams, 133 N. J. Eq. 524. 

On December 28, 1937, the defendant Krzywulak executed a contract of employ- 
ment with the complainant which embodies the following covenant of present 
pertinency : 


That he will not for a period of three years after the end or termination of his em- 
ployment, irrespective of the time, manner, or cause of the said termination, individually, 
directly or indirectly, either as principal, agent, employee, employer, stockholder, advisor, 
copartner, or in any representative capacity whatever, solicit, supply, serve, cater to, or 
engage, assist, be interested in or connected with any other person, firm or corporation 
soliciting, supplying, serving ,or catering to any of the customers served by him or by any 
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other employee of the “Company” during his employment with the “Company,” in the 
area aforementioned. 


The employment terminated on March 22, 1946, and the defendant thereupon 
ignored and disobeyed the obligations of the covenant, hence the prosecution of 
this cause by the complainant for an injunctive decree. 

The cause is submitted to me by means of a stipulation which confirms the truth 
of certain specified factual allegations of the bill of complaint and projects for de- 
cision particularly the reasonableness of the duration of the period of the restraint 
imposed by the covenant. 

The reports are alive with cases implicating the propriety and fitness of cove- 
nants in restraint of trade and perhaps they are the more profuse because, while 
covenants restrictive of future employment in contracts between employer and em- 
ployee are not viewed with the same indulgence as those between a vendor and a 
vendee of a business and its good-will, the same rule of reasonableness is applicable 
to both classes of covenants. A. Fink & Sons, Inc. v. Goldberg, 101 N. J. Eq. 644. 

This complainant, as its corporate title denotes, is engaged in the business of 
laundering and supplying linens to its customers in pursuance of a regular and 
continuous service. In recognition of the stipulation I am to conclude that the 
complainant has over a span of several years achieved a considerable business and 
developed as a result of its efficiency and reliability a substantial good-will. Its 
most valuable acquisition is its list and record of the names, addresses, and require- 
ments of its customers. Its actual contact with the customers is through the route- 
men and delivery men in its employ. In December, 1937, the defendant entered 
the employment of the complainant for a specified period of five years subject to 
termination, as he insisted, “for just and reasonable cause only.” The contract of 
employment which was to “remain in force for any extended or renewed term” 
contains, in addition to the negative covenant hereinbefore transcribed, the fol- 
lowing recital: 


WHEREAS, the “Employee” acknowledges that he has been, and will continue to be, or is 
about to be, employed by the “Company” on the terms and conditions hereinafter set forth, 
and in connection with his employment he has or is about to become personally acquainted, 
by reason of information furnished to him by the “Company,” with many of the present 
and future customers of the “Company,” their names, addresses and requirements, and 
has or will become acquainted with other of the ‘“Company’s” business and confidential 
matters, and holds or will hold a position of trust and confidence, and has or will be enabled 
by such employment to discover and acquire the methods of business of said “Company,” 
which methods constitute a valuable asset of the “Company”; 


It is conceded that during the period of his employment the deferrdant became 


personally acquainted with the customers whom he served, obtained intimate knowl- 


edge of their respective requirements and acquired the information comprehended 
by the foregoing recital. His violation of the restrictive covenant is acknowl- 
edged. 

“Courts of equity will protect an employer against a breach of a written agree- 
ment, founded upon a good consideration, and reasonable in its terms, made by an 
employee, not to engage with a rival after the termination of the employment, where 
the services of the employee have been of such a character that he gained knowledge 
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of his employer’s business methods and secrets, the disclosure of which to a rival 
would result in irreparable injury to the employer, and where it further appears that 
the purpose of the subsequent employment, resulting in the breach, was to obtain 
the benefit of those secrets, and that there is imminent danger that through such 
subsequent employment such secrets would be disclosed.” Jdeal Laundry Co. v. 
Gugliemone, 107 N. J. Eq. 108, 110; Irvington Varnish, etc., Co. v. Van Norde, 
138 N. J. Eq. 99. 

The degree to which the covenant inhibits the future activities of the employee 
is a notable element of consideration in measuring its fairness and propriety. It is 
observed that the covenant here impugned does not enjoin the defendant from 
accepting employment from a competitor of the complainant nor from engaging in 
a like enterprise anywhere. The prohibition embraces only the “soliciting, supply- 
ing, or catering to any of the customers served by him or by any other employee of 
the ‘Company’ during his employment with the ‘Company’ in the area aforemen- 
tioned.” Moreover, I must assume that the contract illuminated by its prefatory 
recitals exhibits the deliberate intentions of the parties. 

I have examined numerous decisions, the citations of which would overburden 
this memorandum. See Silbros, Inc. v. Solomon, supra; 9 A. L. R. 1456; 20 
A. L. R. 861; 52 A. L. R. 1362; 67 A. L. R. 1002; 98 A. L. R. 963; 36 Am. Jur. 
529; 6 R. C. L., “Contracts,” § 206; 13 C. J., “Contracts,” § 428. 

I recall the observation of Vice-Chancellor Buchanan in Sarco Company of New 
Jersey v. Gulliver, 3 N. J. Mis. R. 641, 645; affirmed, 99 N. J. Eq. 432: “So many 
covenants with a five-year limitation have been upheld and enforced in this court, 
that the question of the reasonableness of that period needs no further argument, 
especially when considered in conjunction with the facts of this case—the character 
of the business, the length of time complainant and its predecessors had been build- 
ing up the business, and the unlimited period of complainant’s corporate existence.” 

I also advert to the impression entertained by Vice-Chancellor Sooy in Credit 
Rating Service, Inc. v. Charlesworth, 126 N. J. Eq. 360, 366: “It is argued that the 
contract is void as being unreasonable as to time. The answer is that the court does 
not so find, especially in view of the many reported cases of like character in which 
a greater time has been held reasonable.” 

While conformably with my personal judgment I would recommend that in em- 
ployments of this nature the restrictive covenant might well be sufficiently and ade- 
quately operative for a period not in excess of two years, yet in the acknowledged 
circumstances of the present case, derived exclusively from the favorable allegations 
of the bill of complaint, I am not justified in declaring that the covenant in ques- 
tion is so manifestly unreasonable and oppressive in point of its duration as to 
render it invalid and thus liberate the defendant from its restraints. 

Decree for complainant. 
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CALIFORNIA INTELLIGENCE BUREAU v. CUNNINGHAM 
No. 15853—Cal. Dist. Ct. of App. 2nd Div.—January 9, 1948 


UNFAIR COMPETITION—TRADE SECRETS—SCOPE OF PRODUCTION 

Use by ex-employee, to the prejudice of his former employer, of confidential information 
as to business secrets of employer gained during prior employment, constitutes unfair com- 
petition. 

Plaintiff's fund of information acquired over the years, its methods of investigation 
and analysis and its list of subscribers, held trade secrets and defendant properly enjoined 
as to these. 

Defendant's solicitation of those who became plaintiff's subscribers after defendant's 
employment terminated, held proper so long as not accompanied by unfair acts. 

Defendant’s use of questionnaires similar to plaintiff’s, to be supplied for subscribers to 
present to persons soliciting funds, held not unfair competition per se. 


Appeal from Superior Court, Los Angeles County. 
Unfair competition suit by California Intelligence Bureau against Warren T. 
Cunningham. Defendant appeals from decree for plaintiff. Modified. 


Frank M. Benedict, Los Angeles, Calit., defendant-appellant. 
Joseph D. Taylor and Paul Taylor, Los Angeles, Calif., for plaintiff-respondent. 


Before SHINN, Presiding Justice, and Woop and VALLEE, Justices. 
VALLEE, J.: 


Appeal from a judgment enjoining defendant from engaging in unfair trade 
practices. 

Plaintiff or its predecessor for more than 23 years has been engaged in a unique 
business in Los Angeles. According to the evidence, it is now and during the years 
has been the only concern engaged in a similar business in Los Angeles. The 
business consists in procuring, digesting and analyzing information concerning 
solicitations of funds for charity, for philanthropic, commercial or civic enterprises, 
benefits, campaigns, drives of all sorts, sales of tickets and advertising space by 
various organizations, particularly concerning those which canvas for funds in the 
name of charity, patriotism or civic pride. The information so acquired, after it is 
digested and analyzed, is distributed by bulletins to subscribers for the purpose of 
protecting them from false, fraudulent and unworthy promotion and solicitation. 
The subscriber pays plaintiff an annual fee for the service. The subscribers are 
generally persons, firms and corporations subject to the kind of solicitation described. 
Throughout the years plaintiff has accumulated a great amount of information with 
respect to the nature of such solicitations, the persons making them, those that are 
worthy and those that are not. Plaintiff also, at the request of a subscriber or upon 
employment by a nonsubscriber, investigates a particular institution, individual or 
periodical claiming to be of benefit to, or sponsored by, or devoted to, charitable, 
patriotic or civic endeavors. The information which is furnished to subscribers 
(also called customers and members), is confidential and is not published or dis- 
tributed to others, except that at times it has been made available confidentially to 
interested government officials in the public interest. The subscribers receive a bul- 
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letin every 15 days, which is a digest and a report of most recently acquired informa- 
tion. An opinion as to the merits of a solicitation is rendered to a subscriber upon 
request as part of the service. 

In October, 1944, plaintiff employed defendant as a solicitor of new subscribers. 
Plaintiff furnished defendant with an accumulation of bulletins previously sent to 
subscribers, reports on solicitations, questionnaires, applications for advertising, 
copies of letters, advertising literature and a complete list of plaintiff's subscribers. 
The bulletins given defendant went back about a year and a half and contained data 
theretofore furnished subscribers with respect to persons, firms and corporations that 
plaintiff had investigated. Plaintiff also gave defendant a list of prospective sub- 
scribers and from time to time furnished him with new lists of subscribers to plain- 
tiff’s service. During the period of his employment defendant secured 125 new 
subscribers for plaintiff. 

Defendant was discharged by plaintiff on April 20, 1945. At the time of his 
discharge defendant told plaintiff’s president that he, defendant, would see to it 
that plaintiff would not renew one per cent of the accounts that defendant had sold 
and that he had more than one way to approach those members whom he had sold 
without committing slander ; that he would see to it that the accounts he had sold 
were not renewed and that the life of those accounts would not be long. A short 
time later defendant told a former employee of plaintiff that he was unable to obtain 
a license for conducting investigations but that after all of the months of his con- 
nection with plaintiff he had accumulated quite a little information ; that he had it in 
his head ; that he was still getting plaintiff’s reports from people whom he had sold. 

On November 1, 1945, defendant set himself up in a competing business. For 
a short time he called himself ‘“Merchant’s Investigation Bureau,” and thereafter 
“Merchant’s Advertising Bureau.’”’ The business operated by defendant after 
November 1, 1945, was substantially the same type of business, operated in the 
same manner, as that of plaintiff. Within a short time after defendant began the 
competing business, about 84 of the persons whom defendant had obtained as sub- 
scribers to plaintiff's service cancelled their subscriptions. It may be inferred that 
these cancellations were the result of defendant’s efforts. Defendant sold his service 
to about 80 of the persons who had cancelled. 

In connection with the operation of its business, plaintiff furnishes its subscribers 
with a questionnaire, consisting of a list of questions. The subscriber is told to 
hand one of the questionnaires to a solicitor whenever he is solicited for funds and 
ask him to answer the questions on the questionnaire. The idea is to discourage 
unworthy solicitors upon the theory that a worthy one will fill out a questionnaire 
while an unworthy one will not. While in the employe of plaintiff, defendant 
secured one or more copies of plaintiff's questionnaire. After defendant began 
operation of his own business he prepared and distributed a similar questionnaire 
to his subscribers. 

The trial court found the facts in accord with the foregoing statement. The 
court enjoined the defendant from (1) soliciting plaintiff’s subscribers by use of 
any questionnaire containing questions designed to obtain from solicitors informa- 
tion as to whether the organization for which the solicitation is made is legitimate, 
(2) using plaintiff's compiled information, (3) soliciting plaintiff's subscribers for 
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any service operated by defendant by use of plaintiff's secrets and confidential 
information, (4) divulging to defendant’s subscribers any information of a con- 
fidential nature obtained while in the employment of plaintiff, (5) soliciting sub- 
scribers of plaintiff who were subscribers during defendant’s employment by 
plaintiff to subscribe to any service similar to plaintiff’s service, (6) using any 
questionnaire containing questions of like import to those contained in the ques- 
tionnaire used by plaintiff. 

Defendant makes four claims upon appeal. First, that the evidence is insuf- 
ficient to support the findings in that there is no evidence that defendant has 
engaged in a business similar to that of plaintiff. Second, that if the evidence is 
sufficient to support the finding that defendant was engaged in a business sim- 
ilar to that of plaintiff that there is no evidence to support a claim that he engaged 
in unfair trade practices or competition. Third, that the decree is erroneous in 
enjoining the use of a questionnaire by defendant. Fourth, that the decree is too 
broad because it enjoins defendant from soliciting the customers of plaintiff regard- 
less of whether or not they have become such since defendant’s employment termi- 
nated. 

Appellant’s first contention need receive but scant attention. The record con- 
tains abundant evidence that defendant after termination of his employment with 
plaintiff, set himself up in a similar business and made use of the secrets and 
information that he had obtained while in the employ of plaintiff. In fact, defend- 
ant so admitted. He intentionally set out to injure plaintiff's business. He sold 
his service to customers he had obtained for plaintiff while employed by plaintiff. 
He admitted that he rendered his subscribers counsel and advice on advertising 
and various mediums. The nature of defendant’s testimony was such that the trial 
judge was warranted in concluding that defendant was engaged in a business 
similar to and competing with plaintiff and that he used plaintiff's methods, con- 
fidential information and secrets in the operation thereof. 

Appellant’s next point depends for its determination upon whether the facts 
of this case, as found, bring it within the line of cases exemplified by George v. 
Burdusis, 21 Cal. 2d 153; Gloria Ice Cream etc. Co. v. Cowan, 2 Cal. 2d 460; 
Scavengers P. Assn. v. Serv-U-Garbage Co., 218 Cal. 568; Fidelity etc. Co. v. 
Federal etc. Co., 217 Cal. 307 [23 T.-M. R. 175] ; Pasadena Ice Co. v. Reeder, 206 
Cal. 697; Empire Steam Laundry v. Losier, 165 Cal. 95; Riess v. Sanford, 47 Cal. 
App. 2d 244, and Wallich v. Koren, 80 Cal. App. 2nd ——, or whether the facts 
bring the case within the line of decisions illustrated by Continental Car-Na-Var 
Corp. v. Moseley, 24 Cal. 2d 104; Theodore v. Williams, 44 Cal. App. 34; Avocado 
Sales Co. v. Wyse, 122 Cal. App. 627, and Cohn v. Clare, 6 Cal. App. 2d 504. 

In the first group of cases it is held that equity, at the instance of a former 
employer, will enjoin a former employee from using knowledge or information 
gained while in the employ of the former employer, and by reason of such employ- 
ment, to the former employer’s detriment, if: (1) the former employee is in pos- 
session of trade or business secrets or confidential information, or the like, not 
readily accessible to others; (2) the former employee solicits the customers of his 
former employer in a competing business with intent to injure his former employ- 
er’s business; (3) the former employee solicits the customers of his former em- 
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ployer, who comprise a list of preferred customers whose trade is profitable to a 
supplier of a service, knowledge of whom is a trade secret and confidential ; (4) one 
concern is usually patronized by a customer and the lists and names and addresses 
of the customers are considered secret and have the character of property; (5) 
there is an established business relationship between the customer and the former 
employer which, unless interfered with, normally continues. 

In the second group of cases it is held that equity will not enjoin a former 
employee from using knowledge or information gained while in the employ of a 
former employer, and by reason of such employment, even to the detriment of the 
former employer, if: (1) the customers solicited (a) do not constitute a trade 
secret, or confidential information, or a confidential list in which a proprietary 
interest might be claimed, or (b) are commonly known to the trade and are called 
upon by salesmen for various companies, or are wholesale buyers whose names 
appear in directories and are so few in number that anyone might readily discover 
them, and the list of them is not secret or confidential; (2) the former employer is 
in open competition with others engaged in similar business, selling in an open, 
competitive market; (3) the former employee was a salesman of his former em- 
ployer in a commercial field where there was no assurance of an order unless he 
could satisfy his customer that his product was better, cheaper, or more salable 
than that of his competitor, where the customer usually desired to examine, inspect 
and compare the product and prices offered to him and each sale was a distinct 
transaction, not necessarily implying that an other will follow; (4) no secret or 
trust reposed in the former employee in the course of his employment is violated 
and no trade or business secret or confidential information is used by the former 
employee. 

Defendant contends that the facts of this case bring it within the second group 
of cases, while plaintiff contends that they bring it within the first group. 

The foundamental difference in the decisions, as we read them, is whether in 
a given case the knowledge gained by an employee is secret and confidential. 
If it is, its use by a former employee will be enjoined. If it is not, its use by a 
former employee will not be enjoined. Some knowledge gained by an employee is 
of such a general character that equity will not restrict its later use. An employee 
has a right, after cessation of employment, to use anything that is not the property 
of his employer. Trade and business secrets and confidential information are the 
property of the employer and cannot be used by the employee for his own benefit. 
A list of subscribers of a service, built up by ingenuity, time, labor and expense of 
the owner over a period of many years is property of the employer, a part of the 
good-will of his business and, in some instances, his entire business. Knowledge of 
such a list, acquired by an employee by reason of his employment, may not be used 
by the employee as his own property or to his employer’s prejudice. It is this 
wrongful use by the former employee which constitutes an injury to the employer 
which equity will restrain. In Continental Car-Na-Var Corp. v. Moseley, 24 Cal. 
2d 104, one of the cases upon which appellant relies, it is noted that the use by an 
employee to the prejudice of his former employer of confidential information gained 
by the employee during his prior employment as to the business secrets of his 
employer is unfair competition and will be enjoined. The principle is statutory law 
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in this state. Labor Code, Section 2860 provides: “Everything which an employee 
acquires by virtue of his employment, except the compensation which is due to him 
from his employer, belongs to the employer, whether acquired lawfully or unlaw- 
fully, or during or after the expiration of the term of his employment.” 

In our opinion there can be no question but that the facts of this case bring it 
within the first group of cases listed supra. During the many years plaintiff has 
been in business it has acquired and retains a vast amount of information relative to 
those who solicit funds. It knows the worthy and the unworthy. It has developed 
superior methods of investigation of newcomers in the field. It has evolved methods 
of analyzing and digesting the results of its investigations. It tersely supplies its 
conclusions to its subscribers. From the exhibits it is apparent that such conclusions 
are of inestimable value to one solicited for funds. All of this, including plaintiff's 
list of subscribers, is a trade secret, confidential information, property of plaintiff. 
Plaintiff’s list of customers is a preferred list, a list of persons, firms and corpora- 
tions willing to pay for confidential, difficult to obtain, information about persons 
soliciting funds. Defendant, as we have said, gained knowledge of all these matters 
while in the employ of plaintiff and with intent to injure plaintiff’s business, to his 
own profit, used the information in a competing business. The evidence warrants 
the conclusion that the acts of defendant were done in carrying out a preconceived 
plan to injure the business of plaintiff. Under the law, as stated in the first group 
of cases, defendant was properly enjoined. 

Appellant’s third and fourth points are, in part, well taken. The decree is too 
broad. It enjoins defendant from: (1) using any questionnaire “containing ques- 
tions similar or of like import to questions contained in plaintiff’s questionnaire,”’ 
including “questions designed to obtain from solicitors information as to whether 
the organization for which solicitation is made is legitimate, charitable, philanthropic, 
commercial, civic or otherwise”; (2) soliciting subscribers of plaintiff's service 
under any circumstances, regardless of whether they may have become such since 
defendant’s employment terminated. The questions asked in the two questionnaires 
are those which any sensible person would propound to a person, unknown to him, 
who came to him soliciting funds. There is nothing in the nature of the question- 
naire which gave plaintiff any property right therein. The use by defendant of the 
same or similar language in his questionnaire as that used by plaintiff in his does 
not constitute an unfair trade practice or unfair competition, except as he may use 
it in solicitation of persons who were subscribers of plaintiff during the period of 
defendant’s employment by plaintiff. Cf. International Heat Co. v. Oliver Gas 
B. & M. Co., 288 F. 708, Riess v. Sanford, 47 Cal. App. 2d 244; Tuttle v. Buck, 
107 Minn. 145, and other cases, cited by respondent, do not justify the decree in this 
respect. There is no basis in law for a decree restraining defendant from using a 
questionnaire containing questions similar or of like import to questions contained in 
plaintiff’s questionnaire as long as defendant does not distribute such questionnaire 
to subscribers of plaintiff who were subscribers during the period of defendant’s 
employment by plaintiff. 

The provision of the decree enjoining defendant from soliciting subscribers to 
plaintiff’s service who became such after the termination of defendant’s employment 
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so long as he does not use any of plaintiff’s trade secrets or confidential information 
can not be justified on any theory. 

The judgment is modified as follows: Paragraph numbered “(1)” to read thus: 
“(1) Soliciting subscribers, customers and members of the plaintiff's service who 
were subscribers, customers, or members during defendant’s employment by plain- 
tiff by use of any questionnaire containing questions designed to obtain from 
solicitors information as to whether the organization for which solicitation is made 
is legitimate, charitable, commercial, civic, or otherwise’; paragraph numbered 
“(6)” is stricken therefrom. As thus modified the judgment is affirmed. 


ABDALLAH, borne BusiINEss As ABDALLAH DAIRY v. CRANDALL, Et Av. 
N.Y. S. Ct. App. Div. 3rd Dept.—January 7, 1948 


CourtTs—APPELLATE PROCEDURE—GENERAL 
On appeal to Appellate Division, the most favorable inferences must be drawn for plain- 
tiff where nonsuit is involved. 
UnFalirR CoMPETITION—SOLICITING CUSTOMERS OF FORMER EMPLOYER—GENERAL 
In absence of contract or fraud, plaintiff's ex-employee was not prohibited from soliciting 
for mer customers. 
UnFalIR COMPETITION—TRADE SECRETS—GENERAL 
List of milk customers in a small city and small village, held not a trade secret according 
to accepted meaning of the term because, from the very nature of the business, delivery of 
milk is open and notorious. 


Appeal from Supreme Court, Cortland County. 

Unfair competition suit by Charles Abdallah, doing business as Abdallah Dairy, 
against Noah C. Crandall, et al. Plaintiff appeals from judgment of nonsuit. 
Affirmed. 


Lichtenberg & Williams (Eugene D. Lichtenberg and Morris B. Swarts of coun- 
sel), of Syracuse, N. Y., for plaintiff-appellant. 

Champlin & Sloan (Robert W. Sloan of counsel), of Cortland, N. Y., for defend- 
ants-respondent. 


Before Hitt, Presiding Justice and HEFFERNAN, Foster, RusseLt and Deyo, 
Justices. 


Foster, J.: 


This is an appeal from a judgment of nonsuit granted at the close of plaintiff's 
case in a trial before an official referee. 

Plaintiff set up two causes of action in one complaint, seeking relief by way 
of an injunction, money damages and an accounting for profits. In the first cause 
of action plaintiff alleged that he purchased a dairy business from one Brown, and 
retail milk routes operated by Brown, in the city of Cortland and the village of 
Homer, N. Y. That the defendant Crandall, a former employee of Brown there- 
after entered the employ of the defendants Yacavone, who were doing business as 
Bill Brothers Dairy, and appropriated and converted to himself confidential and 
secret information as to the names of the customers of Brown, solicited such cus- 
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tomers, and diverted their business to the defendants Yacavone; that this was done 
with the knowledge and consent of the defendants Yacavone, to the injury of the 
plaintiff and in violation of the defendant Crandall’s duty and obligation to his 
former employer who had sold to plaintiff. In the second cause of action plaintiff 
alleged a conspiracy between the defendants wherein it was agreed that the defend- 
ant Crandall would wrongfully appropriate and convert to their use confidential 
and secret information as to customer’s of plaintiff’s vendor. 

The defendants Yacavone’s answer denied most of the material allegations of 
the complaint, admitting only that on January 2, 1947, the defendant Crandall 
entered their employ as a milk driver and salesman. The defendant Crandall 
denied that the list of plaintiff’s route customers as obtained from plaintiff's vendor 
was a secret, and denied most of the other material allegations of the complaint 
except he admitted entering the employ of the defendants Yacavone on the 2nd 
of January, 1947, as a driver and salesman, and that in such capacity he solicited 
orders for milk and cream from some of the customers who were formerly cus- 
tomers of Brown. 

Plaintiff took over Brown’s business on January 1, 1947. The defendant 
Crandall had been a route driver for Brown and plaintiff hired him to continue 
in that capacity. Crandall worked for one day and then left of his own accord 
and immediately went to work for the defendants Yacavone, who also operated 
a milk business in the Cortland and Homer area. There is evidence to the effect 
that soon after entering the employ of the defendants Yacavone Crandall began 
to solicit customers to whom he formerly delivered milk as an employee of Brown. 
He admits as much in his answer, and under the rule that the most favorable infer- 
ences must be drawn for the plaintiff where a nonsuit is involved we are obliged to 
assume that the defendants Yacavone had knowledge of his solicitation. It might 
also be found from the evidence that Crandall was able to solicit approximately 
150 customers from among those who had formerly been customers of Brown. 

When Brown operated the business he had four retail routes, two of which 
were in Cortland and two in the village of Homer. He had two drivers, the defend- 
ant Crandall, and a man whose name was Ferris. Each driver had a route in 
Cortland and Homer and delivered over these routes every other day. Brown 
kept route books in which were listed the names, addresses and the quantity of milk 
sold to each customer. These books were in the possession of the drivers when 
making deliveries of milk, and upon their return to the plant after deliveries were 
completed they were left at the office to be written up to show any delivery changes 
for use on the following days. 

There was no proof that in making solicitations to former customers of Brown 
that Crandall made false or unfair statements about either Brown or the plaintiff, 
or their milk business; although there is evidence that Crandall told customers he 
was going into business for himself. There is no proof that the defendant Crandall 
agreed with Brown that when he ceased to be in the latter’s employ he would not 
engage in a similar employment for someone else, nor is there any proof that 
Crandall made any contract with the plaintiff which would prevent him from work- 
ing for a competitor. Neither is there any proof that Crandall copied or pilfered 
any written list of customers formerly served by Brown. 
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Upon the record as outlined the Referee nonsuited the plaintiff, and held that 
the names of customers delivered by Brown to the plaintiff did not constitute a 
trade secret; that the defendant Crandall had no exclusive information concern- 
ing such names and was not prohibited by any contract of employment from work- 
ing for another milk dealer and attempting to solicit customers; that there was 
no clear evidence of fraud or conspiracy on the part of either of the defendants. 

We think the rulings and the decision of the Referee were correct. In some 
instances a list of customers may be a trade secret but it would be straining the 
meaning of the word beyond any reasonable limit to hold that the list transferred 
in this case came within that category. The plaintiff himself conceded on the trial 
of the action that every householder in both of the communities involved either 
bought milk or was a potential customer for it. It was also conceded, and it is a 
matter of common knowledge, that the delivery of milk from the very nature of the 
business is open and notorious. A trade secret, like any other secret, is nothing 
more than private matter ; something known to only one or a few and kept from 
the general public; and not susceptible to general knowledge. Kaumagraph Co. 
v. Stampagraph Co., 235 N. Y. 1. A list of milk customers in a small city like 
Cortland, and a village like Homer, hardly meets such a definition. We are, 
therefore, constrained to hold with the Referee that the list of Brown’s milk cus- 
tomers was not a trade secret according to the accepted meaning of that term. 

Plaintiff relies very largely upon the case of People’s Coat, Apron & Towel 
Supply Co. v. Light, 171 App. Div. 671. There the defendant was employed as a 
driver of wagons delivering laundry, coats and aprons to individuals and col- 
lecting payment for the use thereof. In that capacity he acquired knowledge of 
and access to the plaintiff's customers. The customers were largely individual 
employees, unadvertised and reached only by personal contact. The court reversed 
a judgment of nonsuit and said, among other things: “There is no evidence that 
Light had a written list of them. There was in his head what was equivalent. They 
were on routes, in streets and at numbers revealed to him through his service with 
plaintiff. Their faces were familiar to him, and their identity known because of 
such employment.” 

The holding in this case was thought for some time to be at variance with and 
to have overruled the cases of Peerless Pattern Co. v. Pictorial Review Co., 147 
App. Div. 715, and Boosing v. Dorman, 148 App. Div. 824, affd. 210 N. Y. 529, 
which held that a former employee might use in a new employment the knowledge 
he acquired in the old if it involves no breach of contract or of confidence. How- 
ever in a later case, Scott & Co. Inc. v. Scott, 186 App. Div. 518, the Light case 
was distinguished, and the principles stated in the previous cases were reiterated 
in the following language: “It is well settled that in an ordinary agreement of em- 
ployment there is no implied contract by the employee not to solicit the trade of 
customers of his employer after the termination of his employment. Nor does 
such solicitation constitute unfair competition, in the absence of an express agree- 
ment to the contrary. The employee may make use in his new employment of the 
knowledge he had acquired in the old.” 

In distinguishing the Light case the opinion further went to some length as 
to the fact showing that the defendant in that case used lists of customers that 
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were really secret and not susceptible to knowledge by the public; also that the 
defendant conspired with another person to enter into a scheme whereby the 
defendant in calling upon customers was to deceive them into the belief that he 
represented and was still employed by the plaintiff. Of course such facts make an 
entirely different situation and a decision thereon is not an authority for the case 
before us. We think in the instant case that under the most favorable view of 
the evidence the plaintiff did not make out a cause or causes of action. The most that 
can be said is that the defendant Crandall, probably, with the knowledge and consent 
of the defendants Yacavone, used the knowledge he had acquired in working for 
Brown in order to solicit customers away from the plaintiff. Plaintiff undoubtedly 
was damaged, but it was damnum absque injuria incurred in the hard but permis- 
sive arena of competition. 
The judgment of nonsuit should. be affirmed, with costs. 





ART WIRE AND STAMPING CO. v. JOHNSON ert at. 
Chan. Ct. N. J.—December 15, 1947 


ConTRACTS—RESTRICTIVE COVENANTS—CONSTRUCTION 
Where employment continued after expiration of period covered by written contract, 
restrictive covenants contained in original agreement held to be embodied in subsequent 
implied contract of employment. 
UNFAIR COMPETITION—BREACH OF COVENANTS—GENERAL 
Motion to dismiss complaint denied where defendants, having covenanted not to compete 
with nor utilize trade secrets of plaintiff for five years after termination of employment con- 
tract with definite term, continued in plaintiff's employ, without a new express contract, for 
about ten years beyond period of original agreement of employment and then within two 
years after leaving plaintiff, threaten to compete and to use plaintiff's secrets in so doing. 


Suit for injunction by Art Wire and Stamping Co. against Eric J. Johnson, et al. 
Defendants’ motion to strike complaint denied. 


Gardner K. Benson for complainant. 
Mayer & Mayer for defendants. 


BicELow, V. C.: 


The principal question presented by the motion to strike the bill of complaint 
is whether the defendants’ covenant in restraint of trade is still in effect. Com- 
plainant makes fishing tackle accessories which it sells to jobbers and manufacturers 
scattered throughout the United States. In 1934, complainant employed the two 
defendants, who were mechanics. The contract of employment recites that the 
defendants may acquire information of such confidential nature relating to the busi- 
ness of complainant as would result, if disclosed, in irreparable injury to the com- 
plainant. Then follows the agreement of employment for a period of one year, sub- 
ject to termination by either party on thirty days’ notice to the other. Further, the 
defendants did agree “that they will not, during the term of this agreement, and 
for five years thereafter,” engage in the construction of any machines for the pro- 
duction of articles manufactured by complaint, or “developed,” during the period 
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of this employment” and that they will not “during this said term of employment 
and for five years thereafter,” engage in a competing business within 1,000 miles of 
Newark. 

The defendants continued in complainant’s employ until February, 1945, and 
became fully familiar with the machines in its factory and their operation. The 
defendants are about to engage in the same line of business as that of complainant 
and have solicited the trade of complainant’s customers and are now engaged in 
building a certain machine of the same type used by complainant. In 1935, com- 
plainant, for its own use, constructed this machine upon novel principles, and later 
improved and modified it to make swivels of sundry sizes and styles. It has care- 
fully kept secret the design of the machine and of some other equipment which it 
has made and uses for the manufacture of its products. 

Defendants point out that the written contract employed them for a term of 
one year expiring in 1935 and that their covenant was limited to the duration of 
“the term of this agreement and for five years thereafter.” Hence, they say that 
ever since 1940 they have been at liberty to compete with complainant and to copy 
complainant’s machines and methods. 

Where, without a new express contract, the employment continues after the 
agreed term, provisions of the original contract, although collateral to the employ- 
ment, are embodied in the implied contract unless their nature makes them inap- 
_ plicable to the period beyond the original term. Styles v. Lyon (Conn.), 86 Atl. 
564; Fairchild v. Fairchild Clay Products Co. (Neb.), 3 N. W. (2d) 581; Magnolia 
Compress, etc., Co. v. Davidson (Tex.), 38 S. W. 2d 634; Holton v. Hart Mill Co. 
(Wash.), 166 P. (2d) 186; Toledo Machine, etc., Co. v. Byerlein, 9 F. (2d) 279; 
Hines v. Ward Baking Co., 155 F. (2d) 257. A case of our own akin to the one 
before me is Kislak v. Muller, 100 N. J. Eq. 110. A similar rule applies to cove- 
nants in a lease or partnership agreement where the relation is continued after the 
expiration of the original term. Barber vy. Watch Hill Fire District (R. 1.), 89 
Atl. 1056; Gostin v. Needle (Md.), 45 Atl. (2d) 772; Fagelle v. Marenna (Conn.) ; 
38 Atl. (2d) 791. A case which seems to be contrary to the rule as I have stated it is 
Jenkins v. King (Ind.),65 N. E. (2d) 121. The decision in National Cash Register 
Co. v. Remington Arms Co., 209 N. Y. S. 40, depended on the findings of fact. 

The covenant of the defendants in the case before me were neither more burden- 
some to them nor less important to the complainant after the expiration of their 
first year of service than during that year. Since nothing to the contrary appears 
in the bill, I conclude that the covenant entered into the implied contract of employ- 
ment and is still in force. The motion is denied. 
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GRILLS v. MILLER, et At. 
S. Jud. Ct. Mass—November 24, 1947 


CourRTS—APPELLATE PROCEDURE—W AIVER EXCEPTIONS 

Exceptions to master’s report not argued by defendant on appeal, held to have been 
waived. 

CoNTRACT—ACCOU NTING—DEFENSE OF UNCLEAN HANDS 

Both parties held barred from accounting against the other due to misconduct, wilful 
defaults and fraud. 

Plaintiff's conduct, however, held not to prevent recovery for his own property left in 
defendant’s hands when the parties ceased doing business under contract. 

TRADE- MARKS—ACQUISITION OF TITLE—GENERAL 

A manufacturer may acquire rights in the trade-mark affixed to his goods, even though 
he remains anonymous. 

An importer, jobber or dealer, apart from any contract, may acquire an exclusive right to 
a trade-mark adopted by him for use wholly for his own purposes on articles sold but not 
manufactured by him. 

Where mark was adopted and used in common enterprise, in which defendant manufactured 
goods and plaintiff was exclusive distributor by contract, held that each had legal interest in 
the mark but neither was entitled to use the mark after termination of the contract breached 
by both parties. 

TRADE- MARKS—INJUNCTION—SCOPE OF RELIEF 

Final decree modified by omitting provisions declaring plaintiff to be the owner of trade- 
mark in which plaintiff and defendant both had legal interest and by omitting requirement 
that defendant assign to plaintiff. 

Plaintiff's past misconduct, in connection with contract for exclusive distributorship, held 
not so closely connected with any future improper use of the trade-mark by defendant 
manufacturer as to bar plaintiff from relief with respect to such improper use. 


Appeal from Superior Court, Hampden County. 

Suit for breach of contract by Leo J. Grills against Adam John Miller, e¢ ai., in 
which defendants counterclaimed. Defendants appeal from decree for plaintiff. 
Modified. 


W. A. Godfrey and J. S. Bulkley, of Springfield, Mass., for plaintiff. 
J.J. Siarkiewiez (H. Zarrow with him), of Worcester, Mass., for defendant. 


Before Qua, Chief Justice and LumMus, RoNAN. WILKINS, and WILLIAMs, 
Justices. 


Qua, C. J.: 


This suit in equity arises out of a contract entered into between the plaintiff 
and the defendant Miller, hereinafter called the defendant, under date of May 27, 
1943, by which the plaintiff was to have for a term of ten years (and for a further 
term of ten years, unless he should give notice of his intention not to continue) the 
sole and exclusive right to sell and distribute skin “creams” manufactured by the 
defendant, including a product later bearing the trade-mark “Sealskin,” designed to 
protect the skins of persons employed in industry. 

The bill alleges breaches of the contract by the defendant and that the defendant 
has appropriated to his own use a quantity of cartons furnished by the plaintiff to 
be used exclusively on products to be sold by the plaintiff, and asserts that the plain- 
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tiff is the sole owner of the name “Sealskin.” The prayers are for an accounting, 
that the contract be cancelled, that the defendant be ordered “to transfer and assign 
all of his rights in the trade-mark ‘Seakskin’” to the plaintiff, and for injunctive 
relief and damages. The defendant by counterclaim alleges breach of the con- 
tract by the plaintiff for which he claims compensation. 

The facts appear from the report of a master, which was confirmed by inter- 
locutory decree. A final decree was entered charging the defendant with a sum of 
money as due upon an accounting and with the value of the cartons, and granting 
to the plaintiff substantially the relief prayed for with respect to the trade-mark. 
The defendant appeals from both decrees, but as he has not argued his exceptions to 
the master’s report, we deem them to have been waived. 

The defendant was a manufacturer of certain types of skin “creams.” The 
plaintiff was engaged in “sales promotion.” By the terms of the contract the 
defendant, in addition to granting to the plaintiff the exclusive right of sale herein- 
before mentioned (with an exception not now material), agreed to deliver to the 
plaintiff or to persons designated by him all of said products required by-him at 
specified prices, a certain percentage of which was to be credited to the plaintiff’s 
account to meet payments made by the plaintiff for advertising and promotion costs, 
to package said products, to label the same in accordance with written instructions 
from the plaintiff, to turn them over to transportation agencies for delivery to per- 
sons designated by the plaintiff, not to sell to any person other than the plaintiff, 
and to send the bills to the plaintiff only. The plaintiff agreed to cause advertising 
matter to be printed and distributed, to “devote his entire time and attention and 
to use his best endeavors to the business of selling’ the defendant’s products, and 
guaranteed “a minimum quota of shipments of 4,000 gross yearly.” Both parties 
agreed to keep proper accounts and to make adjustments monthly. 

Immediately upon executing the contract the parties began operating under it. 
The plaintiff instituted an extensive advertising campaign and established distribu- 
tors in every state in the United States and some in Canada. The defendant made 
shipments to the plaintiff or to persons designated by him and in either case billed 
the plaintiff for the goods. The plaintiff collected from the purchasers and remitted 
to the defendant according to the contract. In July or August, 1943, the plaintiff 
became convinced that the “beauty trade” offered a large field for the defendant’s 
product, but felt that in this field a new name must be devised for the product. At 
a conference between the parties the plaintiff, without help from the defendant, 
thought of and suggested the name “Sealskin,” to which the defendant agreed. 
Thereupon the plaintiff prepared a new label using that name and advertised ex- 
tensively and sold large quantities of the product under that label. The name became 
well and favorably known to the “beauty trade” and “has considerable value in that 
connection.” The plaintiff had no formula for the manufacture of the product and 
never manufactured any. It does not appear, however, that the manufacture was a 
secret process known only to the defendant or that “creams” similar for all prac- 
tical purposes to “Sealskin’’ were not readily obtainable in the market. 

The defendant in violation of his contract made many direct sales to dealers, 
collected for such sales, and failed to account to the plaintiff for the collections. 
On the other hand, the plaintiff by false representations induced the defendant to 
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make a special low price for a supposedly large purchaser, who was not in fact a 
purchaser at all. The plaintiff himself took over goods consigned to this supposed 
purchaser and sold them at the regular rates, keeping the difference, and thus 
defrauding the defendant of substantial sums. As a result of these breaches by both 
parties a conference was held in September, 1945, at which each party accused the 
other of the respective breaches above mentioned, and at which they finally “mutu- 
ally agreed to forget their grievances and to continue to operate under the written 
contract.” Again, however, each broke the contract. The plaintiff broke it by 
devoting substantial amounts of his time during practically all of the remainder of 
the period during which the parties attempted to operate under the contract to one 
or the other of two corporations from which he received substantial payments for 
his services. He gave up the office he had previously maintained for the sale of 
the defendant’s products and took up quarters in the office of one of these corpora- 
tions. This was in violation of his promise to devote his entire time and attention 
to the selling of the defendant’s product. The defendant on his part broke the con- 
tract by continuing to make direct sales to customers for which he collected but did 
not account. He also made a fraudulent conveyance to prevent the plaintiff from 
collecting in this suit, and he introduced in evidence at the hearings before the mas- 
ter documents which the master finds he had fraudulently altered. The master 
finds that “In May of 1946 the plaintiff and the defendant ceased operations under 
the contract.” Neither party now makes any claim under the contract for any 
period after that time. A finding of the master that neither party is entitled to dam- 
ages against the other has gone unchallenged and must stand. We interpret this 
in its context to refer to unliquidated damages as for breach of contract and not 
to any balance that might be found due upon an accounting. 

It appears to us that neither the plaintiff nor the defendant is in a position to 
insist in a court of equity upon an accounting against the other. Even if we assume 
that the agreement of the parties in September, 1945, to forget their grievances and 
to continue to operate under the contract amounted to mutual releases of whatever 
claims then existed by either against the other, both parties thereafter continued in 
a course of deliberate and intentionally wrongful conduct. No excuse is suggested 
for the plaintiff's course of action in devoting his time and effort to other enter- 
prises. That course deprived the defendant of the plaintiff’s undivided attention 
for which the defendant had expressly stipulated and may well have caused loss, the 
amount of which is not susceptible of proof, in respect to the very matters in rela- 
tion to which the plaintiff now calls for an accounting. None of the circumstances 
which led the court to grant relief to the plaintiff in Walsh v. Atlantic Research 
Associates, Inc., 321 Mass. 57, 65-66 is present here. The defendant’s wrongful 
conduct was also directly related to the accounts between the parties, and it was 
further intended to interfere with the processes of justice in this cause. Both 
parties may be barred with respect to an accounting by the rule of Sipley v. Stick- 
ney, 190 Mass. 43, that any wilful default in the performance of a contract bars 
recovery, but quite apart from that rule a court of equity ought not to be required 
to count the score between the pot and the kettle in a case like this. Cornellier v. 
Haverhill Shoe Manufacturers’ Association, 221 Mass. 554, 561. Howe v. 
Chmielinski, 237 Mass. 532, 536. Balcom v. Normile, 255 Mass. 186. Shikes v. 





348 THE TRADE-MARK REPORTER 38 T.-M. R. 


Gabelnick, 273 Mass. 201, 204-207. Leventhal v. Jennings, 311 Mass. 622, 627. 
Rayner v. McCabe, 319 Mass. 311, 314, and cases cited. 

When the parties ceased to do business under the contract the defendant had 
in his possession 15,000 shipping cartons, which had been furnished by the plain- 
tiff and which the defendant appropriated to his own use. The defendant in his 
answer offers to pay for them. We infer that these cartons were property of the 
plaintiff left in the defendant’s hands. Nothing in the conduct of the plaintiff pre- 
vents him from recovery for his own property which would otherwise unjustly 
enrich the defendant. MacCormac v. Flynn, 313 Mass. 547, 549. The final decree 
rightly awarded to the plaintiff the sum of $1,125 found by the master to be the 
value of the cartons. 

The remaining issue in the case relates to the ownership and use of the trade- 
mark ‘*Sealskin.” The master made a general finding that the plaintiff is the right- 
ful owner of this name, but this finding is stated to rest upon the subordinate facts 
already recited. We therefore, look to the master’s subordinate findings and not 
to his conclusion from them. 

We think it cannot rightly be held that the plaintiff has general ownership of 
the trade-mark “Sealskin.” We attach no importance in the circumstances to the 
fact that the plaintiff thought of this name first. The parties were in conference to 
devise a new name for the defendant’s product which the plaintiff was to sell under 
the contract. They agreed upon the name for use in connection with their contract. 
Together they were to use it in a common enterprise. There could have been no 
expectation that either would use it to the detriment of the other. We think that 
each had a legal interest in the trade-mark. The plaintiff, as the only person who 
was to sell “Sealskin” products, and who was to devote his whole time to the con- 
tract, would naturally become identified in the trade by the trade-mark of the 
product he sold. But by the terms of the contract that product was to be wholly 
the product of the defendant. The plaintiff did not even know the formula for it 
and so far as appears cannot now manufacture the product. The name would 
come to identify the product itself (and therefore the manufacturer) as well as the 
person who sold it. This would be true even though the name of the defendant 
as the manufacturer was not brought before the public in connection with the name 
“Sealskin.” A manufacturer may acquire rights in the trade-mark affixed to his 
goods, even though he himself remains anonyomous. Broeg v. Duchaine, 319 
Mass. 711, 712; Shredded Wheat Co. v. Humphrey Cornell Co., 250 F. 960, 963; 
Dennison Manuf. Co. v. Thomas Manuf. Co., 94 F. 651, 656; Godillot v. Harris, 
81 N. Y. 263, 266; Schechter, The Rational Basis of Trade-Mark Protection, 40 
Harv. L. Rev. 813, 816-817. The rights of the parties in the trade-mark must be 
adjusted with regard to these special circumstances which the parties must be 
deemed to have known when they began using it. 

We think the plaintiff fails to show that he now has any right to use the trade- 
mark “Sealskin.” He could not use it in any practical manner for the purpose of 
identifying himself as the seller of goods without also, to some extent at least, 
sanctioning the false implication that the goods were those that he had formerly 
sold under the same trade-mark, that is to say, goods manufactured by the defend- 
ant. On the other hand, since the trade-mark ‘“Sealskin” has become associated 
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with the plaintiff as the seller as well as with the product itself, it would be unfair 
to the plaintiff to allow the defendant now to use the name on his product, because 
its use would tend to palm off the defendant’s goods as goods sold by the plaintiff, 
who had formerly sold under that trade-mark, and so to divert to the defendant 
trade that might otherwise come to the plaintiff. This, too, would be a deceptive 
use of the trade-mark. The plaintiff has the right to continue in the business of 
selling protective skin “creams’’ manufactured by someone, and we cannot assume 
that he will not do so. He brought this suit to establish his rights at almost the 
same time at which the parties ceased to operate under the contract. Cases pre- 
senting problems somewhat similar to those here presented, but not decisive of this 
case, are Lawrence-Williams Co. v. Société Enfants Gombault et Cie., 22 Fed. 2d 
512; Mulhens & Kropff, Inc. v. Ferd. Meulhens, Inc., 43 F. 2d 937; and E. F. 
Prichard Co. v. Consumers Brewing Co., 136 F. 2d 512 [33 T.-M. R. 370]. 

We reach the foregoing conclusions in relation to the trade-mark because of the 
nature of the contracts between these parties and because of their joint adoption of 
trade-mark “Sealskin” for the purposes of that contract. We do not question the right 
of an importer, jobber, or dealer to acquire, apart from any contract, an exclusive 
right to a trade-mark adopted by him alone for use wholly for his own purposes on 
articles sold but not manufactured by him. Nelson v. J. H. Winchell & Co., 203 
Mass. 75, 82. Menendez v. Holt, 128 U. S. 514, 520. 

In our opinion the wrongful conduct of the plaintiff in the course of carrying out 
the contract is not so closely connected with any future improper use of the trade- 
mark by the defendant as to bar the plaintiff from relief with respect to such 
improper use. Westhampton Reservoir Recreation Corp. v. Hodder, 307 Mass. 288, 
291-292. MacCormac v. Flynn, 313 Mass. 547, 549-550, and cases cited. 

The interlocutory decree confirming the master’s report is affirmed. The final 
decree is to be modified by omitting the first and second paragraphs wherein the 
plaintiff is declared to be the owner of the trade-mark and the defendant is ordered 
to assign it to the plaintiff, and by omitting the sixth, seventh and eighth para- 
graphs relating to the accounting. Since no objection has been made to the tenth 
paragraph which in effect secures payment of the sum due from the defendant to 
the plaintiff by creating a lien upon the defendant’s bank account, we do not con- 
sider its correctness. However, the reference in the tenth paragraph to the eighth 
paragraph (now struck out) should be omitted, and the paragraphs should be 
renumbered on account of the omissions. The defendant’s counterclaim is to be 
dismissed. As so modified, the final decree is affirmed. 

So ordered. 
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WEINBERG CORPORATION v. RIVERSIDE & DAN RIVER COTTON 
MILLS, INC. 


Commissioner of Patents—January 19, 1948 


TRADE-MARKS—Goops OF THE SAME DescripTIVE ProperTIES—PARTICULAR INSTANCES 

Piece goods composed of cotton, rayon, wool or synthetic fibers and mixtures thereof, held 
goods of the same descriptive properties as clothing, including men’s suits and overcoats, under 
the 1905 Act. 

OpposITIONS—DAMAGE—GENERAL 

In order to sustain an opposition, opposer need not be the owner of a trade-mark, if there 
is adequate showing of likelihood of confusion, opposer’s use of the words is sufficient. 

Opposer cannot be damaged by the use of the common generic name of applicant’s goods. 

OPpposITIONS—EVIDENCE—PROOF OF USE 
In view of disclaimer of “Oxford Clothes,” in registration of opposer’s composite mark, 
opposer must rely upon testimony to prove use of those words. 
TRADE-MarkKs—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Oxford” held common descriptive and generic name of a type of fabric. 
TRADE- MARKS—REGISTRABILITY—EFFECT OF DISCLAIMER 

Right to registration may not be acquired by merely disclaiming an essential feature of 
another’s mark; but disclaimer of exclusive rights in the generic name for its own goods by 
applicant in the instant case suffices. 

Rule of Beckwith v. Commissioner of Patents, 252 U. S .538, that the registrant would 
be precluded by his disclaimer from setting up in the future any exclusive right to the dis- 
claimed part of the mark, applied; this may be changed by Section 6 of the 1946 Act. 

TRADE-MarKs—Marks Nor ConFusINGLY SIMILAR—PARTICULAR INSTANCES 

“Prince Oxford,” the word “Oxford” being disclaimed, held not confusingly similar to 

“Oxford Clothes,” disclaimed and the only spoken symbol of opposer’s composite mark. 
APPLICATIONS FOR REGISTRATION—DESCRIPTION OF GoopS—AMENDMENT 

Amendment required to restrict description of goods to items upon which record discloses 

that applicant used its mark. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Weinberg Corporation against Riverside & Dan 
River Cotton Mills, Inc. Applicant appeals from decision sustaining notice af 
opposition. Reversed. 


Banning & Banning, Chicago, IIl., for opposer. 
Thomson & Thomson, Boston, Mass., for applicant. 


DANIELS, A. C.: 


This is an appeal by applicant from the decision of the Examiner of Interferences 
sustaining the opposition of Weinberg Corporation to the registration of applicant’s 
mark shown in application, Serial No. 483,790, under the Trade-Mark Act of 1905. 
The mark sought to be registered consists of the words “Prince Oxford,” the word 
“Oxford” being disclaimed, for use on “piece goods composed of cotton, rayon, wool, 
or synthetic fibres, and mixtures thereof.” The opposition is based on the con- 
fusion in trade clause of Section 5 of the Trade-Mark Act of 1905. The notice of 
opposition alleges prior use and ownership of the trade-mark “Oxford Clothes” for 
men’s suits and overcoats, and also sets up ownership by opposer of trade-mark 
registration No. 315,727, registered August 7, 1943, under the Trade-Mark Act of 
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1905. The mark shown in that registration consists of a shield or crest accompanied 
by the words “Oxford Clothes,” the words “Oxford Clothes” being disclaimed and 
the goods on which it is used are stated to be “men’s and young men’s suits, coats, 
vests, trousers and overcoats.”” Opposer does not rely on that registration as proof 
ot ownership and use and has taken testimony in support of its claim of use of the 
mark. Applicant has also taken testimony. The opposition was sustained, the 
Examiner of Interferences finding that opposer had used the mark prior to any 
use by applicant; that the goods were of the same descriptive properties ; and that 
since the words “Oxford Clothes” comprise the only spoken symbol of opposer’s 
mark that there is likelihood of confusion or mistake on the part of customers. On 
this appeal the applicant is not understood to question the prior use by opposer 
of the mark shown in opposer’s registration and in the specimens of record. 

That the goods are of the same descriptive properties seems hardly open to 
question. Sexton Mfg. Co. v. Goodall Worsted Co., 17 C. C. P. A. 1196, 40 F. 2d 
1017 [20 T.-M. R. 328] ; Rogers Peet Co. v. B. F. Goodrich Co., 31 C. C. P. A. 
1191, 143 F. 2d 880 [34 T.-H. R. 244]. 

Applicant’s brief further contends that opposer has no basis for claiming damage 
because of confusing similarity of the marks unless opposer “is the owner of a 
trade-mark asserted to be confusingly similar to ‘Prince Oxford.’” Opposer need 
not be the owner of any trade-mark to sustain an opposition, and its use of the words, 
whether registered or not or registrable or not would be a proper basis for opposi- 
tion, if there is adequate showing of likelihood of confusion. Trustees for Arch 
Preserver Shoe Patents v. James McCreary & Co., 18 C. C. P. A. 1507, 49 F. 2d 
1068 [21 T.-M. R. 148]. 

Applicant further contends that the marks taken as a whole are dissimilar and 
that opposer has shown no probability of confusion between the marks of the parties. 
Throughout the notice of opposition opposer refers to its “trade-mark Oxford 
Clothes.” Opposer’s brief on this appeal, however, refers throughout to the mark 
as “Oxford.” The testimony taken shows that beginning at a date not specifically 
identified but at least as early as the date of first use claimed in its registration, 1.e., 
January, 1934, its garments carried labels bearing the shield and words “Oxford 
Clothes” as shown in its registration. These garments are high priced and are 
apparently of high quality and are stated to have been sold throughout the United 
States and advertised under opposer’s label by dealers, no figures as to the volume 
of sales or of advertising being given, but, from the general statements of opposer’s 
president, sales appear to be substantial. While a few of the advertisements and 
a trade paper article in evidence (opposer’s Exhibit 3) refer to them as “Oxford,” 
the majority of the advertising, and so far as indicated, all labels included the shield 
or crest as well as the words although in some of the advertising the words and shield 
are not shown in immediate juxtaposition. It is on this testimony rather than its 
registration that opposer relies, as it must in view of the disclaimer of “Oxford 
Clothes” in the registration. 

While the applicant’s mark as shown on the drawing includes the word “Oxford” 
this word was disclaimed in the application filed and applicant contends that it is 
the descriptive or generic name of a common type of fabric on which the mark is 
used. In support of this contention applicant has presented dictionary definitions, 
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evidence of use of the name in the advertising of the fabrics and products of others 
as well as its own, and government regulations applicable to various fabrics includ- 
ing “Oxford” cloth. “Oxford” is definied in Webster’s New International Dic- 
tionary as: 

1. The city in England famous as the seat of Oxford University. 

2. Any of certain articles of merchandise named after Oxford; as: (a) Oxford shoe. 

(b) Oxford cloth. 

3. Oxford gray. 

4. Oxford Down. 

As an adjective: (a) Designating a woolen fabric woven of dyed threads, usually 

black and white. (b) Designating a printed cotton fabric used for dresses, shirts, etc. 


There can be no question but that this term as applied to the fabric is a common 
descriptive term identifying a type of fabric, and as such is generic. It appears to 
have been properly included in the registration in view of its use on applicant’s labels 
in accordance with Beckwith v. Commissioner of Patents, 252 U. S. 538, 1920 C. D. 
471. See also Ex parte Tradio, Inc., 604 O. G. 603, 75 U.S. P. Q. 146. 

As used in opposer’s mark this word conveys a somewhat different meaning. 
But none of the meanings appear to have arbitrary trade-mark significance, as 
applied to these goods and the words were disclaimed when opposer applied for its 
own registration. It seems obvious that opposer cannot be damaged by the use 
of the common generic name of applicant’s goods, and while applicant could not 
acquire rights to registration merely by disclaiming an essential feature of another's 
mark (Vi-Jon Laboratories, Inc. v. Lentheric Incorporated, 30 C. C. P. A. 916, 
133 F. (2d) 947 [56 U. S. P. Q. 586] ), the fact that it disclaims any exclusive rights 
to the use of the generic name appears to be all that should be required. In Sporting 
Arms and Ammunition Manufacturers’ Institute v. Routledge Mfg. Co., 526 O. G. 
’ 867, 49 U. S. P. Q. 400, 401, it was stated: 


I am also of the opinion that applicant’s disclaimer of the word “Skeet” will protect 
opposers’ members from any damage that otherwise may have resulted from the proposed 
registration. 


As stated by the court in Beckwith v. Commissioner of Patents, supra, “it seems 
obvious that no one could be deceived as to the scope of such a mark, and that the 
registrant would be precluded by his disclaimer from setting up in the future any 
exclusive right to the disclaimed part of it.” While the last portion of this may 
be changed by Section 6 of the Trade-Mark Act of.1946, it is believed that this 
principle must apply. In Trustees for Arch Preserver Shoe Patents v. James 
McCreary & Company, supra, the United States Court of Customs and Patent 
Appeals said [21 T.-M. R. 148] : 


The question then is, whether there is such a resemblance between “Arch Preserver” 
and “Foot Preserver” as that confusion would likely result from their application to boots 
and shoes. 

We are not in agreement with appellant’s contention that the dominant feature of the 
mark used by it is the disclaimed word “Preserver,” or that the mark should be construed 
largely by that commonly used English word. The issue must be treated by considering 
the words “Arch” and “Foot,” taken in connection with “Preserver.” 
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Applicant in its mark uses “Oxford” in much the same manner and sense that 
opposer has used “‘Clothes” in its own registration and as “preserver’’ was used in 
the case last cited, but unlike that case there is no possible similarity between the 
balance of applicant’s mark and that of opposer. 

In view of applicant’s right to use the generic name of its product, I do not 
consider “Oxford Clothes’ and “Prince Oxford” confusingly similar within the 
meaning of the statute, even though, as found by the Examiner of Interferences, 
these words comprise the only spoken symbol of opposer’s mark. Comparison of 
the mark of opposer in its entirety as actually used on its goods emphasizes the 
differences between the marks, and it is therefore necessary to disagree with the 
decision of the Examiner of Interferences finding that resemblances rather than 
differences between the marks predominate. 

Opposer points out certain uses of applicant’s mark in advertising as indicating 
that confusion will exist. One of these is a use in retail advertising in which an 
illustration of a shirt is accompanied by a relatively small panel containing the 
words “Sanforized Prince Oxford—lIt’s a Dan River Fabric.” Below this appears 
the words “Wings Shirts” and below that “With an Oxford Accent.” Opposer’s 
Exhibit No. 12. An advertisement, opposer’s Exhibit No. 13, also includes the 
words “Prince Oxford Cloth Shirts.’”” These may be inartistic uses of the mark 
but do not appear to indicate any likelihood of confusion. 

Another point raised by opposer dealt with a matter of ex parte nature which 
was properly disposed of by the Examiner of Interferences and need not be con- 
sidered. 

The record does disclose, however, that applicant has used its mark only on cot- 
ton fabric rather than on other fabrics listed in the application. The Examiner of 
Interferences has properly required, and applicant has agreed that if the application 
is granted it must be amended restricting the goods to piece goods composed only of 
cotton. 

The decision of the Examiner of Interferences is reversed. 





EX PARTE MINNESOTA MINING & MANUFACTURING COMPANY 
Commissioner of Patents—January 21, 1948 


TRADE-MARKS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—GEOGRAPHIC TERMS 
“Scotch Boy,” used on pressure-sensitive adhesive tape, held not merely geographical, 
under 1905 Act. 
TRADE- MARKS—REGISTRABILITY—GEOGRAPHIC TERMS 
“Scotch Boy” held registrable, under 1905 Act, without requiring disclaimer of the word 
“Scotch.” 
While the word “Scotch” per se is merely geographical, in the mark involved, it does not 
appear to be used in such a manner that it retains its geographic significance. 
Where there is reasonable doubt that a geographic term, in the mark as presented, is 
merely geographical, such doubt should be resolved in favor of applicant. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Minnesota Mining & Manufactur- 
ing Company. Applicant appeals from refusal of registration. Reversed. 
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Carpenter, Abbot, Coulter & Kinney, St. Paul, Minn., for applicant. 
DanleLs, A. C.: 


This is an appeal from the refusal of registration of the mark shown in applica- 
tion Serial No. 515,324, as a trade-mark for “pressure-sensitive adhesive tape,” 
under the Trade-Mark Act of February 20, 1905. The mark shown in the draw- 
ing comprises the words “Scotch Boy,” and the examiner has held that the mark 
must be refused registration unless the geographical word “Scotch” is disclaimed. 
The word “Scotch” per se is “merely a geographical name or term” as was held 
in Ex parte Minnesota Mining & Manufacturing Company, 517 O. G. 824, 46 
U. S. P. Q. 390. While association with other matter would not render a geo- 
graphical term registrable or permit registration of the combination mark unless 
it is disclaimed (Chippewa Springs Corporation v. J. Leinenkugel Brewing Co., 
480 O. G. 695, 33 U. S. P. Q. 556), in this mark it does not appear to be used in 
such a manner that it retains its geographical significance. If any meaning is con- 
veyed by the mark it seems to be that of a boy dressed in a Scotch costume rather 
than an indication that the goods are of “Scotch” origin, which would render the 
mark either geographically descriptive or misdescriptive. 

Considering the marks as presented it is at least doubtful that purchasers or 
prospective purchasers would consider it in a geographical sense, but rather in the 
fanciful or arbitrary sense referred to. As stated by the Supreme Court in Hamil- 
ton-Brown Shoe Co. v. Wolf Brothers & Co., 240 U. S. 251: 


.... We do not regard the words “The American Girl,” adopted and employed by 
complainant in connection with shoes of its manufacture, as being a geographical or 
descriptive term. It does not signifiy that the shoes are manufactured in America, or 
intended to be sold or used in America, nor does it indicate the quality or characteristics 
of the shoes. Indeed, it does not, in its primary significance, indicate shoes at all. 


See also Rogers Peet Company v. Strom, Collum & Hoppe, 538 O. G. 755, 53 
U.S. P. Q. 423. 

This is not a use of a geographical or descriptive term with another word or in 
such a manner as to retain or emphasize its geographical significance such as was 
involved in Jn re American Cyanamid & Chemical Corporation, 26 C. C. P. A. 
712, 99 F. 2d 964; Chippewa Springs Corporation v. J. Leinenkugel Brewing Co., 
supra; In re Lamson & Co., Incorporated, 30 C. C. P. A. 1030, 135 F. 2d 1021 
[33 T.-M. R. 290] ; and Ex parte French-Kitchen Foods Corporation, 579 O. G. 
711, 67 U. S. P. QO. 19. While a geographical term such as “Scotch” forming a 
prominent part of a word mark would be required to be disclaimed to secure reg- 
istration of such a combination mark under the Act of 1905 in many instances, 
as applied to applicant’s goods and presented in this application there is at least a 
reasonable doubt that it is “merely a geographical name or term” and such doubt 
should be resolved in favor of the applicant. 

The decision of the Examiner of Trade-Marks is reversed. 
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EX PARTE NU-FASHION UNDERWEAR CORP. 
Commissioner of Patents—January 21, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Controversies as to confusing similarity must be determined on the facts of each case. 
The test of deceptive similarity is whether ordinary purchasers are likely to be confused 
as to source of the goods; in so testing marks, similarities in sound, appearance and mean- 
ing are considered but the derivation is unimportant and nondominant parts of the mark 
must not be given undue weight. 
Similarity of sound is of itself sufficient to constitute confusing similarity, where the marks 
are used on similar goods. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Skylon,” with shield, held confusingly similar to previously registered marks including 
“Skyland Fashions,” with “Fashions” disclaimed, “Sky-Tone” and “Stylon,” used on similar 
goods, under 1905 Act. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Nu-Fashion Underwear Corp. 
Applicant appeals from refusal of registration. Affirmed. 


Victor M. Helfand, New York, N. Y., for applicant. 
Murpuy, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Marks refusing 
to register to applicant, Nu-Fashion Underwear Corp., under the Act of February 
20, 1905, the trade-mark “Skylon” with a design, for ladies’ and misses’ slips, night- 
gowns, pajamas, and bed jackets. 

The mark, as shown by the drawing and specimens, comprises the word “Sky- 
lon” printed in plain block letters displayed under a shield in the quartered sections 
of which appear the letters “N,” “F,” “U,” and “C.” In view of the previously 
registered trade-marks, 


“Skyland Fashions,” with the word “Fashions” disclaimed, for women’s apparel, includ- 
ing underwear, No. 351,081 ; 

“Sky-Tone,” for apparel including men’s and women’s pajamas, No. 357,830; and 

“Stylon,” for hosiery, No. 391,595, 


the Examiner of Trade-Marks has refused to register applicant’s mark including 
“Skylon” for articles of the same descriptive properties, on the ground that it so 
nearly resembles the previously registered marks that confusion or mistake in the 
mind of the public or deception of purchasers would be likely to result. 

Applicant concedes that the goods to which the mark sought to be registered 
is applied and those of the prior registrations are of the same descriptive properties 
and that the only issue presented on appeal is that of confusing similarity of the 
marks. It is argued for applicant that its mark “Skylon,” which is said to be a 
composite word formed by combining the phonetically spelled first syllable of the 
name of applicant’s principal, Mr. Schuyler, and the phonetically spelled first 
syllable of the word “lingerie” with the shield design, is not confusingly similar to 
“Skyland Fashions,” “Sky-Tone,” or “Stylon,” but that it differs in sound and 
appearance and meaning, and that the shield portion of the composite mark occupies 
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a dominant position therein and serves to distinguish the mark from those of the 
prior registrants. It is further argued that prior decisions as to confusing similarity 
are not controlling, that each case stands on its own facts, and that it is improper 
to consider the word portion only of the mark for which registration is applied. 

While I agree with applicant that although cited authorities may be worthy of 
consideration as to the rules of law to be applied, controversies involving the reg- 
istration of a mark must rest distinctively on their own merits (Rice-Stix Dry Goods 
Company v. Industrial Undergarment Corporation, 33 C. C. P. A. (Patents) 813, 
152 F. 2d 1011, 68 U. S. P. Q. 186), I cannot agree with applicant as to the 
absence of confusing similarity. The test to be applied in a case involving the ques- 
tion of confusing or deceptive similarity of marks is, I believe, well stated in The 
Seven Up Company v. Cheer Up Sales Company of St. Louis, Missouri, et al., 148 
F. (2d) 909, 65 U. S. P. Q. 237, 239, where it was said: 

. . the test of deceptive similarity is whether ordinary purchasers, buying under the 
usual conditions in the trade and exercising ordinary care, would likely be induced to pur- 
chase the article to which the accused trade-mark is affixed, believing it to be the plaintiff's 
article. Queen Mfg. Co. v. Isaac Ginsberg & Bros., Inc., 8 Cir., 25 F. 2d 284, 287; S. S. 
Kresge Co. v. Winget Kickernick Co., 8 Cir., 96 F. 2d 978, 987 (37 U. S. P. Q. 653, 660- 
661.) This test must be applied by comparing and contrasting the accused trade-mark 
with the purchaser’s assumed memory of the plaintiff’s trade-marks. Schilts Brewing Co. 

v. Houston Ice Co., 250 U. S. 28, 30. In thus testing the memory of the ordinary careful 
purchaser, the court must consider the appearance of the two trade-marks as to form 
and color and their similarity or difference in sound or meaning when pronounced. Esso, 


Inc. v. Standard Oil Co., 8 Cir., 98 F. 2d 1 (38 U. S. P. Q. 295) [28 T.-M. R. 386]. 


In the present case, in comparing applicant’s mark including “Skylon” and the 
accompanying shield with the cited marks, the derivation of the word is unim- 
portant (Ex parte O. D. Taragin & Brothers, 584 O. G. 495, 68 U. S. P. Q. 153) 
and the non-dominant parts of the mark for which registration is sought must not 
be given undue weight as stated in Magitex Company, Inc. v. John Hudson Moore, 
Inc., 33 C. C. P. A. (Patents) 956, 154 F. 2d 177, 69 U. S. P. 0.133,134: 


It is a matter of common knowledge that the ordinary person in making a purchase 
.... is not likely to remember, nor is he bound to look for and analyze, the details of the 
respective marks and labels of competing vendors, even if he should happen to know as a 
matter of fact that there are competing vendors. It may be noted also that under modern 
methods of merchandising a purchaser of the goods may frequently have no opportunity to 
make such an examination and comparison. 


In the case under consideration, I believe, without question, the unitary literal 
symbol “Skylon” dominates applicant’s mark and as stated in Rice-Stix Dry Goods 
Company v. Industrial Undergarment Corporation, supra. 

It is well known, however, that the public frequently remembers and purchases a 


vendor’s merchandise under a unitary literal symbol without regard to the pictorial and 
other subordinate matter associated with a label or trade-mark. 


This doctrine is also stated in Schering & Glatz, Inc. v. Sharp & Dohme, Inc., 32 . 


C. C. P. A. (Patents) 827, 146 F. 2d 1019, 64 U. S. P. Q. 394, and Frankfort 
Distilleries, Incorporated v. Kasko Distillers Products Corporation, 27 C. C. P. A. 
(Patents) 1189, 111 F. 2d 481, 45 U. S. P. Q. 438, and is well settled, and since 
“similarity of sound is of itself sufficient to constitute confusing similarity of marks 
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when the marks are applied to merchandise of the same descriptive properties” 
(Skol Company, Inc. v. Olson, 33 C. C. P. A. (Patents) 715, 151 F. 2d 200, 67 
U. S. P. Q. 96, 99), I believe that the examiner was correct in holding that con- 
fusion in trade would be likely in the concurrent use of applicant’s mark “Skylon” 
with those of the prior registrants. 

The decision of the Examiner of Trade-Marks is affirmed. 





EX PARTE EUREKA VACUUM CLEANER COMPANY (EUREKA 
WILLIAMS CORPORATION, ASSIGNEE, SUBSTITUTED) 


Commissioner of Patents—January 26, 1948 


TrRADE-Marks—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Lubricating grease held goods of the same descriptive properties as gasoline, under 1905 
Act. 
OPpPosITIONS—EFFECT OF Priok REGISTRATIONS—GENERAL 
Presently expired registration of third party, covering same mark, which was in force 
when opposer’s registration issued, held immaterial. 
Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Eureka Vacuum Cleaner Com- 
pany (Eureka Williams Corporation, assignee, substituted). Applicant appeals 
from refusal of registration. Affirmed. 


Edwin J. Balluff, Detroit, Mich., for applicant. 
DanleLs, A. C. 


This is an appeal from the refusal of the Examiner of Trade-Marks to register 
under the Act of February 20, 1905, the mark “Eureka” for “lubricating grease.”’ 
The registration has been refused because of prior registration No. 203,333, regis- 
tered September 15, 1925, and renewed, also for the word “Eureka” for “gaso- 
line.” 

That the goods possess the same descriptive properties cannot be questioned. 
W. B. Roddenbery Co. v. Kalich (C. C. P. A.), 158 F. 2d 289, 72 U.S. P. Q. 138; 
Eldorado Refining Co. v. Standard Oil Co., 496 O. G. 1125, 39 U. S. P. Q. 288; 
Tide Water Oil Co. v. Pure Oil Co., 156 Ms. D. 639. 

The trade-marks being identical and appropriated to merchandise of the same 
descriptive properties, registration was properly refused under Section 5 of the 
Trade-Mark Act of 1905. Applicant contends that the prior registration must be 
“restricted” to gasoline in view of the fact that it was registered during the unex- 
pired term of another registration of the same word by a third party for machine 
oil (which has since expired). This cannot change the statutory prohibition 
against registration of the same mark for goods of the same descriptive properties. 
Whether the prior registration was granted in error or because at that time a dif- 
ferent interpretation of the law existed or for some other reason is immaterial. 
Crime Confessions, Inc. v. Fawcett Publications, Inc., 31 C. C. P. A. 760, 139 F. 
2d 499 [34 T.-M. R. 42]. 

The decision of the Examiner of Trade-Marks is affirmed. 
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POLK MILLER PRODUCTS CORPORATION v. SKIPPER’S REMEDIES 


Commissioner of Patents—January 27, 1948 


CANCELLATION—CONFUSING SIMILARITY—GENERAL 
Motive in selecting mark or the reasons therefore are immaterial in determining confusing 
similarity. 
Fact that petitioner uses personal name with his mark does not affect right to cancella- 
tion where marks involved are confusingly similar. 
Ordinary purchaser is not likely to remember, nor is he bound to look for and analyze the 
details of the respective marks of competing vendors. 
TRADE- MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Skipper’s,” above which appears the head of a Samoyed or Siberian Husky dog, held 
confusingly similar to “Skip Flea,” with pictorial representation of head of an English setter, 
used on similar goods, under 1920 Act. 


Appeal from Examiner of Interferences. 
Trade-mark cancellation petition by Polk Miller Products Corporation against 
Skipper’s Remedies. Registrant appeals from cancellation of registration. Affirmed. 


Mason, Fenwick & Lawrence, Washington, D. C., for petitioner. 
Cushman, Darby & Cushman, Washington, D. C., for registrant. 


DanleLs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interferences 
sustaining the petition to cancel registration No. 417,784, registered November 13, 
1945, under the Trade-Mark Act of March 19, 1920, for “‘sarcoptic mange medi- 
cine for dogs, flea powder, medicated shampoo, eczema medicine and worm cap- 
sules.” The trade-mark as registered consists of the word “Skipper’s,” above 
which appears the head of a Samoyed or Siberian Husky dog. The proceeding was 
brought under Section 2 of the Trade-Mark Act of 1920. Stipulated testimony was 
filed on behalf of both parties. 

The petitioner has pleaded prior use and ownership of its mark as shown in 
two registrations under the Act of 1905 for the notation “Skip Flea” and in two 
registrations for a pictorial representation of the head of an English setter, which 
it owns, these marks being used on flea powder and dog soap. As indicated by the 
specimens and stipulated facts these are used together on the labels of petitioner for 
cancellation which also show the use of the name “Sergeants.” It is conceded that 
the dog’s head, appearing as part of registrant’s mark, is an artist’s conception of 
the head of a dog owned by the members of registrant’s firm, and that the name of 
that dog is “Skipper,” the mark having been selected and used on registrant’s prod- 
uct because of a desire to use the name and picture of that dog in selling the firm’s 
product. Registrant’s motive in selecting the mark, or the reasons for such selection 
are immaterial to the question of confusing similarity, since these facts are not 
known or apparent to the purchasing public. Whitehall Pharmacal Company v. 
Lederle Laboratories, Inc., 591 O. G. 668, 71 U. S. P. Q. 13, and Procter & 
Gamble Co. v. Eney Shortening Co., 50 App. D. C. 42, 267 F. 344. Registrant also 
places emphasis on the fact that petitioner’s mark is used on labels which also show 
the word “Sergeants.” Use of this word cannot affect petitioner’s rights if the 
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marks involved are confusingly similar. Celanese Corporation of America v. E. I. 
du Pont de Nemours & Company, 33 C. C. P. A. 857, 154 F. 2d 143 [36 T.-M. R. 
130, 133]. 

Aside from these preliminary questions, registrant contends that the marks are 
not of such confusing or deceptive similarity as to warrant cancellation of the reg- 
istration in accordance with Section 1(b) of the Act of 1920, registrant raising no 
question as to prior use or similarity of the goods. Registrant’s brief states: 


The issue, therefore, is whether considering the differences in the meaning, sound and 
appearance of the marks, concurrent use of the marks would be likely to cause confusion, 
mistakes or deception in the minds of purchasers of dog medicines or remedies. 


It is contended that there is no similarity in meaning; insufficient similarity in 
sound; and dissimilarity in appearance. In support of this registrant’s counsel 
emphasizes the differences between “Skip Flea” and “Skippers” and the differences 
in appearance of the dogs portrayed and contends that in their entireties there is 
no likelihood of confusion or mistake on the part of purchasers. Considering it 
from any of these standpoints it is believed that the decision of the Examiner of 
Interferences was correct. “Skip Flea” and “Skippers” may differ in meaning, if 
in fact either has any meaning, as applied to these products. They appear similar 
in sound and appearance (Doyle v. John Morrell & Co., 24 C. C. P. A. 1093, 88 
F. 2d 721 [27 T.-M. R. 260]. As pointed out by the Examiner of Interferences, 
however, “Skipper’s” is a possessive form of the word “Skip,” which is a prominent 
part of petitioner’s mark “Skip Flea.” The dogs’ heads pictured are those of dif- 


ferent types or breeds, and while no one could mistake one dog for the other in that 
they differ so much as could be expected between two pictures of dogs, both are 
pictures of dogs’ heads and one familiar with the mark of one of the parties, or hav- 
ing seen it or heard it described might readily remember only this fact. As stated in 
Belding Heminway Company v. E. P. Reed & Co., 487 O. G. 676, 36 U. S. P. Q. 
298, 299: 


The average purchaser does not remember the details of trade-marks, nor is he 
required to do so. He may easily forget the forepaws of applicant’s kitten, and as easily 
overlook the absence of the spool of opposer’s mark. His impression of either mark may 
be merely the head of a kitten, in which case confusion as to origin of goods would seem 
reasonably likely to occur. The question is not free from doubt; but such doubt, as the 
courts have so many times reiterated, must be resolved in favor of the first user. 


See also Magitex Company, Incorporated v. John Hudson Moore, Inc., 33. C. C. P. A. 
956, 154 F. 2d 177 [36 T.-M. R. 153], in which the court said: 


It is a matter of common knowledge that the ordinary person in making a purchase 
of such an article as after shaving lotion is not likely to remember, nor is he bound to 
look for and analyze, the details of the respective marks and labels of competing vendors, 
even if he should happen to know as a matter of fact that there are competing vendors. 


While the Examiner of Interferences found that the word “Skipper” was the 
only spoken term of the registrant’s mark and that the pictorial matter was of less 
importance, as in the case of W. B. Roddenbery Co. v. Kalich (C. C. P. A.) 158 
F. 2d 289, 72 U. S. P. Q. 138, it is believed that it is unnecessary to differentiate 
between the pictorial and word portions of the marks as used in this case and that 
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taking them in their entireties they must be considered so similar that their con- 
current use would be likely to cause confusion or mistake in the mind of the public. 
The decision of the Examiner of Interferences is affirmed. 





VITA-VAR CORPORATION v. THE WHITE COMPANY 
Commissioner of Patents—February 3, 1948 


TRADE-MarkKs—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
3 Casein wall paint held goods of the same descriptive properties as water-proofing com- 
pound for concrete, plaster and stucco, under 1905 Act. 
TrapE-Mark Act or 1946—AppLicaBiLiry TO PENDING ApPpEALS—SECTION 19 
Facts of record held to negative claim of laches or estoppel. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Vita-Var Corporation against The White Company. 
Opposer appeals from dismissal of opposition. Reversed. 


S. Michael Ress, New York, N. Y., for opposer. 
Karl W.. Flocks, Washington, D. C., for applicant. 


Murpnuy, A. C.: 


This is an appeal from the decision of the Examiner of Interferences dismissing 
the opposition of Vita-Var Corporation, owner of Registration No. 160,195, cover- 
ing the trade-mark ‘“‘Hydrolite” as applied to ““waterproofing compound for concrete, 
plaster, and stucco,” against registration of The White Company’s identical mark 
for “casein wall paint.” The opposer’s mark, No. 160,195, “Hydrolite” distinctly 
printed upon a design, was registered on October 17, 1922, and was properly re- 
newed in 1942 for “waterproofing compound for concrete, plaster, and stucco.” It 
is registered in Class 12 covering construction materials. The substantial identity of 
the two marks and the opposer’s prior use are not an issue in this proceeding. The 
only question now to be decided is whether the opposer’s waterproofing compound 
and applicant’s wall paint are goods of the same descriptive properties or are so 
closely related as to be likely to cause confusion in trade to the damage of the 
opposer. In this connection, it is the opposer’s contention that while it is now 
using its trade-mark “Hydrolite” for a paint, its business has always extended to the 
manufacture of paint and that it should not be precluded from using its established 
trade-mark on one of its paint products. Some time prior to 1942, opposer had 
sent a letter to applicant threatening him with an infringement suit and as a result 
of such threat the present applicant instituted a cancellation proceeding seeking can- 
cellation of opposer’s mark. The Court of Customs and Patent Appeals finally 
held that the word “Hydrolite’”’ was not invalid as descriptive and that the present 
applicant had failed to show injury under Section 13 of the Trade-Mark Act of 
1905. Goheen (Vita-Var Corporation, substituted) v. The White Company, 29 
C. C. P. A. (Patents) 926, 126 F. 2d 481 [32 T.-M. R. 241]. The Court in its 
opinion referred to an oral admission by The White Company to the effect that 
its wall paint and the opposer’s waterproofing compound were not goods of the 
same descriptive properties. But such admission by the present applicant cannot 
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result, as applicant’s brief seems to indicate, in an estoppel on the part of the present 
opposer to argue that a wall paint and its own waterproofing compound should be 
held to be of the same descriptive properties. 

The Examiner of Interferences in dismissing the opposition held that the goods 
here involved possess different essential characteristics, are used for dissimilar pur- 
poses and are sold through different channels of trade and to different classes of pur- 
chasers. In view of this finding, the examiner further ruled that opposer’s alleged 
right of “natural or legitimate extension of his business to a related field’’ should not 
be recognized despite the fact that opposer had been an established manufacturer of 
paints of national reputation for many years. In thus dismissing the opposition on 
these grounds, the examiner relied primarily on the case of Goldsmith Brothers v. 
Atlas Supply Company, 32 C. C. P. A. (Patents) 100, 148 F. 2d 1016, 65 U.S. P. Q. 
378, where the Court of Customs and Patent Appeals had held that the natural ex- 
pansion doctrine was inapplicable in a situation in which goods of different descrip- 
tive properties were involved. 

In my opinion, the Examiner of Interferences has applied too narrow a test 
in determining the issue of same descriptive properties in the present case. [ven 
though opposer’s compound and applicant’s paints may be traded through differ- 
ent channels of trade and may be specifically different in their properties, it still 
remains true that they are at least as closely related as electric batteries and keys 
and locks were held to be in the Yale case. (Yale Electric Corporation v. Robert- 
son, 26 F. 2d 972 (C. C. A. 2d, 1928).) The Court of Customs and Patent Ap- 


peals in the Goheen case, supra, expressly stated that opposer and its predecessor 
had used the mark “Hydrolite” for about 40 years and that opposer was also 
admittedly a manufacturer of paint, although it had not yet applied this trade- 
mark to a paint product. It seems to me, therefore, that the present case falls within 
the general principle which was aptly stated by Judge Learned Hand in S. C. John- 
son & Son, Inc. v. Johnson, 116 F. 2d 427, 48 U. S. P. QO. 82, in the following 
language : 


.... It is true that a merchant who has sold one kind of goods, sometimes finds himself 
driven to add other “lines” in order to hold or develop his existing market; in such cases 
he has a legitimate present interest in preserving his identity in the ancillary market, which 
he cannot do, if others make his name equivocal there. (Page 84.) 


In my opinion, there is more in the present case “than the desire to post the new 
market as a possible preserve” which opposer may later choose to exploit. It seems 
to me that a nationally known paint manufacturer who has been using a well estab- 
lished trade-mark not on a paint but on a product as closely related as a water- 
proofing compound in powder form should be held entitled to protection and reg- 
istration of the word for all articles coming within this general class even though 
one material may, for purposes of Patent Office classification, be classified as con- 
struction material, while the other falls within the category of paints or paint ma- 
terials. 

Nor would this seem to be a case which may call for application of Section 19 
of the new Trade-Mark Act of 1946 which makes equitable principles of laches, 
acquiescence and estoppel applicable even in pending appeals. Contrary to appli- 
cant’s contention in his brief, I am unable to find any elements of laches or estoppel 
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present in this record which might have justified further consideration or remand- 
ing of the case to the examiner. On the contrary, the present opposer immediately 
objected to applicant’s use of the mark on paint and the ensuing cancellation pro- 
ceeding was terminated in opposer’s favor. It follows that for at least the last 
ten years applicant has been chargeable with notice that its use of the mark “Hydro- 
lite” was considered by the opposer as an encroachment on its rights. 

The decision of the Examiner of Interferences is reversed. 


TUNG-SOL LAMP WORKS, INC. v. KING-SOL RESEARCH 
CORPORATION 


Commissioner of Patents—February 5, 1948 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Flash synchronizers, consisting of a battery case, battery reflector and magnetic tripper, 
held goods of the same descriptive properties as electric lamps for photographic purposes, 
switches, current intermitters, relays, control circuits, combined reflectors and electric 
lamp units, etc., under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“King Sol,” with fanciful representation of the sun, held confusingly similar goods, under 
1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—Dovusts ReEso_veD AGAINST NEWCOMER 
If any doubt existed, held this is a proper case for resolving it against applicant as new- 
comer, in view of opposer’s extensive use of mark in building up large business in diversified 
line. 
TRADE-MarKs—Marxks Not CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“King Sol,” with fanciful representation of the sun, held not to consist merely of the 
opposer’s corporate name, Tung Sol Lamp Works, Inc. 


Appeals from Examiner of Interferences. 

Trade-mark opposition by Tung-Sol Lamp Works, Inc., against King-Sol 
Research Corporation. Applicant appeals from decision sustaining notice of oppo- 
sition. Opposer appeals from Examiner’s ruling that opposition could not be main- 
tained under “name clause” of Section 5 of 1905 Act. Affirmed. 


Bartlett, Eyre, Keel & Weymouth, New York, N. Y., for opposer. 
Morris Kirschstein, New York, N. Y., for applicant. 


DanIe;s, A. C.: 


The opposition to the registration of the mark shown in application, Serial No. 
481,581, filed March 31, 1945, under the Trade-Mark Act of February 20, 1905, as 
a trade-mark for ‘flash synchronizers, consisting of a battery case, battery reflector 
and magnetic tripper,” has been sustained by the Examiner of Interferences and 
applicant appeals. The mark as shown in the drawing of the application consists 
of the words “King Sol” associated with a fanciful representation of the sun, the 
word “King” appearing in a crown placed at the top of the sun, and the word “Sol” 
below it. The opposition is based on the confusion in trade clause of Section 5 of the 
Trade-Mark Act of 1905. Opposer has alleged prior ownership and use of “Tung 
Sol” as a trade-mark for a long line of electrical products, and is the owner of three 
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trade-mark registrations under the Act of 1905, each covering “Tung Sol” for 
various products hereafter referred to, and one comprising those words together 
with a fanciful representation of the sun, for “incandescent electric lamps.’’ These 
were registered prior to applicant’s filing date of the application involved. 

Both parties have taken testimony and submitted numerous exhibits so that the 
nature of the products and the business of the parties together with their sales and 
advertising methods are fully presented for consideration. 

While other issues were involved in the pleadings and presented before the 
Examiner of Interferences applicant raises no question as to priority on this appeal, 
stating in its brief that: 


The grounds of appeal discussed in this brief are that the examiner was clearly in error 
in holding that the goods and the marks of the respective parties are confusingly similar, 
within the meaning of the “confusion in trade” clause of the Act of 1905. 


Opposer also questions the holding of the Examiner of Interferences that no 
grounds of opposition under the “name clause” exists. 

Opposer’s registration No. 410,505, registered November 28, 1944, under the 
Trade-Mark Act of 1905, comprises the trade-mark “Tung Sol” for: 


Combined reflector and electric lamp units, electric head lamps for vehicles, flash lamps, 
special electric lamps for photographic, signal and other purposes, electric switches, 
thermal switches, time delay switches, fluorescent lamp switches, current interrupters, 
electric flashes, current intermitters and relays, control circuits, resistance units, ballast 
units, gaseous glow discharge tubes, electronic tubes or valves, radio tubes and valves, 
thermionic detector and amplifier tubes and valves, oscillator tubes, rectifier tubes, crystal 
holders and header assemblies, and other thermionic and electronic tubes and circuits for 
use in radio receiving and transmitting sets and television receiving and transmitting sets. 


Applicant contends that all of these products are electrical apparatus while its prod- 
uct is “used only in the single field of photography, and is sold principally in camera 
shops.... The device consists of a dry battery, the case for the battery, a reflector 
and a magnetic tripper. It would have no practical use other than in connection 
with a camera for furnishing the necessary illumination fof taking a picture and 
synchronizing the shutter action of the camera with this light. The light furnished 
is instantaneous. Applicant therefore contends that there is no likelihood or even 
possibility of confusion between these goods. 

Opposer’s mark has, however, been used on a full line of lighting equipment 
and other electrical devices used in conjunction therewith. These have included not only 
a wide variety of lamps but also relays, flashers, switches, and tubes. In fact opposer 
contends that each of the elements of applicant’s device appears in the list of its 
products shown in registration No. 410,505 and proven by its testimony except that 
its relays would require modification for specific use as a magnetic tripper and 
that even the common household flashlight includes each of the elements of appli- 
cant’s devise except the magnetic tripper. Opposer has shown use of its various 
products over a long period of time in large and increasing quantities (except as 
production of certain of them was temporarily interrupted by war-time restrictions), 
and its line of products has expanded in the course of its business growth. 

The Examiner of Interferences selected the opposer’s special electric lamps for 
photographic purposes as most nearly similar to the product of applicant. Applicant 
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regards this as indicating that this was the only item which the examiner regarded 
as similar. The particular lamp referred to is one of high intensity and short life, 
which gives off a brilliant light for a brief period and it is testified that it can be 
used and is sold for use in amateur photography. If therefore this were the only 
similar item, it would appear to be sufficient. For while its “flash” is not as 
instantaneous as that delivered by the flash bulbs used in applicant’s synchronizer, 
and such lamps could not be used in this synchronizer, they appear so similar that 
they could not be distinguished for purposes of a proceeding of this type. I do not, 
however, understand the examiner as restricting his decision to this single item, 
but believe he selected it as exemplary and found it unnecessary to discuss other 
items. It would appear to me that not only is the special photographic lamp referred 
to similar, but that other items of merchandise referred to in registration No. 
410,505, such as switches, current intermitters, relays, control circuits, combined 
reflectors and electric lamp units and probably others are so similar to applicant’s 
products that they must be regarded as confusingly similar within the meaning of 
Section 5 of the Trade-Mark Act of 1905. It is also of record that these flash 
synchronizers such as applicant’s and various products of opposer are sold in the 
same stores and sometimes from the same shelves or counters. 

Applicant contends that this question of similarity of goods is controlled by the 
decision of the Assistant Commissioner in Birdseye Electric Company v. Knapp, 
523 O. G. 811, 48 U. S. P. Q. 257, holding that incandescent lamps and camera 
films, tripods, lenses, projectors and other photographic equipment including “at- 
tachments for synchronizing shutter” were not goods of the same descriptive prop- 
erties. This case is readily distinguishable from the present case both from the 
nature of the goods and from the record which both parties have presented. Opposer 
owns a registration which covers special electrical equipment much more nearly 
resembling applicant’s flash synchronizer than the incandescent lamp involved in 
the Birdseye case, supra, and the record presented by the parties fully shows the 
nature of these goods and the sales methods and outlets in contrast to the meager 
record referred to in the Birdseye case. 

I therefore agree with the decision of the Examiner of Interferences that the 
goods are confusingly similar within the meaning of the Act. L. E. Waterman 
Company v. Benjamin Gordon, 72 F. 2d 272, 22 U.S. P. Q. 268; Elgin American 
Manufacturing Co. v. Elizabeth Arden, Inc., 23 C. C. P. A. 1168, 83 F. 2d 687 
[26 T.-M. R. 416] ; W. B. Roddenbery Co. v. Kalich C. C. P. A.), 158 F. 2d 289, 72 
U. S. P. Q. 138; and United Battery Manufacturing Co. v. United Metal Box Co., 
24 C. C. P. A. 1220, 90 F. 2d 260 [27 T.-M. R. 468]. 

As to similarity of the marks mere comparison of either their appearance or 
sound is sufficient to demonstrate confusing similarity. Celanese Corporation of 
America v. E. I. du Pont de Nemours & Company, 33 C. C. P. A. 948, 154 F. 2d 
146 [36 T.-M. R. 130]. Both parties use a solar design although opposer does 
not use it at all times or for all its products, and recently has used it to a lesser 
degree in view of a feeling that “rising sun” marks were unpopular. Since, how- 
ever, the word is the only spoken feature by which the goods would be recognized, 
the use or nonuse of the design feature on particular products is immaterial, and 
whether considered with or without the representation of the sun, the marks are 
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considered so similar that their use on goods of the same descriptive properties 
would be “likely to cause confusion or mistake in the mind of the public or to deceive 
purchasers.” W. B. Roddenbery Co. v. Kalich, supra, Marion Lambert, Inc. v. 
O’Connor, 24 C. C. P. A. 781, 86 F. 2d 980. 

If any doubt existed, which in my opinion does not, this would be a proper case 
for resolving it against the newcomer in view of opposer’s extensive use of the 
mark in building up a large business on a diversified line of electrical products. 
United Battery Manufacturing Co. v. United Metal Box Co., supra. 

In view of the foregoing it is perhaps unnecessary to consider opposer’s appeal 
from the ruling that the opposition could not be maintained under the “name clause”’ 
of Section 5 of the Trade-Mark Act of 1905. It therefore seems sufficient to note 
that I agree with the conclusion of the Examiner of Interferences as to that phase 
of the proceeding. 

The decision of the Examiner of Interferences is affirmed. 





FRESH’ND AIRE COMPANY v. BELMONT LABORATORIES (SIDNEY 
E. BELMONT, ASSIGNEE, SUBSTITUTED) 


February 5, 1948 





Commissioner of Patents 


TRADE-MArKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Household liquid deodorant, put up in glass bottles with a wick, which deodorizes by 
evaporation, held goods of the same descriptive properties as electric fans having container for 
deodorant and means of heating it, under 1920 Act. 
CANCELLATION—PrRooF oF Ust—GENERAL 
Petitioner’s proof of use of similar mark on similar goods in period during which 
registrant claimed exclusive use, held sufficient to negative right of registrant to 1920 Act 
registration. 
Testimony held to show that petitioner’s mark appeared on the goods shipped. 
Appeal from Examiner of Interferences. 
Trade-mark cancellation proceeding by Fresh ‘nd Aire Company, Not Inc., 
against Belmont Laboratories (Sidney E. Belmont, assignee, substituted). Reg- 
istrant appeals from cancellation of registration. Affirmed. 


Banning & Banning, Chicago, Ill., for petitioner. 
Mida, Richards & Murray, Chicago, Ill., for registrant. 


DANIELS, A. C.: 


The petition pursuant to Section 2 of the Trade-Mark Act of March 19, 1920, 
to cancel registration No. 416,037, registered August 21, 1945, under that Act to 
Belmont Laboratories has been sustained by the Examiner of Interferences. The 
mark sought to be cancelled comprises the words “Fresh ’n Aire,” with which is 
associated a representation of a bottle and wick and the words “Pull the wick— 
Kill it quick” for a household deodorant. Registrant appeals. 

Petitioner for cancellation relies upon prior use of the mark “Fresh ’nd Aire” 
and sets up ownership of registration No. 338,102, registered August 25, 1936, 
under the Trade-Mark Act of March 19, 1920, which discloses the words “Fresh 
‘nd Aire”’ for “air conditioning and circulating fan.” 
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The petitioner for cancellation has taken testimony as to its prior use of the 
mark and as to the nature of its products. These are electric fans which are con- 
structed to include containers for a “fragrance” and “‘deodorizer and purifier” with 
means for heating the material in the containers. Petitioner for cancellation has 
sold “fragrance” and the “deodorizer and purifier” for use with the fans both in 
connection with sales of the fan and as replacements. The testimony shows that 
petitioner for cancellation and its predecessor were engaged in the business of selling 
these products prior to registrant’s filing date, or any use of the mark claimed by 
registrant, and registrant is not understood to question this at this time. The 
registrant does contend, however, that the goods of the parties are not “merchan- 
dise of the same descriptive properties” and states that they are substantially differ- 
ent “in appearance, construction, materials, costs and purposes of use.” Registrant’s 
deodorizer is a liquid put up in a glass bottle with a wick and it is stated in regis- 
trant’s brief that the deodorant acts by evaporation. In the device of petitioner for 
cancellation the deodorant and purifier, or the fragrance is heated, and in addition to 
such natural evaporation as must follow, are dispersed throughout the room by the 
action of the fan. They are identical in purpose and operate on the same principle 
as registrant’s deodorizer, the only difference being in the means of diffusion of the 
substance. They must be considered to be goods of the same descriptive properties. 
United Battery Manufacturing Co. v. United Metal Box Co., 24 C. C. P. A. 1220, 
90 F. 2d 260 [27 T.-M. R. 468]. 

Registrant also contends that the petition should have been dismissed because 
petitioner’s testimony shows it was not using the trade-mark at about the time of 
the filing of the petition. The testimony does show that the manufacture and sale 
of such products was restricted to a considerable extent due to inability to produce 
them during the war. Without reviewing the testimony in detail, it is shown that 
fans were produced and sold; that repair and replacement parts were sold; and that 
the fragrance and the deodorizer and purifier were sold so long as stock was on hand. 
This includes proof of specific sales of the fragrance and deodorizer during 1943 
and 1944, the period during which registrant claimed to have had exclusive use of 
the mark. These alone would be sufficient to negative registrant’s right to the reg- 
istration under Section 1(b) and Section 2 of the Trade-Mark Act of 1920. 

With reference to the specific sales referred to during 1943 and 1944, the 
witnesses for petitioner for cancellation could not state that they saw the labels on 
the specific packages actually shipped and registrant’s brief places considerable 
emphasis on this fact. It appears quite natural that these witnesses could not give 
details as to specific shipments from memory, but it was shown that such material 
always bore the labels in question, and the invoices (which carry the mark) show 
actual shipments of this material. The over-all testimony indicates clearly that the 
mark appeared on these goods as shipped. 

The decision of the Examiner of Interferences is affirmed. 
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RITE-RITE MFG. CO. v. RITE-CRAFT COMPANY 
Cemmissioner of Patents—February 6, 1948 


TRADE-MarKS—Marks Not ConFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Rite-Craft” held not confusingly similar to “Rite-Rite,” used on similar goods, under 
1905 Act. 
TRADE-MarKs—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
Examiner’s ex parte requirements, that applicant disclaim descriptive word “Rite” from 
its mark “Rite-Craft,” used on pencils and pens, affirmed. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Rite-Rite Mig. Co. against Rite-Craft Company. 
Opposer appeals from dismissal of opposition. Affirmed. 


Barry & Cyr, Washington, D. C., for opposer. 
John D. Clancy, Jr., Chicago, Ill., for applicant. 


DANIELS, F. A. C.: 


Opposer has appealed from the decision of the Examiner of Interferences dis- 
missing its notice of opposition to the registration of applicant’s mark ‘‘Rite-Craft”’ 
for “pencils, both wood cased and mechanical, and pens,” Serial No. 471,421, filed 
June 19, 1944, under the Trade-Mark Act of 1905. 

The “confusion in trade” and “name clauses” of Section 5 of the Trade-Mark 
Act of 1905, are alleged as statutory grounds for opposition, opposer relying upon 
prior use and ownership of the trade-mark “Rite-Rite” for pencils and other similar 
products. The notice of opposition also sets up ownership of registration of that 
mark under the Act of 1905, registration No. 166,892, registered April 17, 1923, 
which had, however, expired prior to institution of this opposition proceeding, and 
for which an application to reregister was pending during the pendency of the oppo- 
sition proceeding. That mark has now been reregistered by applicant under the 
Act of 1905. 

A stipulation of facts was entered into between the parties and submitted in 
lieu of testimony. From this it appears that opposer and its predecessor have used 
the mark “Rite-Rite’” and applied same to fountain pens, mechanical pencils, pencil 
leads, pencil clips and erasers for many years prior to any use claimed by applicant 
for its mark. There is accordingly no question but that opposer’s use of its mark on 
these products is long prior to any use by applicant of its mark, and no question as 
to priority or similarity of goods need be considered, the only question for decision 
being the similarity of the marks of the parties. 

The Examiner of Interferences has found that the marks of the parties are so 
dissimilar that the respective marks may be concurrently used without likelihood 
of confusion in trade. Opposer’s brief criticizes this decision on the ground that 
the examiner dissected the marks in reaching this conclusion. It then proceeds 
to dissect the marks itself to show similarity between the two first syllables and to 
attempt to show some points of similarity between the second syllables of the 
respective marks. I do not understand the decision of the Examiner of Interfer- 
ences as dissecting the marks, but rather as holding that they are dissimilar in their 
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entireties. However, this may have been intended and whether the marks are 
analyzed as to components or considered as a whole, | agree with the Examiner of 
Interferences that they are not sufficiently similar that there is likelihood of con- 
fusion or mistake in the minds of the public as a result of their concurrent use. 
Miles Laboratories, Inc. v. Foley & Company, 32 C. C. P. A. 714, 144 F. 2d 888 
[34 T.-M. R. 335] ; Hall v. Pennzoil Co., 29 C. C. P. A. 933, 126 F. 2d 506; Miles 
Laboratories, Inc. v. United Drug Company, 27 C. C. P. A. 1273, 112 F. 2d 814; 
and Miles Laboratories, Inc. Vv. The Pepsodent Co., 26 C. C. P. A. 1272, 104 F. 2d 
205 [29 T.-M. R. 381]. 

Opposer contends that the Examiner of Interferences should have taken into 
consideration its trade-mark registration No. 425,515 reregistering the “Rite-Rite”’ 
for these products which was granted after the decision of the Examiner of Inter- 
ferences. Since priority and continued use were conceded by a stipulation of facts, 
it is not apparent how this registration could effect the decision, and since the marks 
are regarded as dissimilar as heretofore stated, the existence or nonexistence of the 
registration would not render them similar. 

The Examiner of Interferences has correctly held ex parte that applicant must 
disclaim the descriptive word “Rite” from its mark in the event registration is finally 
granted in this matter. 

The decision of the Examiner of Interferences is affirmed. 


TOM HUSTON PEANUT COMPANY v. GEORGE ZIEGLER COMPANY 
Commissioner of Patents—February 9, 1948 


TRADE-MARKS—Worpbs INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Giant” held descriptive of candy bars; applicant’s argument that its candy bar is not 
actually large would merely show misdescriptiveness. 
The meaning which purchasers would understand from the mark as used on the goods 


controls. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Tom Huston Peanut Company against George 
Ziegler Company. Applicant appeals from decision sustaining opposition. Affirmed. 


Mason, Fenwick & Lawrence, Washington, D. C., for opposer. 
Ira Milton Jones, Milwaukee, Wis., for applicant. 


DANIELS, A. C.: 


Opposition to the application to register the word “Giant” as a trade-mark for 
a “candy confection” under the Trade-Mark Act of 1905, Serial No. 479,743, has 
been sustained by the Examiner of Interferences, and applicant appeals. 

The allegations of the notice of opposition relate to the descriptiveness clause 
of Section 5 of the Act of 1905, opposer setting out that the mark sought to be 
registered is merely descriptive of the goods, and that it has used the notation on 
its own candy for a number of years prior to the filing of the application for reg- 
istration. 
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Both parties have taken testimony. The products of both parties are candy bars 
of the type normally sold at retail for five cents. It is clear that such products are 
sold to customers of all ages and degrees of intelligence in stores, stands and con- 
cessions, generally throughout the country. Applicant has used the notation “Giant” 
on its candy bars since 1911. Opposer has used its labels showing “Tom's Giant 
Bar 5¢” since 1933, and before the institution of this proceeding applicant had 
threatered opposer with suit because of its use of this term. 

The only question for consideration is whether or not “Giant” as applied to candy 
bars is descriptive. Opposer relies on dictionary definitions and general usage of 
the word. Applicant argues not only from the standpoint of dictionary definitions 
but has produced testimony of certain witnesses that to them the name indicates 
origin rather than size. Applicant also refers to numerous registrations of the 
word for various products in the Patent Office and on the fact adduced in its testi- 
mony that actually its bar is not only not a large bar but is smaller than average. 

Both parties have cited numerous cases and considered various dictionary defini- 
tions. It is sufficient to state that I agree with the Examiner of Interferences that 
this word as applied to a candy bar indicates to the purchaser that he is receiving 
a very large candy bar for his money, and is merely descriptive within the meaning 
of Section 5 of the Trade-Mark Act of 1905. There appears to be no need to refer 
to the numerous cases cited by both parties nor to repeat dictionary definitions. The 
meaning appears too obvious to require argument. 

The testimony by one of applicant’s officers, two local dealers and one com- 
petitor, who stated their understanding of the meaning of the word, even if com- 
petent, is not sufficiently comprehensive to give any indication of the usual and 
accepted meaning of the word as applied to these goods. Each of these witnesses 
stated that the mark was not descriptive, but even these statements are not entirely 
clear, and their testimony does not negative the obviously descriptive meaning of 
the word even in this field. 

As to the reference to registrations of the word “Giant” by others for various 
products are immaterial, but it is noted that such a word might be nondescriptive as 
to other products while remaining descriptive as to candy bars. As stated in 
Celanese Corporation of America v. E. I. du Pont de Nemours & Company, 33 
C.C. P. A. 948, 154 F. 2d 146 [36 T.-M. R. 130, 133] 


A word applied as a mark to one article may be merely descriptive of it and registra- 
tion would be accordingly prohibited. But the same word appropriated as a mark to 
another article may be merely suggestive, that is, purely fanciful and arbitrary, and its 
registration would be accordingly authorized and protected. See Jn re One Minute 
Washer Company, 25 C. C. P. A. 978, 95 F. 2d 517 [28 T.-M. R. 198}. 


Whether or not this was the case with respect to the registrations referred to is not 
open for consideration but if it were shown that the word had descriptive sig- 
nificance as used in some or all of such registrations “it would furnish no precedent 
justifying another improper registration.” In re Brockway Glass Company, Inc., 33 
C.C. P. A. 969, 154 F. 2d 673 [36 T.-M. R. 167]. 

As to applicant’s insistence that the word cannot be descriptive since its bar is 
not actually large, this would merely show it to be misdescriptive. Actually, how- 
ever, it is the meaning which the purchasers would understand from the mark as 
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used on the goods which should control, and the fact that the bars are not actually 
large would not change this. As stated by the United States Court of Customs and 
Patent Appeals in Cridlebaugh v. Montgomery Ward Co., 34 C. C. P. A. 742, 
158 F. 2d 646 [37 T.-M. R. 70]: 


Even if it could be concluded that the term is misdescriptive of Cridlebaugh’s device, 
he has no right to assert exclusive monopoly upon a descriptive term which describes 
the goods of others or which might fittingly be used by others in advertising and carrying 
out their business. See Model Brassiere Co., Inc. v. Bromley-Shepard Co., Inc., 18 
C. C. P. A. 1294, 49 F. 2d 482. 


The decision of the Examiner of Interferences is affirmed. 


ANDERSEN CORPORATION v. THE CASKEY-DUPREE MFG. CO. 
(THE AIROLITE COMPANY, susstTITUTEL) 


Commissioner of Patents—February 17, 1948 


CANCELLATION—PLEADING AND PRACTICE—SUSPENDING PROCEEDING 
Proceeding to cancel 1920 Act registration suspended, after expiration of registration, in 
accordance with Section 46(b) of 1946 Act, pending expiration of the three months’ “delayed 
renewal” period, allowed by Section 9 of 1946 Act. 
1920 Act REGISTRATION—EFFECT OF RENEWAL—GENERAL 
If 1920 Act registration is renewed, under Section 9 of 1946 Act, to support foreign 
registrations, it will still be the same registration, continued in existence through renewal. 
CANCELLATION—PLEADING AND PracticE—Motion To Dismiss 
Registrant’s petition to Commissioner to require dismissal of cancellation proceeding 
against 1920 Act registration denied, where 1920 Act registration has expired under Section 
46(b) of 1946 Act, but period within which “delayed renewal” might be sought by registrant 
under Section 9 of 1946 Act has not elapsed. 


Petition from Examiner of Interferences. 

Trade-mark cancellation by Andersen Corporation against The Caskey-Dupree 
Mfg. Co. (The Airolite Company, assignee, substituted). Registrant’s petition to 
require Examiner of Interferences to dismiss cancellation proceeding denied. 


Harold Olsen, Chicago, Ill., for petitioner for cancellation. 
G. H. Braddock, Minneapolis, Minn., for registrant. 


DANIELS, A. C.: 


This is a petition “to require the Examiner of Trade-Mark Interferences to dis- 
miss the above cancellation proceeding,” on the ground that the registration sought 
to be cancelled expired January 5, 1948, and that, should it be renewed under the 
provisions of Section 46(b) of the Trade-Mark Act of 1946, the cancellation pro- 
ceeding brought under the Trade-Mark Act of 1920, could not apply to such renewal. 

The Examiner of Interferences has suspended action in the cancellation proceed- 
ing until May 1, 1948, on the ground that it would be futile to continue the cancella- 
tion proceeding if the registration is permitted to expire, and no renewal is made 
under Section 9 of the Act of 1946. This takes into consideration the possibility 
that a “delayed renewal’ might be sought by petitioner-registrant within three 
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months after the expiration of the registration to support foreign registrations. This 
possibility seems indicated by petitioner-registrant’s failure to state whether or not 
application for renewal has been, or will be, filed, or even whether any foreign 
registrations exist which might permit or necessitate such renewal. 

Under Section 46(b) of the Trade-Mark Act of 1946 registrations under the 
Act of March 19, 1920, registered as early as that here involved, expired on January 
5, 1948, unless renewed under Section 9, to support foreign registrations. Both the 
examiner and petitioner-registrant apparently assume that the three-month delayed 
filing provision of Section 9 apply to such registrations and that, therefore, applica- 
tion for renewal may still be filed. Petitioner-registrant contends that “the present 
cancellation proceeding filed under the 1920 Act is inapplicable to a renewal applica- 
tion filed under the 1946 Act,” and that “any renewal or cancellation proceeding 
having to do with renewal would be under the 1946 Act.”” The petition stresses 
particularly the fact that a higher fee is required in a cancellation proceeding under 
the 1946 Act. 

The petition for cancellation was filed under and in accordance with the Trade- 
Mark Act of 1920. Should the registration sought to be cancelled be renewed, it 
will still be the same registration, continued in existence through renewal. The 
cancellation proceeding would not be changed, but would still be a petition to cancel 
a registration under the Act of 1920 and would continue to be under and in accord- 
ance with the 1920 Act. 

If the registration is permitted to expire and application for renewal is not filed, 
it would be, as held by the examiner, futile to continue the cancellation proceeding 
against an expired mark. If it is renewed or attempted to be renewed, the can- 
cellation proceeding would survive and petitioner for cancellation should have the 
continued right to prosecute it which is preserved for him by Section 47(a) of the 
Trade-Mark Act of 1946. As to petitioner-registrant’s contention as to the fee, if 
any paid or to be paid by petitioner for cancellation, the cancellation proceeding 
was filed pursuant to the Trade-Mark Act of 1920. See the Opinion of the Comp- 
troller General of the United States, 603 O. G. 21 (second column), 74 U.S. P. Q. 
344. 

The petition is denied. 
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BROWN SHOE COMPANY, INC. v. A. WERMAN & SONS, INC. 







Commissioner of Patents—February 17, 1948 





OpposITION—RIGHT TO Oppos—E—GENERAL 
Whether or not opposer’s mark is entitled to registration as technical trade-mark held 
immaterial in considering right to oppose, where opposer’s mark has come to identify 
opposer’s goods to purchasing public. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Round Robin” held confusingly similar to “Robin Hood,” used on simliar goods, under 
1905 Act. 
OpposITION—COUNTERCLAIM—PERSONAL AND (GEOGRAPHICAL NAMES 
Connotation of legendary figure, held primary significance of “Robin Hood”; term held 
not merely a geographical name, not merely the name of an individual and dismissal of 
counterclaim for cancellation of registration thereof, affirmed. 
Applicant-counterclaimant, which has not used “Robin Hood” as its name, held to have no 
proper interest in question whether the term consists merely in the name of a person, within 
the meaning of the name clause of 1905 Act. 

















Appeal from Examiner of Interferences. 

Trade-mark opposition by Brown Shoe Company, Inc., against A. Werman & 
Sons, Inc., in which applicant counterclaimed to cancel opposer’s registration. 
Applicant appeals from decision sustaining notice of opposition and dismissing 


counterclaim. Affirmed. 


Carr & Carr & Gravely, St. Louis, Mo., for opposer. 
Louis L. Ansart, New York, N. Y., and Frank W. Dahn, Washington, D. C., for 


applicant. 
Murpny, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the opposition of the Brown Shoe Company, Inc., to the applica- 
tion of A. Werman & Sons, Inc., for registration of its trade-mark “Round Robin”’ 
for shoes. In the decision appealed from the examiner further adjudged the appli- 
cant not entitled to the registration for which it applied and dismissed the counter- 
claim of applicant by which it was sought to cancel the opposer’s registration of its 
trade-mark “Robin Hood” for shoes made of leather, cloth, canvas or combinations 
thereof, on the ground that the registered mark is invalid under both the “name” 
and “geographical” clauses of Section 5 of the Trade-Mark Act of 1905. 

The opposer, as appears from the stipulated testimony, through its predecessor, 
Central Shoe Company, adopted its mark “Robin Hood” on or before May 22, 1923, 
and is the owner of renewed registration No. 202,630, originally issued on Septem- 
ber 1, 1925, under the Act of 1905. The applicant, A. Werman & Sons, Inc., 
claims use of its mark “Round Robin” since June 14, 1944, but since the opposer, 
according to the evidence has had extensive use of its mark “Robin Hood” as a 
trade-mark for shoes made of leather, cloth, canvas or combinations thereof for 
some twenty years prior to this date, there can be no dispute as to priority of use. 

The opposition is based solely on the ground of confusing similarity of the two 
marks “Robin Hood” and “Round Robin” since both marks are applied to the 
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same class of goods—shoes. Applicant has denied the averments in the notice of 
opposition and by counterclaim has applied for cancellation of opposer’s registration 
on the ground that the registration is invalid and was improperly granted, alleging 
that the expression ‘Robin Hood” is a geographical name and also the name of an 
individual. 

Applicant alleges in its request for cancellation that the provisions of both the 
“geographical” and “name” clauses of the Act of 1905 were violated in the registra- 
tion of opposer’s mark. 

Both parties filed briefs and appeared for oral hearing. 

The examiner has stated that since opposer has had extensive use of the notation 
‘Robin Hood” as a trade-mark for shoes made of leather, cloth, canvas or combina- 
tions thereof for some twenty years prior to June, 1944, there can be no doubt that 
this notation has long been known to the purchasing public as a symbol of origin 
of opposer’s goods and due to this use he held that insofar as opposer’s objections to 
the registration of applicant’s mark are concerned, it is immaterial whether or not 
the mark “Robin Hood” is of such a character entitling it to registration as a tech- 
nical trade-mark. 

I am fully in agreement with the examiner as to this holding. The authorities, I 
believe, are clear on this point. In an early decision of the Court of Appeals of the 
District of Columbia, Lang v. Green River Distilling Company, 33 App. D. C. 506, 
148 O. G. 280, in an opposition proceeding where the opposer had shown by testi- 
mony that it had adopted its registered mark prior to the date of adoption by the 


applicant of the allegedly confusingly similar mark, the Court held it: 


. immaterial to inquire into the registration obtained by the appellee under the ten- 
year clause of the Trade-Mark Act, or to consider whether the appellant would be entitled 
to registration of “Green Ribbon” as a technical trade-mark. The substantial question, 
as stated by the tribunals of the Office, is as to whether the proposed trade-mark, “Green 
Ribbon,” so nearly resembles the trade-mark of the appellee— 


“as to be likely to cause confusion in the mind of the public, or to deceive purchasers.” 
(Section 5, Trade-Mark Act.)” 

The Court of Customs and Patent Appeals in the case of The Pepsodent Com- 
pany v. Pepsinic Seltzer Company, 26 C. C. P. A. (Patents) 1210, 103 F. 2d 362, 
41 U.S. P. Q. 482, 484, followed this doctrine in a case involving an opposition in 
which the opposer owned a 1920 registration, saying : 

It is proper to say that inasmuch as appellee’s registration is under the Act of March 


19, 1920, it may not, as a registration, be relied upon as a basis for opposition, but appellee 
does have the right to oppose, based upon its use of the mark. (Citing decisions.) 


This principle of trade-mark law is again clearly stated in Vi-Jon Laboratories, 
Inc. v. Lentheric, Incorporated, 30 C. C. P. A. (Patents) 916, 133 F. 2d 947, 56 
U. S. P. Q. 586, 587, in which it was said: 

The right of appellee to oppose the registration of appellant’s mark does not depend 
upon the exclusive ownership by appellee of its trade-mark “Shanghai.” It is only neces- 
sary that appellee establish that it would probably be damaged by the registration of 
appellant’s mark. (Citing decisions.) 

The remaining question for consideration is that of confusing similarity of the 
two marks as alleged by the opposer. It is true that there are differences in the 
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two marks, especially as to meaning, and that the significance of the opposer’s mark 
“Robin Hood,” referring to the legendary character, may be better known than the 
meaning of “Round Robin,” the most common meaning of which refers to a written 
petition the signatures to which are arranged in a circle. But the more important 
similarities, I believe, are those of sound and appearance. Each mark comprises a 
three-syllable notation, the common word “Robin” comprising two-thirds of each, 
and the fact that the common word, a prominent part of each mark, occurs as the 
first word in one mark and the second word in the other does not in my opinion 
constitute enough distinction between the marks to avoid the likelihood of confusion 
in trade and the deception of purchasers, and I agree with the examiner that there 
is a reasonable likelihood of such confusion and deception. 

As to the merits of the counterclaim, I am again constrained to agree with the 
examiner. Applicant has made of record evidence that opposer’s mark “Robin 
Hood” is used as the sole and distinguishing element of the names of certain indi- 
viduals and business concerns and also is the name of three obscure geographical 
places. But the record also shows that the notation “Robin Hood” is widely known 
as the name of a legendary figure and, in view of all the facts, I am of the opinion 
that it cannot be said to be merely the name of an individual and merely a geo- 
graphical name or term to thus be barred registration under Section 5 of the Act of 
1905. It was further held by the examiner, and I agree, that applicant has no proper 
interest in the question of whether the term “consists merely in the name of a per- 
son” within the meaning of the “name” clause of the Act since applicant makes no 
claim to having used “Robin Hood” as its name. As stated in The Hump Hairpin 
Company v. The De Long Hook and Eye Company, 39 App. D. C. 484, 190 O. G. 
1032, and as quoted from Battle Creek Sanitarium Co. v. Fuller, 30 App. D. C. 411, 
134 O. G. 1299: 


It is not sufficient for the opponent to say that he believes he would be damaged. He 
must allege some fact showing an interest in the subject-matter from which damage 
might be inferred. If he has not used the mark as a trade-mark upon goods of a like 
description he can suffer no damage from its registration by another. 


As further held in Lafayette Bean v. Leon L. Bean, 156 M. D. 125 [19 T.-M. R. 
528] : 


.... the opposition of Lafayette Bean to the registration by Leon L. Bean of the term 
“Bean,” as a trade-mark for boots and shoes, was properly dismissed where it was stipu- 
lated that the opposer had never used the mark and had not suffered any injury by the 
applicant’s use of that mark. 

In his decision, after referring to the stipulation that the opposer had not been engaged 
in business under his own name since 1916, had never used that name as part of a trade- 
mark and had not been injured by the use of the mark by the other party and noting 
applicant’s argument that the mark, as applied to shoes, is fanciful and is identified solely 
with the applicant, the Assistant Commissioner said: 


“As the opposer admits that he has not been damaged by the applicant’s use of 
word ‘Bean’ as a trade-mark and as the facts established by the record show no 
likelihood that the opposer would be damaged by the registration of the applicant’s 
mark, it is believed that the Examiner of Trade-Marks committed no error in dis- 
missing the opposition, and his decision is accordingly affirmed.” 
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With applicant’s contention that opposer’s mark is merely a geographical name 
and hence invalidly registered, I cannot agree. As held above in connection with 
the consideration of the “name” clause of the Act, and its applicability here, the same 
principles of trade-mark law are controlling. While it has been shown that “Robin 
Hood” is the name of three obscure geographical places as revealed by the U. S. 
Postal Guide, the fact remains that the primary significance attached to the name 
‘Robin Hood” is that of its connotation as applied to a legendary figure, and thus is 
not merely a geographical name. 

The decision of the Examiner of Interferences dismissing the counterclaim, sus- 
taining the notice of opposition, and adjudging that applicant is not entitled to the 
registration for which it has made application, is affirmed. 


THE VIRGIN ISLANDS COMPANY v. W. A. TAYLOR & COMPANY 
Examiner of Interferences—February 12, 1948 


TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 

Where contracts expressly provided that the trade-marks “shall be the property” of the 
respondent and “may be registered by it in its name,” subject only to specified contingencies 
which failed to occur, contract held valid and exclusive distributing agent for a government 
owned corporation, held entitled to exclusive rights in trade-mark used to identify its business. 

In ordinary business relations, government owned corporation held subject to same rules 
as any private legal entity; and “Government House,” used as trade-mark by exclusive dis- 
tributor for government owned corporation, held not property of federal government either 
by reason of inherent significance or original appropriation. 

TRADE-MARKS—NATURE OF RIGHTS—GENERAL 

Trade-mark appertains to the good-will of the business in which it is used, not to the 
identity or reputation of maker of the article, whether or not he may be made known to the 
public. 

In the absence of misrepresentation or deception, owner of a mark, whose goods were 
previously identified with particular producer may substitute like goods of appropriate quality 
obtained from any other source. 

CANCELLATION—MarkKs Not DeEcepTivE—PARTICULAR INSTANCES 
“Government House,” used as distributor’s trade-mark for rum, held not deceptive. 
CANCELLATION—USE OF MARK—GENERAL 

Registrant’s use of mark upon existing supplies of rum previously received from petitioner 
held bona fide and not as “sham or token use.” 

Petitioner held to have failed to substantiate allegation that “the mark is not used” by 

respondent, within any reasonable meaning of the 1905 Act. 


Petitions for cancellation of trade-mark registration. Dismissed. 


J. F. Mothershead and Joseph B. Goldman for petitioner. 
Arthur H. Stuart, Lancaster, Allwine & Rommel, and James F. Hoge, L. B. Stougli- 
ton and Andrew J. Graham for registrant. 


BarLey, E. of L.: 


These are related cancellation proceedings under the Act of 1905 in which both 
parties have filed testimony and briefs and were represented by counsel at the 
hearing. 
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The motions filed February 28, 1947, to amend the petitions are granted. 
The marks disclosed in the registrations sought to be cancelled respectively con- 
sist of the notation “Government House” and a pictorial design containing a trop- 
ical land and sea scene comprised of representations of a sailing vessel and a colonial 
mansion. 

Since the date of their adoption these marks have been used in combination 
upon a single form of label for rum produced in the Virgin Islands by the petitioner, 
a corporation organized on behalf of the Federal Government, and until recent 
years marketed by the respondent as the exclusive distributor of the product in the 
United States, under a succession of contractual agreements between the parties. 
The marks were registered by the respondent in its own name pursuant to the 
earliest of such contracts (Pet. Ex. 8) and in conformity with the others, the last 
of which (Pet. Ex. 16) expired March 31, 1945. It is presently the petitioner’s 
view, however, that it has been the legal owner of the marks from the inception of 
the business to which they have pertained and that the respondent is not now and 
heretofore has not been entitled to assert a right of ownership in either. 

Specifically, it is the petitioner’s position in each of the proceedings (1) that the 
respondent “was not entitled to the use of the mark at the date of his application for 
registration thereof,” and (2) that “the mark is not used” by the respondent, within 
the meaning of Section 13 of the Act. In support of the first of these grounds for 
cancellation, the petitioner avers (a) that by right of prior adoption and use of 
the marks, or because of their inherent or acquired governmental connotation, the 
United States Government, through the petitioner, has “at all times been the 
owner” thereof; and (b) that the marks “are not a proper subject matter for 
registration by the private party such as the respondent” for the reason that “by 
their original signification and through association” they denote governmental 
origin, and hence that the use thereof to denote any other personal origin would be 
“deceptive to the consuming public” and “against public policy.” 

The petitioner, whose affairs are conducted under the direction of the Depart- 
ment of the Interior, is a corporation having a capital stock of three shares, 
nominally owned by the Secretary and Assistant Secretary of the Interior and the 
Governor of the Virgin Islands, and held in trust for their successors in office. It 
was created in April, 1934, by an ordinance of the Colonial Council for St. Thomas 
and St. John of the Virgin Islands for the purpose of promoting the social and 
economic rehabilitation of the Islands, whose population for some years had been 
largely existing on relief contributions from the United States. The principal busi- 
ness for which the corporation was organized has consisted in the production of 
rum made from sugar cane produced locally, for which the Virgin Islands had long 
been noted before the period of national prohibition, although the petitioner has 
also engaged in numerous subordinate activities designed for the public welfare. 

Amongst broad powers to acquire, operate, maintain and dispose of all sorts of prop- 
erties, the petitioner by its charter (Pet. Ex. 4) has been authorized: 


To carry on the business of refining sugar and of processing sugar cane, and the busi- 
ness of manufacturing any and all products and by-products of sugar and of sugar cane. 


(Section 3(e).) 
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To enter into, make and perform contracts of every kind and description with any 
person, firm, association, corporation, municipality, county, state, body politic, or govern- 
ment or colony or dependency thereof. (Section 3(i).) 

To manufacture, purchase or otherwise acquire, own, mortgage, pledge, sell, lease, 
assign and transfer, or otherwise dispose of, to invest, trade, deal in and deal with goods, 
wares, and merchandise, and personal property of every class and description. (Sec- 
tion 3(n).) 

In general, to carry on any and all other business and to do any other act or thing 
in connection with or necessary or convenient to the attainment of the foregoing objects, 
powers and purposes, and to have and exercise all the powers and privileges conferred by 
the ordinances and laws of the Municipality of St. Thomas and St. John upon corpora- 
tions for profit and to do any and all of the things hereinbefore set forth to the same 
extent as natural persons might or could do. (Section 3(q).) 





Under certain operating agreements with the United States Government the 
petitioner commenced to make rum in 1935 at a distillery at St. Croix, which, with 
other real and personal properties, were purchased with funds supplied by the 
Federal Works Administration ; and its first sales, consisting of a few shipments in 
bulk and of locally marketed bottled goods identified by the notation “St. Croix,” 
were made in the ensuing year. 

In order to create a demand for its goods in the United States, on which the 
financial success of its rehabilitation program has depended, the petitioner entered 
into negotiations with the respondent and other liquor concerns in this country, 
which culminated in the first of its contracts with the respondent, a large organ- 
ization having an established business and extensive distribution facilities. This 
contract, concluded on October 8, 1936, contemplated the subsequent selection 
of mutually suitable trade-marks for the goods, which were to be purchased out- 
right by the respondent prior to shipment, for sale by it as the exclusive distributor 
thereof in the United States, and expressly provided that the trade-marks “shall be the 
property” of the respondent and “may be registered by’it in its name,” subject only 
to specified contingencies which failed to occur. All of the later contracts contained 
similar provisions respecting ownership of the marks, and in that regard, the last 
( Pet. Ex. 16), in which the petitioner is referred to as the shipper and the respondent 
as the importer, covering a five-year period commencing March 30, 1940, provides 
inter alia as follows: 


11. Trape-Marxs. The brand- and trade-marks are and shall continue to be the 
property of the importer and may be registered and re-registered by it in its name. If 
during the period this contract is in effect the importer shall liquidate its business or dis- 
continue the importation or sale of alcoholic liquor, then the shipper shall have the option 
to purchase the trade-mark either in its own name or in the name of its assignee or 
designee. In the event the shipper exercises the option to purchase said trade-mark 
the shipper shall pay the importer a price to be determined by the appraisal of two 
appraisers, one of whom shall be appointed by the shipper and the other by the importer, 
with power to such appraisers to appoint a third appraiser in case they cannot agree. 


Joint efforts of the parties to devise suitable marks, which former President 
Roosevelt in a memorandum to the Secretary of the Interior had suggested should 
“connote the double thought” that the product is “Great-Grandfather’s Rum come 
to life again” and “that it is connected with the Government,” resulted in the selec- 
tion of those in controversy. The labels since affixed to the goods correspond, ex- 
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cept for merely ancillary wording, with that prepared by an artist employed by the 
respondent, and are typified by the label of petitioner’s exhibit 29, in which the 
notation “Government House” of Registration No. 347,776 appears below the pic- 
torial design of Registration No. 350,837 and above the following legends: 


Distilled directly and solely from cane juice by 


VIRGIN ISLANDS CO. ST. CROIX V. I. 
A Virgin Islands 
Government Corporation 
Sole Agents for U. S. A.—W. A. Taylor & Co., N. Y. C. 


In March, 1937, the respondent secured a certificate of label approval from the 
Federal Alcohol Administration, without which the goods may not legally be mar- 
keted, and sales to the respondent of the bottled and label products commenced the 
same month, with title passing to the respondent at port of origin. This arrangement 
has obtained throughout the association of the parties except that beginning in 1942 the 
rum was shipped in bulk and bottled in the United States under the respondent’s 
direction. 

As a result of the respondent’s vigorous efforts, involving amongst other things 
advertising expenditures estimated at well over $200,000, a very valuable good-will 
in connection with the marks has been developed in the United States. In reliance 
on the agreement that it was to be the owner of the marks, the respondent further 
has taken the usual precautions to protect its proprietary interests, such as the filing 
of oppositions to registration of similar marks or the purchase of prior rights pur- 
portedly owned by others therein. Likewise it has furnished the petitioner with 
expert assistance in order to improve the quality of the product, which at times has 
been below standards acceptable to the respondent. 

During negotations conducted in the fall of 1944 for renewal of the contract then 
in force, the petitioner insisted that it would not approve any new agreement which 
did not recognize its ownership of the marks. To that demand the respondent 
refused to accede (Resp. Ex. 11 and 12), whereupon negotiations were discontinued ; 
and from a date some months subsequent to March 31, 1945, when this final con- 
tract terminated, the petitioner’s rum has been marketed in the United States through 
the agency of a competitor of the respondent, Munson G. Shaw Company, Inc., under 
labels identical, or substantially so, with the original, except for the substitution of 
the name of the latter company in place of that of the respondent. 

In March, 1945, the respondent had considerable stocks of “Government House”’ 
rum of petitioner’s manufacture on hand in its warehouses located in various parts 
of the country and since then has continuously maintained this brand on its current 
price lists and stocked it for sale on order, although its sales thereof have been rel- 
atively small as compared with the large volume of business which it previously 
carried on under this brand. Further, it appears that the respondent has made 
arrangements to obtain rum from an affiliate, Mayaguez Distilling Co. of Puerto 
Rico, for sale in this country under the marks here involved, and that certificate 
of label approval for the pictorial design of Registration No. 350,837 for use on this 
product has been granted. Such a certificate for the notation “Government House,” 
however, was refused apparently through the intervention of an official of the Inte- 
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rior Department then serving as Managing Director of the petitioner’s corporation 
(Pet. Ex. 110 and 147 and paragraphs 13 and 14 of the petition, Cancellation No. 
4728), and so far the respondent has sold no rum under the marks other than that 
obtained from the petitioner. 

Referring to the first ground of the petitions, the petitioner claims that as be- 
tween the parties it was the first to adopt and use the involved marks, seemingly 
because it was instrumental in obtaining official approval of their selection, and 
because it sold a small amount of bottled rum locally a few days prior to the initial 
shipment to the respondent. Neither point is of consequence in this proceeding, 
although the petitioner is deemed to be in error on both. The adoption of the marks 
was a joint affair. As to the first local sale, it sufficiently appears from the record 
that if the bottles bore the marks at all, they were affixed by means of labels supplied 
by the respondent, and containing its name, in accordance with the previously con- 
cluded contract between the parties. Such use of the labels was not inconsistent with 
the respondent’s rights in the United States under the contract, and the proofs 
furthermore show that the petitioner sought and obtained permission from the 
respondent to make local sales under these labels (Resp. Ex. 6 and 7). 

But aside from any question of priority, the view in effect has been taken that 
whether by reason of the inherent significance of “Government,” or because of the 
original appropriation of the marks in question to goods manufactured by a gov- 
ernmental agency, these marks from the beginning have been the property of the 
Federal Government by right of sovereignty and that the property so owned, on 
the authority of Art. IV, Sec. 3, Cl. 2 of the Constitution of the United States, 
could never be acquired by a private party except by Act of Congress. On that 
basis the petitioner concludes that the provisions of the contract vesting title to the 
marks in the respondent were ultra vires and void. 

The specific meaning of the word “government,” however, necessarily depends 
upon the relationship in which it may be used. There are numerous kinds of gov- 
ernments—state, municipal, colonial and foreign, to mention a few. The term with- 
out more does not mean any particular government, federal or otherwise, nor does 
it when used in “Government House,” which merely means the official residence of 
a colonial governor. Considered alone and apart from explanatory matter connect- 
ing it with the Federal Government, such as that appearing on labels employed on 
petitioner’s rum, and in circumspect references to the Government’s Virgin Islands 
relief program found in some of the respondent’s earlier advertising matter, it is not 
believed that the use of this notation as a trade-mark for any product would lead the 
purchasing public to suppose that the United States government had sponsored it, 
any more than in the case of the mark “White House,” for grocery products, or 
“President,” for suspenders, which respectively were involved in Dwinell-W right 
Co. v. White House Milk Co., Inc. (C. C. A., 2d Cir., 56 U. S. P. Q. 120) and 
MacWilliam v. President Suspender Co. (238 Fed. 159; C. C. A., 2d Cir.), or of 
analogous names or titles referred to in the respondent’s brief. 

It is true that the Federal Alcohol Administration initially refused the respond- 
ent’s first application for certificate of label approval because it was thought that the 
label as a whole improperly indicated origin in the Federal Government; and that 
similar action was taken on an application of the respondent’s affiliate with respect 
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to a label containing ‘““Government House,” as before stated. However, as revealed 
by the last sentence of the response given by the petitioner’s witness Kintz to Q. 
11 (Rec. pp. 49 and 50), the refusal in the former instance was the result of the 
wording “Distilled by The Virgin Islands Company, a Virgin Islands Government 
Corporation” at the bottom of the label rather than of the presence of the notation 
“Government House” per se; and in the latter it similarly was predicated upon 
other than such notation (paragraph 14 of the petition and Ex. B, Cancellation No. 
4728). It may be noted, incidentally, that the record fails to show that the refusal 
evidenced by this Exhibit B constitutes a final adjudication ; and any administrative 
ruling on the question, while entitled to respectful consideration, would not be bind- 
ing upon either the respondent or the Patent Office herein. 

In asserting a claim of ownership of the marks because of their adoption for 
goods of its manufacture, the petitioner disregards the settled principle that a trade- 
mark appertains to the good-will of the business in which it is used, not to the 
identity or reputation of the maker of the article, whether or not he may be made 
known to the public; and in the final analysis this is the real subject of dispute in 
this proceeding. (Resp. Ex. 11 and 12; Pet. Ex. 110 and 147.) The suggestion 
that the petitioner by virtue of its governmental affiliation, or the charitable aspects 
of its business, is above the law governing private enterprise is manifestly untenable. 
According to the terms of the charter creating it the petitioner’s corporation was 
organized for the purpose of engaging in the manufacture and sale of merchandise 
in competition with private parties, and no citation of authority is needed to dem- 
onstrate that in its ordinary business relations the petitioner is subject to precisely 
the same rules as any private legal entity. 

No one could seriously suppose that an experienced business concern would at 
great expense take the risk of endeavoring to develop widespread good-will in con- 
nection with a new brand of goods, and to protect that brand, without adequate con- 
sideration ; and the provisions of the contract respecting respondent’s ownership of 
the marks and the possible purchase thereof by the petitioner at an appraised price 
obviously were included with that in mind. There is nothing novel in arrangements 
of this nature, and it has long been established under such circumstances that the 
distributor’s right of ownership in the mark is no less exclusive than it would be if 
he manufactured the goods himself. Menendez v. Holt, 128 U. S. 514, 1889 C. D. 
344; A. Bourjois & Co. v. Katzel, 260 U. S. 689, 1923 C. D. 649; E. F. Prichard 
Co., et al. v. Consumers Brewing Co., 136 F.(2) 512, 58 U.S. P. QO. 362 (C.C. A., 
6th Cir.). 

The cases just cited also afford a complete answer to the contention that the use 
of the marks upon rum obtained from other than the petitioner would be deceptive to 
the consuming public, which is merely another way of saying that a trade-mark is 
inseparable from the original source of manufacture of the goods to which appro- 
priated. For the same reasons that the manufacturer of an article marketed under 
his own brand may improve or otherwise alter the goods to meet commercial condi- 
tions, the owner of a mark whose product was originally identified with a particular 
producer may substitute like goods of appropriate quality obtained from any other 
source, so long as the substitute article is not marketed in association with material 
misrepresentations calculated to deceive purchasers in respect thereof. Jacobs v. 
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Beecham, 221 U. S. 263, 1911 C. D. 549; Beech-Nut Packing Co. v. P. Lorillard 
Co., 273 U. S. 629, 1927 C. D. 237; Layton Pure Food Co. v. Church & Dwight 
Co., 182 Fed. 24 (C. C. A., 8th Cir.). 

Further considering this question of deception, the record shows that the re- 
spondent so far has sold only the petitioner’s product under the marks and that it 
still possesses substantial stocks of this rum. Even upon the petitioner’s own theory 
that it is the sole source of the genuine article and that none other may be sub- 
stituted therefor, the petitioner hence may not now be granted relief upon the ground 
of deception which has not yet and may never be practiced. And while that theory 
is deemed to involve a basic misconception of the functions of a trade-mark, it 
accordingly follows that from any point of view the respondent’s rights in the marks 
as against the petitioner are now as absolute as they are with respect to any late- 
comer who may use them either upon such genuine article or one like it. A. Bourjois 
cy Co. v. Katzel, supra. 

The case just referred to, a suit brought by the owner in the United States, by 
purchase, of the marks and good-will in this country of a French manufacturer, to 
restrain infringement thereof by the user of substantially the same marks upon like 
goods obtained from abroad from the same manufacturer, is particularly pertinent 
here. In resolving the question presented, the Court, speaking through Mr. Justice 
Holmes, observed as follows: 


We are of opinion that the plaintiff’s rights are infringed. After the sale the French 
manufacturers could not have come to the United States and have used their old marks in 
competition with the plaintiff. That plainly follows from the statute atuhorizing assign- 
ments. (Act of Feb. 20, 1905, c. 592, Sec. 10; 33 Stat. 727.) If for the purpose of 
evading the effect of the transfer it had arranged with the defendant that she should sell 
with the old label, we suppose that no one would doubt that the contrivance must fail. 
There is no such conspiracy here, but apart from the opening of a door to one, the vendors 
could not convey their goods free from the restriction to which the vendors were subject. 
Ownership of the goods does not carry the right to sell them with a specific mark. It 
does not necessarily carry the right to sell them at all in a given place. If the goods were 
patented in the United States a dealer who lawfully bought similar goods abroad from one 
who had a right to make and sell them there could not sell them in the United States. 
(Boesch v. Graff, 51 O. G., 477; 1890 C. D., 287; 133 U. S., 697.) The monopoly in that 
case is more extensive, but we see no sufficient reason for holding that the monopoly of 
a trade-mark, so far as it goes, is less complete. It deals with a delicate matter that may 
be of great value but that easily is destroyed, and therefore should be protected with 
corresponding care. It is said that the trade-mark here is that of the French house and 
truly indicates the origin of the goods. But that is not accurate. It is the trade-mark of 
the plaintiff only in the United States and indicates in law, and, it is found, by public under- 
standing, that the goods come from the plaintiff although not made by it. It was sold and 
could only be sold with the good-will of the business that the plaintiff bought. (Eiseman 
v. Schiffer, 157 Fed. Rep., 473.) It stakes the reputation of the plaintiff upon the char- 
acter of the goods. (Menendez v. Holt, 46 O. G., 971; 1889 C. D., 344; 128 U. S., 514.) 


Accordingly, it is the opinion of the examiner that the contract between the 
parties is conclusive upon the petitioner in this proceeding and that the allegations 
of the petitions that the respondent was not entitled to the (exclusive) use of the 
marks at the date of its applications for registration thereof are unfounded. 
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As to the second ground for cancellation, the petitioner charges that the use pres- 
ently made of the marks by the respondent is merely a “sham or token use”’ and not 
a “use within the meaning of Section 13 of the Act,” although it concedes that 
neither the Act itself nor its legislative history casts light upon this issue. The 
examiner is not familiar with any authoritative interpretation of the statutory 
language in question; however, it is deemed unnecessary to investigate what the 
legislative intent might have been. The testimony, including that of the petitioner’s 
witness Puma, who as an employee of the Alcohol Tax Unit of the Treasury Depart- 
ment made a series of investigations of the respondent’s inventories of “Govern- 
ment House” rum in connection with these proceedings in 1946, amply shows that 
since the termination of the relationship between the parties at the end of March, 
1945, the respondent has been making bona fide use of the marks upon existing 
supplies of rum theretofore received from the petitioner, even though upon a con- 
siderably reduced scale. As above indicated, it also has made preparations through 
its Puerto Rican affiliate to replenish its supplies of the commodity for sale under 
the marks. But regardless of that, the examiner is of the opinion that the petitioner 
has not substantiated the second ground for cancellation that “the mark is not used”’ 
by the respondent, within any reasonable meaning which may be accorded this pro- 
vision of the statute. 

It is argued that the marks here involved are “vital to the success of the 
petitioner’s rum operations,” and that should the petitioner not succeed in obtain- 
ing possession of them, the public will sustain a serious loss. It appears, however, 
that the thing of vital importance in this case consists of the valuable good-will 
which has come to be associated with the marks through the respondent’s expendi- 
tures and commercial skill; and that belongs to the respondent together with the 
marks, as the parties agreed at the outset. The proper alternative for the manufac- 
turer in any such situation would seem to be the selection of another mark, which 
might, of course, if appropriately utilized, ultimately surpass the original in value. 

Each of the petitions is hereby dismissed, and it is further recommended that 
neither of the respondent’s registrations be cancelled. 

Limit of appeal: March 13, 1948. 
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Until further notice, we will pay the sum of One Dollar ($1.00) for 
each copy of the Trade-Mark Reporter listed below, delivered in condition 
for binding : 

May and June, 1941 
April and May, 1942 
June, 1943 
May, 1945 
January, 1946 


Until further notice, we will pay the sum of Fifty Cents ($.50) for each 
copy of the Bulletin of the United States Trade-Mark Association listed 


below, delivered in condition for binding : 


January, 1936 
November, 1937 
Index for 1934, 1935, 1936, 1938 and 1939 


Address : 
UNITED STATES TRADE-MARK ASSOCIATION 
522 FirtH AVENUE New York 18, N. Y. 





